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I. Introduction 

In modern patent practice, it is a fundamental notion that patent claims delimit 
the scope of patent monopoly and determine crucial issues such as patent validity 
and infringement. 1 Patent claims are written statements located at the end of the 
patent document that recite and define the boundaries of an invention. Each claim 
is in a very concise single-sentence format. The reason for this formality 
requirement is that "[a] patent holder should know what he owns, and the public 
should know what he does not."2 Judges decide issues such as patent validity or 

1 35 U.S.C. 112 (2006) ("The specification shall conclude with one or more claims particularly 
pointing out and distinctly claiming the subject matter which the applicant regards as his 
invention."); Convention on the Grant of European Patents art. 69, Oct. 5, 1973, 1065 U.N.T.S.  
254 ("The extent of the protection ... shall be determined by the terms of the claims."); Patents 
Act, 1977, c. 37, 125(1) (U.K.) (providing that an invention for which a patent has been granted 
is "specified in a claim"). For the evolution of the role of patent claims in defining the scope of 
protection, see, for example, 4 DONALD S. CHISUM, CHISUM ON PATENTS, 18.02 (1993); ROBERT 
C. KAHRL, PATENT CLAIM CONSTRUCTION 1.01 (2004); David J. Brennan, The Evolution of 
English Patent Claims as Property Definers, 4 INTELL. PROP. Q. 361, 361-99 (2005).  

2 Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co. (Festo VIII), 535 U.S. 722, 731 (2002).



TEXASINTELLECTUAL PROPERTYLA WJOURNAL

infringement by extracting meaning from the patent claims. The process of 
construing the terms of patent claims to give them meaning is the process of patent 
claim interpretation, also known as patent claim construction. 3 

Interpretation of patent claims is the very core of patent protection and the 
key to legal decisions. Virtually every word in a claim is important. The words of 
a patent claim might be interpreted as having either a broad or a narrow meaning, 
which would affect the scope of legal protection and determine the outcome of the 
dispute. It is not surprising that the doctrines of patent claim interpretation have 
received enormous attention in many jurisdictions during the last two decades.4 

There has been much debate in patent literature on the difficulties of patent claim 
interpretation, and the problems have intensified in recent years.  

Although it has long been recognized that interpretive theory plays an 
important role in almost all areas of law-for example, legal literature is replete 
with theoretical studies on the interpretation of constitutions, statutes, treaties and 
contracts-it is interesting to note that the theoretical underpinnings of different 
claim construction approaches remain underdeveloped. 5 The lack of theory 

3 There have been discussions on the differences between interpretation and construction of patent 
claims. For example, in the U.S. case Markman v. Westview Instruments, Inc., 52 F.3d 967 (Fed.  
Cir. 1995), the Circuit Judge Newman made an effort to distinguish these two terms in her 
dissenting opinion that, "findings of meaning, scope, and usage have been called the 
'interpretation' of disputed terms of a document, as contrasted with the 'construction' or legal 
effect of a document." Markman, 52 F.3d at 1000 (Newman, J., dissenting). In that case, the 
majority eliminated the suggested distinction between "interpretation" and "construction." Id. at 
976 n.6 (majority opinion). This thesis will use the two terms interchangeably.  

4 See, e.g., Christopher A. Cotropia, Patent Claim Interpretation Methodologies and Their Claim 
Scope Paradigms, 47 WM. & MARY L. REv. 49 (2005); Andrew B. Dzeguze, Did Markman and 
Phillips Answer the Right Question? A Review of the Fractured State of Claim Construction Law 
and the Potential Use of Equity to Unay It, 15 TEX. INTELL. PROP. L.J. 457 (2007); Nicholas Fox, 
Divided by a Common Language: A Comparison of Patent Claim Interpretation in the English 
and American Courts, 26 EUR. INTELL. PROP. REv. 528 (2004); Peter Lee, Substantive Claim 
Construction as a Patent Scope Lever, 1 IP THEORY 100 (2011); Wendy Lim, Towards 
Developing a Natural Law Jurisprudence in the U.S. Patent System, 19 SANTA CLARA COMPUTER 
& HIGH TECH. L.J. 561 (2003); Jonathan L. Moore, A Patent Panacea? The Promise of Corbinized 
Claim Construction, 9 CHI.-KENT J. INTELL. PROP. 1 (2010); Lee Petherbridge, The Claim 
Construction Effect, 15 MICH. TELECOMM. TECH. L. REv. 215 (2008); Nicholas Pumfrey et al., The 
Doctrine of Equivalents in Various Patent Regimes-Does Anybody Have It Right?, 11 YALE J.L.  
& TECH. 261 (2009); David Sanker, Phillips v. AWH Corp.: No Miracles in Claim Construction, 
21 BERKELEY TECH. L.J. 101 (2006); Brad Sherman, Patent Claim Interpretation: The Impact of 
the Protocol on Interpretation, 54 MOD. L. REv. 499 (1991).  

5 The most relevant works are Craig Allen Nard's A Theory of Claim Interpretation, 14 HARv. J.L.  
& TECH. 2 (2000), and Kelly Casey Mullally's Patent Hermeneutics: Form and Substance in 
Claim Construction, 59 FLA. L. REv. 333, 337 (2007) ("Despite the importance of claim 
interpretation, theoretical scholarship has largely neglected its methodology."). See also Dan L.  
Burk & Mark A. Lemley, Quantum Patent Mechanics, 9 LEWIS & CLARK L. REv. 29, 34 (2005) 
("Although claim interpretation is fundamental to patent law, both the theory and doctrine of the 
practice remain astonishingly underdeveloped, limited mostly to squabbles over the proper or 
improper application of 'ordinary meaning."'); Dan L. Burk, Dynamic Claim Interpretation, in 
INTELLECTUAL PROPERTY AND THE COMMON LAW (Shyam Balganesh ed., 2012), available at 
http://papers.ssm.com/sol3/ papers.cfm?abstract_id=2005251; Cotropia, supra note 4, at 49 ("One 
area of patent law that has not been addressed in the discussion on patent scope and theories is

2 [Vol. 21:1
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development may be due to the unique techno-legal nature of patent claims.6 A 
patent claim is a legal instrument that contains technical information describing 
new advances, discoveries, and applications of principles and laws nature.' Patent 
law is in nature closely connected to the scientific and technological communities.8 

Therefore, practitioners in this field tend to focus on practical ideas and 
applications, and the notion of theory is often ignored as irrelevant, unimportant, or 
impractical.  

In fact, studying interpretive theories is an illuminative way to know how 

judges justify the means of interpretation that they employ to decide patent cases.9 

In patent law, once the claim is interpreted, all subsequent determinations of 
whether the patent is infringed or whether the invention is patentable are governed 
by that meaning.10 Therefore, a sound basis for justifying the best path between 
competing, plausible interpretations is of utmost importance. 1 A recent study has 
shown that between the "initial understanding" of claim language and the ultimate 

patent claim interpretation. This omission is particularly noteworthy because of the substantive 
role patent claims and the interpretation thereof play in the patent system, namely the framing of 
questions of patent infringement and validity."); Kelly Casey Mullally, Legal (Un)certainty, Legal 
Process, and Patent Law, 43 Loy. L.A. L. REV. 1109, 1136 (2010) (discussing the role of claim 
construction in the uncertainty of patent law).  

6 Timothy R. Holbrook, Patents, Presumptions, and Public Notice, 86 IND. L.J. 779, 779 (2011) 

("Patents are peculiar legal instruments in that they contain both technical and legal information.  
This Janus-like nature of the documents is important because they serve the legal purpose of 
affording the owner the right to exclude others from practicing the invention, and third parties 
need to be able to assess the scope of that right. At the same time, through the patent's disclosure, 
the document is intended to contribute to the storehouse of technical knowledge.").  

7 Greg R. Vetter, Open Source Software and Information Wealth, in INTELLECTUAL PROPERTY AND 
INFORMATION WEALTH 421, 429 (Peter K. Yu ed., 2007) ("An issued patent is a legal instrument.  
It contains technical information describing the claimed invention."); See also RICHARD D.  
WALKER, PATENT AS SCIENTIFIC AND TECHNICAL LITERATURE 134 (1995) ("A patent is a legal 

document as well as a technical document. It is prepared by an attorney using legal terminology 
to lay claim to as much protection as possible for the inventor represented, while at the same time 
disclosing no more than required to describe the invention.").  

8 WALKER, supra note 7, at 40. The author stated the tight relationship between the patent 

documents and the development of science and technology: "As pure science increases, so 
increases technology; as technology grows, so grows the amount of invention; as invention 
discloses an operational way of doing something new and discloses the 'something new' in the 
form of a patent application leading to grant of a patent, the documents created in the final step 
record the culmination of the entire process." Id.  

9 JAMES BOYD WHITE, JUSTICE AS TRANSLATION: AN ESSAY IN CULTURAL AND LEGAL CRITICISM 214 

(1990) ("Judicial excellence lies less in the choice of doctrine than in what the doctrine chosen is 
made to mean."); Anthony D'Amato, The Effect of Legal Theories on Judicial Decisions, 74 CHI.
KENT L. REv. 517, 527 (1999) ("To persuade a judge, we should try to discover what her theories 
are.").  

10 Jeffrey A. Lefstin, Claim Construction, Appeal, and the Predictability of Interpretive Regimes, 61 

U. MIAMI L. REV. 1033, 1035 (2007).  

11 See Richard S. Gruner, How High Is Too High? Reflections on the Sources and Meaning of Claim 
Construction Reversal Rates at the Federal Circuit, 43 LoY. L.A. L. REv. 981, 988 (2010) 
(discussing "cases in which claim constructions are both material and indeterminate-that is cases 
in which there are several plausible claim interpretations, each with substantial support in the case 
record, but each leading to a very different case result").

2013] 3
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"proper construction," there is a "black-box" process that lacks consistency and 
transparency.'2 Since patent claim construction serves as the basis for infringement 
decisions,' 3 such a process will give interpreters broad discretion in determining the 
scope of protection.  

In patent claim interpretation, statements such as the following are 
commonly encountered: "the ordinary and customary meaning of a claim term is 
the meaning that the term would have to a person of ordinary skill in the art in 
question at the time of the invention"; 15 "the claims are to be construed 
purposively-the inventor's purpose being ascertained from the description and 
drawings."' 6 However, the questions are, how should the ordinary meaning of a 
key word be determined? How to give effect to the intent of the patentee? 
Professor William Twining has warned in the field of legal interpretation that the 
use of the terms like "ordinary meaning" and "purpose" should not be taken too 
much for granted.1 7 While they "may be helpful in giving a general sense of 
direction ... they are often not very helpful in drawing precise boundaries."' 8 

When judges use the legal terminologies such as "ordinary meaning" and "purpose" 

12 Peter S. Menell et al., Patent Claim Construction: A Modern Synthesis and Structured Framework, 
25 BERKELEY TECH. L.J. 711, 740 (2010) ("Arriving at the proper construction requires filtering 
the claim language at issue through a number of rules of claim construction, taking into 
consideration the pertinent statements in the intrinsic and extrinsic evidence. . .. The various 
rules that the court must take into analysis are sometimes contradictory, and typically involve a 
balancing of considerations.").  

13 Typhoon Touch Tech., Inc. v. Dell, Inc., 659 F.3d 1376, 1380 (Fed. Cir. 2011) ("The district court 
construed the claim as requiring that a device, to be covered by the claim, actually performs, or is 
configured or programmed to perform, each of the functions stated in the claim.... This aspect is 
the basis of the judgment of noninfringement."); Paul M. Janicke & LiLan Ren, Who Wins Patent 
Infringement Cases?, 34 AIPLA Q.J. 1, 24 (2006) (stating that summary judgment or settlement 
occurs over 80% of the time based upon the claim construction ruling, suggesting that claim 
construction is dispositive over 80% of the time).  

14 Robert P. Merges & Richard R. Nelson, On the Complex Economics of Patent Scope, 90 COLUM.  
L. REV. 839, 841 (1990) ("After a patent has been issued, a patentee will often allege that her 
invention has been copied by competitors. In arguing the case, she will try to demonstrate that the 
accused infringer's product falls within the boundaries of her invention, as defined in her patent 
claims, or that any differences between the infringer's device and her invention are 
insignificant.... [T]he legal principles and objective evidence often leave considerable room for 
discretion. There has been surprisingly little theoretical discussion of how to exercise this 
discretion.").  

15 Phillips v. AWH Corp., 415 F.3d 1303, 1313 (Fed. Cir. 2005) (en banc).  
16 Mayne Pharma PTY Ltd. v. Pharmacia Italia SPA, [2005] EWCA 137, [5] (Civ) (Eng.).  
17 WILLIAM TWINING & DAVID MIERS, HoW TO Do THINGS WITH RULES: A PRIMER OF 

INTERPRETATION 150 (5th ed. 2010) ("A good deal of confusion attends these notions both in the 
literature and in practice, perhaps for two main reasons: first, terms like 'legislative intent,' 'the 
aim of the rule,' 'the purpose of the statute' and 'the reason of/for the rule' are commonly used to 
cover a wide range of situations and factors that need to be differentiated. There is a tendency to 
use such terms too simply or too confidently or in ways which take too much for granted.").  

18 Id. at 160.
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in claim construction, the first logical stage is to understand what they mean. 19 

This Article introduces two popular approaches selected for study, namely, 
the "ordinary meaning first" approach and the purposive approach, which prevail 
respectively in different jurisdictions including the United States and the United 
Kingdom. The interpretive theories underlying these approaches can be classified 
respectively as text-oriented interpretation and author-oriented interpretation. Each 
provides a theoretical basis for deriving the meaning of patent claims. However, 
while grasping meaning from written text or authorial intent may be a better fit for 
statutory or contract interpretation, a close examination of the claim construction 
reveals that there is an ongoing tension between ideas and words. The main reason 
is that a claim is a verbal portrayal of an invention. 20 The traditional theories for 

claim interpretation intensively focus on the "word meaning" rather than the "thing 
meaning," such as the ordinary meaning understood by a person of skill in the art,2 1 

or the purposive meaning understood by a person of skill in the art.22 The short
hand concepts such as "ordinary meaning" and "objective intent" are likely to 
obscure the correct analysis, and may imply a tendency to disengage the connection 
between claim language and technological reality.2 3 

It is the contention of this Article that modern philosophical hermeneutics 
helps us to reshape the principles for claim interpretation. Hermeneutics is the task 

19 Nard, supra note 5, at 3. The author studied the theories of claim interpretation in the United 
States courts. Id. at 2-3. The author gave three reasons for the importance of studying theories of 
interpretation in claim interpretation: first, theories can inform our understanding of how the court 
interprets patent claims; second, claim interpretation is often dispositive of such crucial issues as 
patent validity and infringement; third, the manner in which the court interprets patent claims 
reflects the court's view of the proper scope of judicial power. Id. at 3.  

20 Autogiro Co. of Am. v. United States, 384 F.2d 391, 397 (Ct. Cl. 1967) ("A verbal portrayal is 
usually an afterthought written to satisfy the requirements of patent law. This conversion of 
machine to words allows for unintended idea gaps which cannot be satisfactorily filled.. .. Things 
are not made for the sake of words, but words for things.").  

21 Phillips v. AWH Corp., 415 F.3d 1303, 1312 (Fed. Cir. 2005) ("[W]ords of a claim 'are generally 
given their ordinary and customary meaning."'); Innova/Pure Water, Inc. v. Safari Water 
Filtration Sys., Inc., 381 F.3d 1111, 1116 (Fed. Cir. 2004) ("The inquiry into the meaning that 
claim terms would have to a person of skill in the art at the time of the invention is an objective 
one.").  

22 Cephalon Inc. v. Orchid Europe Ltd., [2011] EWHC 1591, [33] (Pat) (Eng.) ("The task for the 
court is to determine what a person skilled in the art would have understood the patentee to have 
used the language of the claim to mean. The principles were summarized by Jacob LJ in Mayne 
Pharma v Pharmacia Italia [2005] EWCA 137 (Civ) and refined by Pumfrey J in Halliburton v 
Smith International [2005] EWHC 1623 (Pat) following their general approval by the House of 
Lords in Kirin-Amgen v Hoechst Marion Roussel [2005] RPC 9." (quoting Virgin Atl. Airways 
Ltd. v. Premium Aircraft Interiors UK Ltd., [2009] EWCA 1062, [5] (Civ) (Eng.))).  

23 Peter Lee, Patent Law and the Two Cultures, 120 YALE L.J. 2, 7 (2010) ("[F]ormalism is an 

inherently 'inquiry-truncating' methodology that reduces the degree to which lay judges must 
engage with technological subject matter."); Nard, supra note 5, at 7. ("[A] legitimate theory of 
claim interpretation should embrace the technologic context and industry custom of which the 
claimed invention is a part.").
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of deciphering text.24 Philosophical hermeneutics is especially relevant for law, 
which is grounded in the interpretation of authoritative texts from the past to 
resolve present-day disputes. 25 It holds that the interpretive process is full of 
individual subjectivity, creativity, and community involvement. 26 Based on the 
new theory, this Article proposes a dynamic framework for claim interpretation in 
the context of infringement.2 7 Under the dynamic approach, a claim term conveys a 
practical and operational meaning. 28 This meaning "involves characterization of 
the [technical content] to which it is applied." 29 However, due to continuous 

24 HANS-GEORG GADAMER, TRUTH AND METHOD 175 (Joel Weinsheimer & Donald G. Marshall 
trans., 2d ed. 2004). Hermeneutics is "[t]he art or technique of understanding and interpretation." 
Id.  

2 Francis J. Mootz III, Nietzschean Critique and Philosophical Hermeneutics, 24 CARDozO L. REV.  
967, 967 (2003) ("Lawyers and judges spend much of their time interpreting authoritative legal 
texts within the context of evolving social settings that also must be interpreted."). See also 
FRANCIS LIEBER, HERMENEUTICS AND PRACTICAL REASON 155 (stating that "[i]t is in vain, 
therefore, to believe in the possibility of forming a code of laws absolutely distinct, like 
mathematical theories. All that true wisdom requires is to use terms as distinct and perfect as 
possible, following both the dictates of reason and the suggestions of experience, and carefully to 
establish rules of interpretation and construction, or legal hermeneutics.").  

26 LouISE A. HITCHCOCK, THEORY FOR CLASSICS: A STUDENT'S GUIDE 135 (Routledge 2008) 
("Gadamer's theory ... involves a critique of Enlightenment thought, with its ideal of the 
objective interpreter who remains detached from all cultural influences that threaten to prejudice 
one's understanding and thus, can be said to stand outside of history.... One of the implications 
of the notion of prejudice is that an objective past cannot be recovered.").  

27 Claim construction is also used to determine whether the patent is invalid for failing to meet the 
conditions and requirements of patentability. That is, the invention is a "novelty", involves an 
"inventive step", and is "industrially applicable" compared to the prior art. U.S. PATENT AND 
TRADEMARK OFFICE, MANUAL OF PATENT EXAMINING PROCEDURE 1801, BASIC PATENT 
COOPERATION TREATY (PCT) PRINCIPLES (8th ed. 2001), available at 
http://www.uspto.gov/web/offices/pac/mpep/ documents/1800_1801.htm. Due to the volume of 
work that will be required as well as the time involved, this thesis will focus on the claim 
construction in resolving the infringement issue, that is, whether the allegedly infringing product 
or process falls within the scope of protection of the patent. WORLD INTELLECTUAL PROPERTY 
ORGANIZATION, WIPO INTELLECTUAL PROPERTY HANDBOOK: POLICY, LAW AND USE 212 (2d ed.  
2004) ("As already stated, the task of the court in the determination of infringement is the 
assessment of the scope of protection defined by the patent and whether the alleged infringement 
falls within that assessed scope.").  

28 SEBASTIAN URBINA TORTELLA, LEGAL METHOD AND THE RULE OF LAW 59 (2002) ("[H]idden 
aspects of the text that were unknown by the author, can be disclosed by the present interpreter."); 
Marcelo Dascal, Hermeneutic Interpretation and Pragmatic Interpretation, 22 PHIL. & RHETORIC 
239, 241 (1989) ("Semantics, even if it goes as far as to expose the semantic structure underlying 
'the linguistic form of a text as a whole,' is essentially concerned with what is explicitly said and 
meant in the text. But this is insufficient, because 'linguistic expressions. .. always fall short of 
what they evoke and communicate; ... in speaking there is always implied a meaning that is 
imposed on the vehicle of the expression, that only functions as a meaning behind the 
meaning' .... Hermeneutics is concerned with such implied or implicit meanings, as is 
pragmatics.").  

29 WILLIAM T. PARRY & EDWARD A. HACKER, ARISTOTELIAN LOGIC 101 (1991). Linguistic 
expressions have the meanings they do because they stand for things; what they mean is what they 
stand for. See also MICHAEL GASSER, How LANGUAGE WORKS: THE COGNITIVE SCIENCE OF 
LINGUISTICS 2.1-2 (3d ed. 2006), available at http://www.indiana.edu/~hlw/book.html ("One 
function of words is to 'point' at things.... Things are characterized by a set of relatively stable 
properties.").
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technology change and development, a gap of understanding about what the 
technical content is may be formed between the context in which the invention was 
made and the current context in which new technologies emerge. According to 
philosophical hermeneutics, interpretation involves a "fusion of horizons"30 where 
past and present are merged. A shared expression of the technical content is 
identified through a skilled person's expectation of properties at the time of the 
invention and his evaluation of properties at the time of interpretation.  

Patent claim construction is the means to an end to determine an appropriate 
scope of protection.31 In analyzing the infringement issue, interpreters can explore 
the implication of the gap of understanding technical properties between different 
contexts: whether the actual properties fall below, meet, or exceed the original 
expectation, and how these results affect the balance between the protection of 
monopoly rights and the diffusion of innovation. 32 The dynamic approach 
emphasizes the relatedness of language to reality, thereby strengthening the 
interpreter's engagement with the science and technological community and 
increasing the likelihood of acceptance of a decision. It also encourages the 
interpreter to make practical reasoning 33 on different understandings of the claim 

30 GADAMER, supra note 24, at 306. The horizon is the range of vision that includes everything that 
can be seen from a particular vantage point. "Fusion of horizons" is crucial to Gadamer's theory 
of understanding. In fact the "horizon of the present is continually in the process of being formed 
because we are continually having to test all our prejudices. An important part of this testing 
occurs in encountering the past and in understanding the tradition from which we come." Id. See 
also WOLFGANG ISER, How TO Do THEORY 37 (2006) ("Thus fusion of horizon is marked by a 
duality: it interweaves past and present, and simultaneously upholds difference.").  

31 Fulton Co. v. Powers Regulator Co., 263 F. 578, 580 (2d Cir. 1920) ("Strictly speaking, 
infringement of a patent is an erroneous phrase; what is infringed is a claim, which is the 
definition of invention, and it is the claim which is the cause of action.").  

3 Bicon, Inc. v. Straumann Co., 441 F.3d 945, 950 (Fed. Cir. 2006) ("The purpose of a patent claim 
is to define the precise scope of a claimed invention, thereby 'giv[ing] notice both to the examiner 
at the U.S. Patent and Trademark Office during prosecution, and to the public at large, including 
potential competitors, after the patent has issued.' . . . For that reason, claims are interpreted with 
an eye toward giving effect to all terms in the claim." (quoting Johnson & Johnston Assocs. v.  
R.E. Serv. Co., 285 F.3d 1046, 1052 (Fed. Cir. 2002))); Datamize L.L.C. v. Plumtree Software, 
Inc., 417 F.3d 1342, 1347 (Fed. Cir. 2005) (citing Chimie v. PPG Indus. Inc., 402 F.3d 1371, 1379 
(Fed. Cir. 2005)) ("[C]laims perform the fundamental function of delineating the scope of the 
invention .... "); Burk & Lemley, supra note 5, at 50 ("This is apparent in the Markman process.  
Lawyers propose interpretations of claim terms with an eye toward the outcome they will produce.  
Judges sometimes try to construe claims in a vacuum, but increasingly want to know why it 
matters which word they choose."); Edmund W. Kitch, The Nature and Function of the Patent 
System, 20 J.L. & Econ. 265, 268 (1977) (discussing the gap between the scope of the patent as 
claimed and the physical embodiment of the patent).  

33 RICHARD A. POSNER, THE PROBLEMS OF JURISPRUDENCE 71 (1990) ("Practical reason involves 
setting a goal . .. and choosing the means best suited to reaching it."). For discussions of practical 
reasoning see E. W. THOMAS, THE JUDICIAL PROCESS: REALISM, PRAGMATISM, PRACTICAL 
REASONING AND PRINCIPLES 315 (2005); William N. Eskridge, Jr. & Philip P. Frickey, Statutory 
Interpretation as Practical Reason, 42 STAN. L. REv. 321 (1990); Daniel A. Farber, The 
Inevitability of Practical Reason: Statutes, Formalism, and the Rule of Law, 45 VAND. L. REv.  
533 (1992); Nicholas Rescher, Practical Reasoning and Values, 16 PHIL. Q. 121 (1966); Eileen A.  
Scallen, Classical Rhetoric, Practical Reasoning, and the Law of Evidence, 44 AM. U. L. REv.  
1717 (1995).

2013] 7



TEXAS INTELLECTUAL PROPERTYLA W JOURNAL

meaning between the past and present technology contexts, as well as their effects 
upon the determination of patent scope. The dynamic approach attempts to make 
the interpretive process more transparent and justifiable. Philosophical 
hermeneutics can hopefully bring fresh insights into the ongoing issues in claim 
interpretation.  

II. Traditional Theories Underlying Claim Construction Approaches 

The discernment of legal meaning is a familiar feature of law.34 Judges must 
explain and justify why they have decided to interpret the claims through one set of 
inquiries rather than another. 35 In legal interpretation, it is always important to 
distinguish constitutive issues from epistemological issues. The constitutive 
question asks "what it is for an expression to have a certain meaning," 3 6 which 
concerns the possibility of meaning, and the epistemological or evidential question 
asks "how do you know" the meaning of an expression, 37 which concerns our 
knowledge of meaning.  

For a long time, the patent claims have been analogized both to statues and 
contracts. 38 The two main categories of traditional interpretive theories in the fields 
of statutory interpretation and contract interpretation are textualism and 
intentionalism. Textualism is the view that language conveys meaning "only 
because a linguistic community attaches common understandings to words and 
phrases, and relies on shared conventions for deciphering those words and phrases 
in particular contexts." 39 At epistemological level, the primary characteristic of 

34 Dennis Patterson, What Is Legal Interpretation? Interpretation in Law, 42 SAN DIEGO L. REv. 685, 
686 (2005).  

3 Robert C. Post, Theories of Constitutional Interpretation, 30 REPRESENTATIONS 13, 29-32 (1990) 
("Because judges must be able to justify their decisions, they must also be able to justify the 
means of interpretation that they employ to reach those decisions, particularly if their choice 
affects the ultimate result or significance of a case.").  

36 Christopher Peacocke, Holism, in A COMPANION TO THE PHILOSOPHY OF LANGUAGE 227, 236 (Bob 

Hale & Crispin Wright eds., 1999).  
37 John L. Pollock, Procedural Epistemology-At the Interface of Philosophy and AI, in THE 

BLACKWELL GUIDE TO EPISTEMOLOGY 383, 385 (John Greco & Ernest Sosa eds., 1999).  
38 Phillips v. AWH Corp., 376 F.3d 1382, 1384 (Fed. Cir. 2004) (Rader, J., concurring) ("Is claim 

construction amenable to resolution by resort to strictly algorithmic rules, e.g., specification first, 
dictionaries first, etc.? Or is claim construction better achieved by using the order or tools 
relevant in each case to discern the meaning of terms according to the understanding of one of 
ordinary skill in the art at the time of the invention, thus entrusting trial courts to interpret claims 
as a contract or statute?"). For further discussion, see Frederick W. Claybrook, Jr., It's Patent 
That "Plain Meaning" Dictionary Definitions Shouldn't Dictate: What Phillips Portends for 
Contract Interpretation, 16 FED. CIR. B.J. 91 (2007); Crissa A. Seymour Cook, Constructive 
Criticism: Phillips v. AWH Corp. and the Continuing Ambiguity of Patent Claim Construction 
Principles, 55 U. KAN. L. REv. 255 (2006); Timothy R. Holbrook, Substantive Versus Process
Based Formalism in Claim Construction, 9 LEWIS & CLARK L. REv. 123 (2005).  

39 John F. Manning, Textualism and the Equity of the Statute, 101 COLUM. L. REv. 1, 109 (2001).  
See also John Perry, Textualism and the Discovery of Rights, in PHILOSOPHICAL FOUNDATIONS OF 
LANGUAGE IN THE LAW 105, 105 (Andrei A. Marmor & Scott Soames eds., 2011) ("[T]he content 
of a statute-basically, what actions it mandates, forbids, or protects-is determined by the 
original meaning of the text of the statute. The original meaning is determined by the words of the
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textualism is its attention to the fact of textuality itself, that is, judges who interpret 
the legal text must seek and abide by the ordinary meaning in the text and should 
choose the letter of the text over its spirit.4 0 Intentionalism is a theory of legal 
interpretation which holds that the legal texts such as contracts and statutes must be 
interpreted according to authorial intention. 41 Intentionalism posits the authorial 
intention as the constitutive basis for textual meaning. 42 It asserts "that the meaning 
of a text is identical to the meaning that its author intended it to communicate." 4 3 

The two theories may achieve the same result in many cases, 44 however, they "will 
yield different verdicts when the hypothetical interpreter has access to evidence that 
trumps or supplements the linguistic evidence." 45 

Compared to interpretation of other legal texts, patent claim construction 
has its unique features, such as defining invention and providing public notice 
about the exact patent scope of exclusivity, the perspective of the person having 
ordinary skill in the art (PHOSITA), 46 the technical nature of the subject matter and 

text and the meanings they were commonly understood to have had at the time of enactment."); 
Frederick Schauer, Statutory Construction and the Coordinating Function of Plain Meaning, 1990 
SUP. CT. REV. 231, 231-32 (1990) ("The Justices may not read Foucault or talk to Derrida, but 
they read the newspapers and talk to each other, giving them an understanding of the idea of plain 
meaning that they can then apply to the construction of statutes.").  

40 Stanley Fish, There Is No Textualist Position, 42 SAN DIEGO L. REV. 629, 630 (2005).  
41 Lawrence Adam Beyer, Legal Theory: Intentionalism, Art, and the Suppression of Innovation: 

Film Colorization and the Philosophy of Moral Rights, 82 Nw. U. L. REV. 1011, 1112 (1988).  
42 Fish, supra note 40, at 632 ("[T]ext alone, no matter how long and dense, can never yield 

meaning."). See also Larry Alexander & Saikrishna Prakash, "Is That English You're Speaking?" 
Why Intention Free Interpretation Is an Impossibility, 41 SAN DIEGO L. REV. 967, 968 (2004) 
(discussing how there can be no such thing as intention-free meaning).  

43 Jeffrey Goldsworthy, Moderate Versus Strong Intentionalism: Knapp and Michaels Revisited, 42 
SAN DIEGO L. REV. 669, 669 (2005). See also Fish, supra note 40, at 645 ("[A] text means what 
its author intends.").  

44 GRANT HUSCROFT & BRADLEY MILLER, THE CHALLENGE OF ORIGINALISM: THEORIES OF 
CONSTITUTIONAL INTERPRETATION 49 (2011) ("In any particular case, utterance meaning may be 
similar or even identical to sentence meaning, or to speaker's meaning, or to both. It all depends 
on how much contextual evidence of speaker's meaning is or was readily available to the intended 
audience, and how far speaker's meaning goes beyond sentence meaning.").  

45 ANDREI MARMOR & SCOTT SOAMES, PHILOSOPHICAL FOUNDATIONS OF LANGUAGE IN THE LAW 141 
(2011) ("In some cases of this sort, the public language meaning of the contract is ambiguous or 
non-specific, and so taken by itself yields no result. The hypothetical interpreter who sets out to 
impute legal intentions to the parties may have access to evidence that goes beyond this public 
language meaning, which may support an attribution of intentions that resolves the case.... In 
other cases of this sort, the public language meaning of the contract provision may be sufficient to 
determine an obligation on textualist principles, but the hypothetical interpreter will have access to 
information which supports a different set of obligations.").  

46 Phillips v. AWH Corp., 415 F.3d 1303, 1313 (Fed. Cir. 2005) (en banc) ("[T]he person of 
ordinary skill in the art . . . 'is deemed to read the words used in the patent documents with an 
understanding of their meaning in the field, and to have knowledge of any special meaning and 
usage in the field."' (quoting Multiform Desiccants, Inc. v. Medzam, Ltd., 133 F.3d 1473, 1477 
(Fed. Cir. 1998))).
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the use of prosecution history, 47 the dynamic changes in technology,4 8 etc. To 
determine the disputed meaning, interpreters not only describe the boundaries of 
the invention, but also make a commensurability assessment to construe the implied 
functional meaning of the patent claim, ensuring that the consequences of legal 
decisions will be fair in the specific context at hand.4 9 To get a clearer concept of 
patent claim construction, first it is necessary to answer two questions: what 
constitutes the meaning of a patent claim, and what goes to prove that meaning? 

A. Text-Oriented Interpretation 

Under the "ordinary meaning first" approach, claim terms are given their 
"ordinary and accustomed" meaning-"Accordingly, a technical term used in a 
patent claim is interpreted as having the meaning a person of ordinary skill in the 
field of the invention would understand it to mean." 50 This approach can be 
summarized as the following: 

(A) What a PHOSITA would understand a particular claim term, a, to mean.  

The underpinning theory of this approach can be classified as text-oriented 
theory, because it takes the view that the claim text acquires an autonomous and 
independent meaning apart from the intention of the patentee. 51 Based on the text
oriented theory, the quest for the patentee's intent is considered inappropriate in 
identifying the meaning of a claim term, since "[t]o consider the inventor's intent 
would be to thwart the very objectivity the PHOSITA provides." 5 2 That is, a claim 
term itself has a meaning, not merely one given specifically to the term by the 
patentee.  

The objective of interpretation is to find an ordinary meaning conveyed by 
the claim text. However, unlike other interpretations, this meaning is not a 

47 Menell et al., supra note 12, at 823-24 ("The substantive law of claim construction can be 
analogized to interpretation of other texts, but various nuanced features-the perspective of 
ordinary skills, the technical nature of the subject matter, distinctions between lay and technical 
terms, the importance of prosecution history, the interplay of multiple claims, and the need to 
safeguard the jury's role in determining infringement-distinguish interpretation of patent claims 
from contractual and statutory interpretation.").  

48 Mark A. Lemley, The Changing Meaning of Patent Claim Terms, 104 MICH. L. REv. 101, 102 
(2005) ("Both the knowledge of the PHOSITA in a particular field and the meaning of particular 
terms to that PHOSITA will frequently change over time.").  

49 Cass R. Sunstein, Justice Breyer's Democratic Pragmatism, 115 YALE L.J. 1719, 1719-20 (2006).  
50 Dow Chem. Co. v. Sumitomo Chem. Co., 257 F.3d 1364, 1372 (Fed. Cir. 2001) (giving "claim 

terms their ordinary and accustomed meaning as understood by one of ordinary skill in the art").  

51 PAUL RICOEUR, INTERPRETATION THEORY: DISCOURSE AND THE SURPLUS OF MEANING 34-37 
(1976). See also E. D. HIRSCH, JR., VALIDITY IN INTERPRETATION I11(1967) ("Textual meaning is 
a public affair.").  

52 Kristen Osenga, Linguistics and Patent Claim Construction, 38 RUTGERS L.J. 61, 105 (2006) 

(stating the author's belief that "[a] more appropriate mechanism for claim construction might 
instead be akin to textualism").
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commonly understood public meaning in abstraction from any specific context.53 

As a result of the introduction of the PHOSITA, the meaning in the patent claim 
context is often technical and specialized. It is ordinary not in the sense of being 
plain, but that it is formulated based on the well-accepted and conventional usage 
of words in the scientific and technological community. It is believed that "[t]he 
inquiry into the meaning that claim terms would have to a person of skill in the art 
at the time of the invention is an objective one."54 

The motivation for the choice of the text-oriented theory is the desire to 
further the public notice function of claims.5 5 "[T]he function of claims is to enable 
everyone to know, without going through a lawsuit, what infringes the patent and 
what does not."56 Meaning enters the public domain and is more accessible and 
comprehensible to the readers, 57 so that those who need to read patents would 
understand the scope of patent claims in a plain or straightforward manner.5 8 

B. Author-Oriented Interpretation 

The purposive approach requires the court to reconstruct the patentee's 
hypothetical objective intent to describe and demarcate the scope of protection.5 9 

"The task for the court is to determine what the person skilled in the art would have 

5 Invitrogen Corp. v. Biocrest Mfg., L.P., 327 F.3d 1364, 1367 (Fed. Cir. 2003) ("While this 
'ordinary meaning' rule is usually expressed as a pat formula, the context supplied by the field of 
invention, the prior art, and the understanding of skilled artisans generally is key to discerning the 
normal usage of words in any claim.").  

54 Innova/Pure Water, Inc. v. Safari Water Filtration Sys., Inc., 381 F.3d 1111, 1116 (Fed. Cir. 2004).  

5 Note, Textualism as Fair Notice, 123 HARV. L. REv. 542, 557 (2009) ("The traditional concept of 
fair notice demands that no person be held to account under a law the content of which he was 
unable to know beforehand. By seeking to discern the most reasonable, plain meaning of a statute, 
textualism by its very definition seeks to satisfy this dictate of fair notice.").  

56 Giles S. Rich, Extent of Protection and Interpretation of Claims-American Perspectives, 21 
INT'L REV. INDUS. PROP. & COPYRIGHT L. 497, 501 (1990). "To coin a phrase, the name of the 
game is the claim." Id. at 499, quoted in Hilton Davis Chemical Co. v. Warner-Jenkinson Co., 62 
F.3d 1512, 1539 (Fed. Cir. 1995) (Plager, J., dissenting), rev'd, 520 U.S. 17 (1997).  

57 Clark D. Cunningham et al., Plain Meaning and Hard Cases, 103 YALE L.J. 1561, 1565 (1994) 
(reviewing LAWRENCE M. SOLAN, THE LANGUAGE OF JUDGES (1993)). See also NEIL 
MACCORMICK, RHETORIC AND THE RULE OF LAW 126 (2005) (stating that textualism is widely 
embraced on a principle that the language in the legal text ought to be readily understood by the 
audience "in as straightforward and immediately comprehensible a way as possible").  

58 See, e.g., Markman v. Westview Instruments, Inc., 517 U.S. 370, 390 (1996) ("[T]he public 
[would] be deprived of rights supposed to belong to it, without being clearly told what it is that 
limits these rights." (quoting Merrill v. Yeomans, 94 U.S. 568, 573 (1877))); Gen. Elec. Co. v.  
Wabash Appliance Corp., 304 U.S. 364, 369 (1938) ("The inventor must inform the public during 
the life of the patent of the limits of the monopoly asserted so that it may be known which features 
may be safely used or manufactured without a license and which may not." (internal quotation 
marks omitted)).  

59 ConvaTec Ltd. v. Smith & Nephew Healthcare Ltd., [2011] EWHC 2039, [50] (Pat) (Eng.) ("[I]t 
is always important to bear in mind that the skilled person reads the specification in light of the 
common general knowledge and appreciating that its purpose is to describe and demarcate an 
invention, that is to say a practical idea for a new product or process.").
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understood the patentee to have been using the language of the claim to mean."60 
This approach can be summarized as follows: 

(B) What a PHOSITA would understand the patentee meant when he 
used the claim term, a, in specific circumstance.  

As discussed in the last section, the text-oriented interpretation asks (A) 
What a PHOSITA would understand a particular claim term, a, to mean. The 
meaning expressed in (A) must be distinguished from the one characterized in (B).  
Comparatively speaking, the former reflects the most common acceptance of word 
usage in the pertinent field among the scientific and technological community. It 
favors textual interpretation, which carves out a narrower and more formalistic role 
for interpreters. 61 The latter is concerned with what the PHOSITA would have 
understood the patentee to be using the words to mean in case-specific 
circumstance, notwithstanding what others might have intended in those 
circumstances. 62 Based on the intent-oriented theory, patentee's intention is the 
central issue in patent claim interpretation. The goal of seeking patentee's intent 
remains "not only when the language of a text is found to be ambiguous but in 
every case and at every stage of interpretation." 63 It is believed that the reliance on 
ordinary meaning will "frequently misperceive some speaker's intention, or 
misapply some background purpose or goal... . 64 

To stay objectified, intent-oriented interpretation does not question the 
subjective states of mind, 65 but usually ascertains the patentee's objective intent by 
establishing "some rational basis" within the knowledge and experience of a skilled 
person in the art. 66 Like the text-oriented interpretation, the intent-oriented 

60 W L Gore & Assocs. GmbH v. Geox SPA, [2009] EWCA 794, [4] (Civ) (Eng.).  
61 AHARON BARAK, PURPOSIVE INTERPRETATION IN LAW 283 (2007).  
62 Gerald L. Bruns, Intention, Authority, and Meaning, 7 CRITICAL INQUIRY 297, 300 (1980) ("[T]o 

interpret correctly means to stand in place of the author.").  
63 RUTH SULLIVAN, STATUTORY INTERPRETATION, 194 (2d ed. 2007).  
64 Frederick Schauer, Statutory Construction and the Coordinating Function of Plain Meaning, 1990 

SUP. CT. REV. 231, 252 n.83 (1990).  
65 A case indicating the exclusion of external evidence is Ranbaxy Laboratories Limited v. Warner

Lambert Company, [20051 1 I.R. 193 (Ir.), decided by Ireland's Supreme Court. The key issue in 
the dispute concerns the proper interpretation of the patent and the admissibility of evidence: 
whether communications made by Warner-Lambert Company, including with the U.S. Patent and 
Trademark Office, the European Patent Office, and the Danish Patent Office, were admissible in 
these proceedings for the purposes of patent claim construction. Ranbaxy, 1 I.R. 193. The 
Supreme Court held that the meaning of a claim text "may not be a meaning which was actually 
intended by the patentee or the inventor ... the relevant test is the understanding of the persons to 
whom it was addressed rather than the understanding of the patentee or inventor." Id. With this 
strict "objective purpose" test, the appeal was dismissed. Id.  

66 Occlutech GmbH v. AGA Med. Corp., [2009] EWHC 2013, [49] (Ch) (Eng.) ("If there is a 
conventional meaning of a word or expression, either in the eyes of the skilled team, or in 
everyday language if the words have no special meaning to the team, then a conclusion that it has 
some unconventional meaning requires a rational basis."); Kirin-Amgen Inc. v. Hoechst Marion 
Roussel Ltd., [2004] UKHL 46, [35] (appeal taken from Eng.) ("I do not think that it is sensible to 
have presumptions about what people must be taken to have meant but a conclusion that they have
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interpretation also looks for the "codes" or "maps" of the claim text in order to 
ascertain what the patentee stated by using a.6 7 However, the intent-oriented 
interpretation is not limited to the explicit meaning of a claim text,68 and it is 
expected to rescue the claim meaning from absurdity and errors. First, the disputes 
on whether the text is clear or ambiguous do not occupy much of the interpreter's 
attention.69 Second, it does not treat the claim text as "a mere place holder for 
concocting plausible inferences about purpose,"70 but seeks to identify what the 
patentee is implying in the broader context of the invention.71 Interpreters will 
investigate the nature of the invention and methods of its performance so as to 
determine what the patentee implied when he used a in that circumstance. 72 It has 

departed from conventional usage obviously needs some rational basis."). The objectification of 
author's intent is popular in contract interpretation. See, e.g., Sirius Int'l Ins. Co. (Publ) v. FAI 
Gen. Ins. Ltd., [2004] UKHL 54, [18] (appeal takn from Eng.) ("The aim of the inquiry is not to 
probe the real intentions of the parties but to ascertain the contextual meaning of the relevant 
contractual language. The inquiry is objective: the question is what a reasonable person, 
circumstanced as the actual parties were, would have [in mind] .... "). See also Investors Comp.  
Scheme v. West Bromwich Bldg. Soc'y, [1997] UKHL 28 (appeal taken from Eng.) 
("Interpretation is the ascertainment of the meaning which the document would convey to a 
reasonable person having all the background knowledge which would reasonably have been 
available to the parties in the situation in which they were at the time of the contract.").  

67 BARAK, supra note 61, at 90. Judge Aharon Barak has classified the objective purpose into four 
levels: "At the lowest level, it is what the specific author would have wanted to carry out had he or 
she thought about it. At the intermediate level, it is what the reasonable author would have 
wanted to carry out. At the high level, it depends on the type of legal arrangement in question and 
its characteristics. At the supreme level, it actualizes the fundamental values of the legal system.  
I call these types of objective purpose the 'intention' or will of the system." Id.  

68 Rockwater Ltd. v. Technip France SA, [2004] EWCA 381, [41j] (Civ) (Eng.) ("[P]urposive 
construction can lead to the conclusion that a technically trivial or minor difference between an 
element of a claim and the corresponding element of the alleged infringement nonetheless falls 
within the meaning of the element when read purposively."); Whirlpool Corp. v. Camco Inc., 
[2000] 2 S.C.R. 1067, para. 49 (Can.) ("[P]urposive construction is usually criticized by accused 
infringers for tending to expand the written claims. In fact, purposive construction can cut either 
way. Here it enabled the appellants to escape infringement .... ").  

69 Hammar Maskin AB v Steelbro N.Z. Ltd. [2010] NZCA 83. The body of a patent specification is 
always relevant to the interpretation of the claims, not just if the claims are ambiguous and 
capable of having more than one meaning. In this case, the defendant argued that, as the meaning 
of the claim "a bearing" was clear on its face (i.e., there was no ambiguity) no reference could be 
made to the body of the specification. While the Court of Appeal agreed that the phrase "a 
bearing" in isolation from its context might more naturally denote a separate physical component, 
interpreted in the context of the specification as a whole, that phrase could only refer to "bearing" 
in a functional sense. Id. The decision followed the judgment in Lucas v Peterson Portable 
Sawing Sys. Ltd. [2006] 3 NZLR 721 (SC) ("Each part of the specification is to be read 
objectively in its overall context and in light of the function of that part. The claims are to be 
interpreted by reference to the object and description in the body of the specification.").  

70 John F. Manning, What Divides Textualists from Purposivists?, 106 COLUM. L. REV. 70, 89 (2006).  
71 Hammar Maskin AB v Steelbro N.Z. Ltd. [2010] NZCA 83 at para [48] (stating that claims of a 

patent specification "must always be interpreted in their overall context and by reference to the 
object and description in the body of the specification"); Lucas v Peterson Portable Sawing Sys.  
Ltd. [2006] 3 NZLR 721 (SC) (stating that Catnic was applied in New Zealand through to the 
Peterson v Lucas litigation).  

72 Whirlpool Corp. v. Camco Inc., [2000] 2 S.C.R. 1067 (Can.) ("While 'purposive construction' is a 
label introduced into claims construction by Catnic . . . the approach itself is quite consistent in
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been declared that "[t]he triumph of purposive construction over formalism is that 
you have regard to materials outside the four corners of the document in order to 
divine meaning." 73 

III. Critical Analysis of the Traditional Theories in Claim Construction 

Although the traditional theories specify some goals to be pursued and 
identify their preferred sources of evidence, there still remain a number of 
unresolved issues. (1) The text-oriented theory presumes that there is a 
conventional usage of a word among the scientific and technological community, 
i.e., what a PHOSITA would understand a to mean. But in some cases, the 
ordinary meaning fails to capture the distinctiveness of the invention and would 
yield no conclusions about the scope of protection. (2) The intent-oriented theory 
presumes that meaning is the patentee's objective intent, i.e., what a PHOSITA 
would understand the patentee meant when he used a on that occasion. However, it 
is not only hard to find and identify the objective intent, but also unsatisfactory to 
regard the scope of protection as merely what the patentee communicated.  
Interpreters often need to assess the effects of a particular interpretation.  

A. Deficiencies of the Text-Oriented Theory 

The text-oriented theory places a particular emphasis on the ordinary 
meaning of disputed patent claim language that might better serve a public notice 
function. However, patent claims are also required to "distinctly claim[] the subject 
matter which the applicant regards as his invention." 74 The real dispute between 
the parties often concerns the distinctiveness of the invention, and results in not-so
ordinary meaning of the claim term. Interestingly, the parties in these cases did not 
dispute the "ordinary meaning" initially understood by a PHOSITA, 75 they 

my view, with what was said by Dickson J. the previous year in Consolboard... on the topic of 
claims construction . . . 'We must look to the whole of the disclosure and the claims to ascertain 
the nature of the invention and methods of its performance .... .'). See also Improver Corp. v 
Remington Consumer Prod. Ltd. [1990] F.S.R. 181, 182 (stating that the Catnic established 
principle is that patents are to be read in a "purposive" manner and the first question the court 
should ask is whether "the variant [has] a material effect upon the way the invention works"').  

73 Michael D. Pendleton, A Defence of Purposive Construction, 22 EuR. INTELL. PROP. REv. 342, 
342 (2000).  

7 35 U.S.C. 112 (2006) ("The specification shall conclude with one or more claims particularly 
pointing out and distinctly claiming the subject matter which the applicant regards as his 
invention.").  

7 Cordis Corp. v. Boston Scientific Corp., 658 F.3d 1347, 1356 (Fed. Cir. 2011) ("Cordis does not 
challenge the district court's construction of the term 'undulating' as requiring 'at least a crest and 
a trough.' We therefore do not review the construction itself, and instead focus on what that 
construction means."); AIA Eng'g Ltd. v. Magotteaux Int'l S/A, 657 F.3d 1264, 1276 (Fed. Cir.  
2011) ("While the parties agree on the ordinary meaning of 'solid solution,' they dispute the 
physical form of the alumina-zirconia material required by the 'solid solution' of claim 1 of 
the '176 patent."); Wang. Labs., Inc. v. Am. Online, Inc., 197 F.3d 1377, 1381 (Fed. Cir. 1999) 
("The parties agreed before the district court that the term 'frame' can in general usage be applied 
to bit-mapped display systems as well as to character-based systems; experts for both sides so 
testified. The disagreement was as to whether the term 'frame' in the '669 claims embraced this
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nonetheless disagreed over what that "ordinary meaning" really means in order to 

differentiate between the claimed invention and the defendant's technology. As a 

result of refinement, the constructed meanings finally adopted by the judges are 

often more descriptive and specific than the ordinary meanings commonly 
understood by a PHOSITA.  

Because the ordinary meaning fails to reveal the distinctiveness of the 

invention, the interpreters sometimes must have to further explain "what that 

construction means," 76 and this may bring the potential for delay, uncertainty and 

expense of litigation. To reach the final construction, the actual reasons may be 

varied, including but are not limited to: the final meaning is inherently implied by 
the general ordinary meaning; 77 the final meaning is capable of avoiding 

contradiction with other parts of the specification; 78 the final meaning can preserve 
the validity of the claim.79 After fine-tuning of the interpretation, the final 

meanings are already not the ordinary meanings initially grasped by a PHOSITA.  

B. Deficiencies of the Author-Oriented Theory 

The intent-oriented theory emphasizes the objective intention rather than the 

subjective intention of the patentee,80 holding "that a patent [claim] is written in 

order to communicate a practical purpose, namely the disclosure of a new 
invention, how to carry it out and the scope of the legal monopoly claimed."8 1 The 

communicative content of a patent claim, i.e., "a practical purpose", is what the 

general usage, or whether the term would be understood by persons of skill in this field as limited 
to the character-based systems described in the '669 patent.").  

76 Cordis Corp., 658 F.3d at 1356 ("We therefore do not review the construction itself, and instead 

focus on what that construction means. Based on the ordinary meaning of the construction as 
given to the jury, it is apparent that the construction requires multiple 'waves."').  

77 Id. "Accordingly, the terms 'crest' and 'trough,' as used in district court's claim construction, 
implicate changes of direction, with the curve extending beyond the point of inflection." Id.  

78 AIA Eng'g Ltd., 657 F.3d at 1276. The Court attempted to avoid such contradictions when 

possible and noted that "[c]onstruing 'solid solution' as having the same meaning as 'ceramic 
composite"' avoided the problem. Id.  

79 Wang Lab. Inc., 197 F.3d at 1382 ("[I]t is not disputed that Wang had not been able to implement 
a bit-mapped protocol in the claimed system; the inventors testified that they had been unable to 
develop a NAPLPS-based decoder.").  

80 BARAK, supra note 61, at 136 (stating that the purpose comprises "both subjective and objective 

elements," and the subjective purpose reflects the subjective intention of the legislature, in 
contrast to the intention of the reasonable legislature, which forms a part of the objective purpose); 
Noel Carroll, Interpretation and Intention: The Debate Between Hypothetical and Actual 
Intentionalism, in THE PHILOSOPHY OF INTERPRETATION 75, 76 (Joseph Margolis & Tom 
Rockmore eds., 2000) (explaining that Subjective intentionalists hold that the texts can only be 
identified as texts by reference to actual authorial intent, "the correct interpretation of a text is the 
meaning of the text that is compatible with the author's actual intention").  

81 Duncan Curley & Hiroshi Sheraton, The Lords Rule in Amgen v TKT, 27 EuR. INTELL. PROP. REV.  

154, 155 (2005). See also Convatec Ltd. v. Smith & Nephew Healthcare Ltd., [2011] EWHC 
2039, [50] (Pat) (Eng.) ("Finally I remind myself that it is always important to bear in mind that 
the skilled person reads the specification in light of the common general knowledge and 
appreciating that its purpose is to describe and demarcate an invention, that is to say a practical 
idea for a new product or process.").
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claim text means to a PHOSITA. 82 To construe the meaning of a claim term, the 
patentee needs not intend strict compliance with the term. Rather than a real fact, 
the objective intent is an artificial construct. 83 Yet there is a constitutive question 
that the intent-oriented theory must answer: whether the meaning of a patent claim 
is precisely what the patentee successfully communicates to the PHOSITA. In fact, 
the communicative content can diverge from the meaning of the patent claim. To 
define the invention based on the meaning of claims, judges must advance goals 
such as promoting fairness, fostering predictability, encouraging and rewarding 
inventiveness, enhancing consumer welfare, etc. The proper interpretation of the 
terms of a patent claim does not pertain only to the patentee's communicative 
content or what the patentee was trying to accomplish. The objective intent is an 
important factor in the determination of claim meaning, but identifying the 
objective intent needs not be the sole aim of interpretation. 84 The real problem is 
not asking whether the patentee intended a certain result, 85 but whether the result is 
legally justifiable given the specific context of the interpretive question.  

When the intent-oriented theory asserts that "[m]eaning [c]annot [b]e 
[a]utonomous from [i]ntent,"86 it assumes that as soon as meaning was formed by 
an author, it was reserved in the originating historical moment. However, absent an 
express statement of intent, evidence of the patentee's objective intent with the 
limitation of patent scope is often incomplete or obscure. After all, the intent
oriented theory "tells you what you are doing when you are interpreting; you are 
looking for the author's intention. It doesn't tell you how to find it and it doesn't 
guarantee that you will find it."87 The same is true in purposive interpretation, as 

82 Mark Greenberg, Legislation as Communication? Legal Interpretation and the Study of Linguistic 
Communication, in PHILOSOPHICAL FOUNDATIONS OF LANGUAGE IN THE LAW 217 (Andrei A.  
Marmor & Scott Soames eds., 2011). See also Gideon Rosen, Textualism, Intentionalism, and the 
Law of the Contract, in PHILOSOPHICAL FOUNDATIONS OF LANGUAGE IN THE LAW 130, 132 (Andrei 
A. Marmor & Scott Soames eds., 2011) (defining communicative intentions as "the intention to 
cause certain beliefs or expectations in their audience in a characteristic way").  

83 The objective intentionalists define meaning as "an ideal audience's best hypothesis regarding the 
[author's] intention, given a certain restriction on available evidence." ROBERT STECKER, 
AESTHETICS AND THE PHILOSOPHY OF ART: AN INTRODUCTION 138 (2005). See also PATRICIA 
WAUGH, LITERARY THEORY AND CRITICISM: AN OXFORD GUIDE 186 (2006) ("[An interpreter's] 
task is to hypothesize an author's intention from the point of view of an ideal member of the 
intended audience fully informed about 'the work's internal structure and the relevant surrounding 
context of creation."'); Jerrold Levinson, Intention and Interpretation: A Last Look, in INTENTION 
AND INTERPRETATION 221, 224 (Gary Iseminger ed., 1992) ("Principally, a 'best' attribution [of 
intention to the hypothesized author] is one that is epistemically best-that has the most likelihood 
of being correct, given the total evidence available to one in the position of ideal reader.").  

84 Michael Hancher, Three Kinds of Intention, 87 MLN (COMPARATIVE LITERATURE ISSUE) 827, 851 
(1972).  

85 Gregory Leyh, Toward a Constitutional Hermeneutics, 32 AM. J. POL. SCI. 369, 379 (1988) ("Texts 
and their histories do not exist 'out there' in the past awaiting the disinterested recovery of their 
objective meaning.").  

86 Alexander & Prakash, supra note 42, at 977.  

87 Stanley Fish, Intention Is All There Is: A Critical Analysis of Aharon Barak's Purposive 
Interpretation in Law, 29 CARDOZO L. REV. 1109, 1144 (2008).
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analysis of the Kirin-Amgen decision illustrates: "It is good that Lord Hoffmann is 

telling us what to do (viz, answer the crucial question and not the Improver 

questions), but he does not tell us how to do it in these specialized cases."88 

The objective intention leads to the implication of a term. Because there are 
no fixed rules for how to draw implications from the claim text, the finding of 

objective intent by a hypothetical skilled person is inherently contestable. Firstly, 
the objective intent of the patentee is central to the determination of desired scope 

of protection,89 but some patentees themselves simply have no intent on limiting the 

claim scope. In cases where there is no direct and express information about such 
intent, 90 the objective intent is a fictional construct, and two judges may reach two 
opposing but plausible results.91 

Secondly, judges "can allow or disallow evidence by adopting a broader or 

narrower interpretation of what counts as the parties' 'objective' intent."9 2 "[Y]ou 

always have to go outside the circle of syntax and semantics, because you always 

have to ascertain what the author of the text intended it to mean."9 3 Judges look at 

all the "objective" evidence, 94 such as the claims, specifications, the way the 
invention works, etc., and then declare whether there is intent to restrict the scope 
of claims or not. It will be difficult for an interpreter to offer convincing 

88 Paul Quan Kaih Shiuh & Teo Guan Siew, Interpreting Patent Claims: Some Thoughts on the UK 

Kirin-Amgen Decision, 18 SING. ACAD. L.J. 203, 231 (2006). "Lord Hoffmann did not lay down 
any alternative guidelines to the Improver questions. Further guidance on how to interpret claims 
in such cases is noticeably lacking." Id. at 221.  

89 For example, when assessing infringing variants in a patent litigation, if the skilled person had 

foreseen but the actual inventor did not see, it "may be a 'self-inflicted' wound." Robert H. C.  
MacFarlane & Adam Bobker, Understanding Construction at Trial, MANAGING INTELL. PROP.  

(CAN. IP Focus 2006), Feb. 01, 2006, at 1, 4.  
90 STEPHEN DAVIES, THE PHILOSOPHY OF ART 119-120 (2006). The difference is that in establishing 

subjective intent, all hypotheses are trumped by direct, accurate information about the author's 
intention, even if what was hypothesized is more plausible than what was actually intended.  

91 See Barak, supra note 61, at 303 ("[W]hen there is no credible information about that 

intent ... then the interpreter abandons legislative intent in favor of the fundamental values of the 
system.").  

92 Gregory Klass, Intent to Contract, 95 VA. L. REV. 1437, 1455 (2009). See also RICOEUR, supra 

note 51, at 76 ("If the objective meaning is something other than the subjective intention of the 
author, it may be construed in various ways.").  

93 Michael Robertson, The Impossibility of Textualism and the Pervasiveness of Rewriting in Law, 
22 CAN. J.L. & JURIS. 381, 386-87 (2009). See also Tremper Longman III, Literary Approaches 
to Biblical Interpretation, in 3 FOUNDATIONS OF CONTEMPORARY INTERPRETATION 91, 110 

(Moiss Silva ed., 1996) ("[T]he interpretive key is thought to lie outside of the text itself in its 
origin or background.").  

94 Lord Bingham of Cornhill, A New Thing Under the Sun? The Interpretation of Contract and the 
ICS Decision, 12 EDINBURGH L. REV. 374, 380 (2008). A matrix of facts "includes absolutely 
anything which would have affected the way in which the language of the document would have 
been understood by a reasonable man." Id.
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justification for the claim that a certain interpretation is the only correct meaning 
that corresponds to the patentee's communicative intention. 9 5 

IV. Application of Philosophical Hermeneutics to Claim Construction 
The theories of patent claim interpretation all aim to answer two questions: 

What is the meaning, and what justifies it? While the first question is constitutive 
in character, the second is an epistemic one. Patent claim interpretation must not 
only show the distinctiveness of the inventions, but also define the proper scope of 
legal protection in response to changing technology. 96 Therefore, the meaning of a 
patent claim is neither the conventional usage of the term in the technological 
community nor the patentee's communicative intention. As noted by Matthew 
Fisher, the language of the patent claim does little to indicate either what the 
patentee intended to convey or what the skilled addressee would interpret the words 
used to mean: 

Our familiarity with words breeds complacency for we feel we instinctively 
'know' what they denote and therefore expect others to use them in the same 
manner to convey the same meaning. In the majority of cases this is 
unproblematic, but with patents-entities given boundary and form by the words 
used to describe their subject matter-the repercussions of mis-communication 
are acute. 97 

Patent claim interpretation is a way of establishing the relationship between 
the word and the thing.. It is more justified to consider meaning of a claim as an 
"object" with particular parameters. However, it does not mean the object is 
whatever perception the interpreter has in the current technology environment. Due 
to the gap between the time of the invention and the time of interpretation, practical 

95 Richard A. Posner, Statutory Interpretation-In the Classroom and in the Courtroom, 50 U. CHI.  
L. REV. 800, 817 (1983) ("[T]he task for the judge called upon to interpret a statute is best 
described as one of imaginative reconstruction. The judge should try to think his way as best he 
can into the minds of the enacting legislators and imagine how they would have wanted the statute 
applied to the case at bar."). See also FRANK B. CROSS, THE THEORY AND PRACTICE OF 
STATUTORY INTERPRETATION 96 (2009) ("It is difficult to imaginatively reconstruct intent when 
circumstances have changed so dramatically.").  

96 U.S. Surgical Corp. v. Ethicon, Inc., 103 F.3d 1554, 1568 (Fed. Cir. 1997) ("Claim construction is 
a matter of resolution of disputed meanings and technical scope, to clarify and when necessary to 
explain what the patentee covered by the claims, for use in the determination of infringement. It is 
not an obligatory exercise in redundancy.").  

97 Matthew Fisher, The Tyranny of Words: Patent Claim Construction in the UK and US, 36 
COMMON L. WORLD REv. 262, 262 (2007).  

9 RICHARD ROBINSON, DEFINITION 16, 20 (1950) ("The purpose of real definition, on the other hand, 
is nothing to do with nomina or words or signs or symbols. It is something to do with res or 
things."). See also PETER D. ROSENBERG, PATENT LAW FUNDAMENTALS 39 (1975) ("A claim is an 
abstraction and generalization of an indefinitely large number of concrete, physical objects."); 
Kevin Emerson Collins, The Reach of Literal Claim Scope into After-Arising Technology: On 
Thing Construction and the Meaning of Meaning, 41 CONN. L. REv. 493, 502-03 (2008) ("In fact, 
courts often use scope in a fashion that makes it synonymous with word meaning. '[T]he full 
scope of [a term's] ordinary meaning' is, and is nothing more than, the term's ordinary word 
meaning.... This concept of the scope of a peripheral claim is the claim's meaning
scope.... Thing-scope measures the size of the set of distinct things described by the claim. The 
larger the set is, the broader the thing-scope of the claim." (internal citation omitted)).
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reasoning is needed to explain (1) what facts make it the case that there is a 

meaning that PHOSITAs will converge on, and (2) what meaning ought to be 

attributed to the disputed claim terms. 99 

Since its emergence in the seventeenth century, the Latin word 
hermeneutica, which means to interpret, to understand the meaning of texts, has 

referred to the "art of interpretation." 10 0 Philosophical hermeneutics perceives 
meaning as an ideal object that lies behind what is said. "Interpretation ... is the 

work of thought which consists in deciphering the hidden meaning in the apparent 
meaning, in unfolding the levels of meaning implied in the literal meaning." 10 1 
Interpretation is a matter of trying to understand the substance of what is being 
addressed, which is the common ground between the past text and the present 
situation. Gadamer's ontological philosophical hermeneutics is closely linked with 
legal interpretation, allowing a dynamic approach to adapt legal texts to changed 
circumstances.  

Claim interpretation needs to settle how understanding claim meaning is 

possible, and what we should do in order to understand a claim. Languages are by 
nature imprecise,' 02 and the claims of a patent are considered to "constitute one of 

the most difficult legal instruments to draw with accuracy."' 0 3 In patent claim 
interpretation, interpreters want to grasp what the claim says and what it refers to, 

i.e., the Sache.104 "An initial way of grasping a Sache is to conceive of it as the 

99 Michael J. Meurer & Craig Allen Nard, Invention, Refinement and Patent Claim Scope: A New 
Perspective on the Doctrine of Equivalents, 93 GEO. L.J. 1947, 1969-70 (2005). It has been 
criticized that the goal of bringing objectivity to patent claim cases through formalistic legal rules 
is a costly illusion.  

100 JEAN GRONDIN, INTRODUCTION TO PHILOSOPHICAL HERMENEUTICS 1 (1994). See also JEAN 

GRONDIN, SOURCES OF HERMENEUTICS 19 (1995) ("[T]he latin word hermeneutica did not emerge 
until the 17th century when it was first introduced by a theologian from Strasbourg, Johann 
Dannhauer, as a necessary requirement of all the sciences that rely on the interpretation of 
texts .... ").  

101 PAUL RICOEUR, Existence and Hermeneutics, in THE CONFLICT OF INTERPRETATIONS: ESSAYS IN 

HERMENEUTICS 3, 13 (Don Ihde ed., Kathleen McLaughlin trans., Northwestern University Press 
1974). See also Gnter Figal, The Doing of the Thing Itself- Gadamer's Hermeneutic Ontology of 
Language, in THE CAMBRIDGE COMPANION TO GADAMER 102, 118 (Roben J. Dostal ed., 2002) 
("Thus, every word, writes Gadamer 'carries with it the unsaid'; every speech 'brings a totality of 
meaning into play without being able to express it totally."').  

102 Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., 535 U.S. 722, 731 (2002) 

("Unfortunately, the nature of language makes it impossible to capture the essence of a thing in a 
patent application.... The language in the patent claims may not capture every nuance of the 
invention or describe with complete precision the range of its novelty. If patents were always 
interpreted by their literal terms, their value would be greatly diminished. Unimportant and 
insubstantial substitutes for certain elements could defeat the patent, and its value to inventors 
could be destroyed by simple acts of copying.").  

103 Topliff v. Topliff, 145 U.S. 156, 171 (1892).  
104 THE SEMIOTICS OF LAW IN LEGAL EDUCATION 8 (Jan M. Broekman & Francis J. Mootz III eds., 

2011). Sache is translated as "matter under discussion" or "the things themselves." See HANS
GEORG GADAMER, PHILOSOPHICAL HERMENEUTICS 77 (David E. Linge ed., trans., 2008) (Bringing 
a thing into language is not a diminishment of the being of the thing, but a kind of realization of it.
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object or thing that a [claim term] refers to or is concerned with."'0 5 It is important, 
however, not to confuse a Sache with an idea or a physical object. "[A] 
'meaning' ... is not an idea that somebody has in mind. It is not a psychic content, 
but an ideal object which can be identified and reidentified by different individuals 
at different times as being one and the same." 106 On one hand, claim interpretation 
is a descriptive interpretation, as the contents have certain distinctive properties. 10 7 

It tells the public what the inventions are. On the other hand, claim interpretation 
does not restrict itself to descriptive facts. It also answers the normative question 
about what kinds of properties provide justifications. Therefore, interpreters can 
trace the "'factualness'. . . of language back to its 'relation to the world,""10 8 and 
find the way to articulate the text's meaning with their own knowledge and 
belief. 109 

Philosophical hermeneutics helps to answer three questions: (1) What is 
claim meaning? The way of grasping meaning is to conceive of it as an ideal object 
that a claim term refers to. (2) How to construe meaning? Interpreters will find 
suitable parameters to characterize the technical properties and bridge gaps between 
the perceived properties at different contexts. (3) How does the constructed 
meaning become dispositive of infringement cases? The decision-making is based 
on practical reasoning of the implications of these gaps for the adoption and 
diffusion of innovation.  

First of all, claim interpretation is extracting a set of parameters from the 
descriptive details of the invention to identify the main features of the content, 
which can be called "feature generation." The description of the content is to see 
the harmony of all details with the whole as the criterion of correct understanding.  
110 "Hermeneutic circle" is a central idea in hermeneutic thinking. The 
hermeneutic circle refers to the constant "movement between one part of a text and 

As Gadamer puts it: "In the end, the true being of things becomes accessible precisely in their 
linguistic appearance .... ").  

105 NICHOLAS DAVEY, UNQUIET UNDERSTANDING: GADAMER'S PHILOSOPHICAL HERMENEUTICS 70 
(2006).  

106 Nicholas Wolterstorff, Resuscitating the Author, in HERMENEUTICS AT THE CROSSROADS 35, 41 
(Kevin J. Vanhoozer et al. eds., 2006).  

107 GONTER RADDEN, ASPECTS OF MEANING CONSTRUCTION 10 (2007) ("Whichever scenario is 
evoked as the listener's meaning construction, it is based on a general principle according to 
which things may stand for one or some of their properties."). See also UMBERTO ECO, A THEORY 
OF SEMIOTICS 163 (1979) ("To give the meaning of an expression ... is to give general directions 
for its use to refer to or mention particular objects and persons .... ").  

108 Figal, supra note 101, at 118.  
109 GADAMER, supra note 24, at 379. ("To reach an understanding in a dialogue is not merely a matter 

of putting oneself forward and successfully asserting one's own point of view, but being 
transformed into a communion in which we do not remain what we were.").  

110 CHRIS LAWN, GADAMER: A GUIDE FOR THE PERPLEXED 47 (2006) ("We cannot know the correct 
reading of a passage in a text unless we know, roughly, the text as a whole; we cannot know the 
text as a whole unless we know particular passages.").
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its total meaning," namely, relating parts to wholes, and wholes to parts. "I 
Collection and identification of specific or particular parameters in the patent 
documents shed light on the overall understanding of the content.112 The purpose 
of this hermeneutic content analysis is to "convey the meaning of the texts which is 
'unfolded' via an interpretative reading." 113 It sharpens our awareness of the more 
empirical meaning behind the claim language.  

The traditional parameters of "function," "way," "result," or "material effect" 
might be fit for the mechanical inventions, but are much too simplistic to deal with 
the more complex technologies such as chemistry, biotechnology, software 
engineering and nanotechnology.1 14 It is also inappropriate to simply differentiate 
substantial or insubstantial changes, because a so-called "minor change" or 
"immaterial difference" (which are poorly defined) may prove to be very important 
to the growth and development of technology. 1 While some technological 
improvements are simple and easy to observe and understand, some are difficult to 

11 CHRIS LAWN & NIALL KEANE, GADAMER DICTIONARY 103 (2011). See also PAUL DIESING, How 
DOES SOCIAL SCIENCE WORK?: REFLECTIONS ON PRACTICE 110 (1992) ("The goal of interpretation 
is to produce a reading of the text that fits all important details into a consistent, coherent message, 
one that fits coherently into the context... ."); GADAMER, supra note 24, at xxxii ("[I]deas are 
formed through tradition, especially through the hermeneutic circle of whole and part, which is the 
starting point of my attempt to lay the foundations of hermeneutics .... ").  

112 See Dzeguze, supra note 4, at 488 (arguing that the court should have a complete record to "arrive 
at a construction consistent with the fullest appreciation of the invention's true scope").  

113 QUALITATIVE RESEARCH IN WORK CONTEXTS 7 (Catherine Cassell & Gillian Symon eds., 1994) 
(using the following defining characteristics for qualitative content analysis: "a focus on 
interpretation rather than quantification; an emphasis on subjectivity rather than objectivity; 
flexibility in the process of conducting research; an orientation towards process rather than 
outcome; a concern with context-regarding behavior and situation as inextricably linked in 
forming experience; and finally, an explicit recognition of the impact of the research process on 
the research situation"); Wilfried Bos & Christian Tarnai, Content Analysis in Empirical Social 
Research, 31 INT'L J. EDUC. RES. 659, 661 (1999).  

114 See generally DAN L. BURK & MARK A. LEMLEY, THE PATENT CRISIS AND HOW THE COURTS CAN 

SOLVE IT 58 (2009); JOHN C. MILLER, THE HANDBOOK OF NANOTECHNOLOGY: BUSINESS, POLICY, 
AND INTELLECTUAL PROPERTY LAW 68 (2005); Yusing Ko, An Economic Analysis of 
Biotechnology Patent Protection, 102 YALE L.J. 777 (1992); J. Jason Lang, The German 
Resolution: A Proposed Doctrine of Equivalents Analysis and a Flexible Rule of Prosecution 
History Estoppel for Biotechnology, 52 EMORY L.J. 427 (2003); Mark A. Lemley, Patenting 
Nanotechnology, 58 STAN. L. REV. 601 (2005); Megan E. Lyman, Judicial Fitness for Review of 
Complex Biotechnology Issues in Patent Litigation: Technical Claim Interpretation, 23 J. NAT'L 
ASS'N ADMIN. L. JUDGES 503 (2003); Andrew Wasson, Protecting the Next Small Thing: 
Nanotechnology and the Reverse Doctrine of Equivalents, 2004 DUKE L. & TECH. REV. 10; 
Georgios I. Zekos, Nanotechnology and Biotechnology Patents, 14 INT'L J.L. & INFO. TECH. 310 
(2006).  

115 Stephen J. Kline & Nathan Rosenberg, An Overview of Innovation, in THE POSITIVE SUM 

STRATEGY: HARNESSING TECHNOLOGY FOR ECONOMIC GROWTH 275, 282 (Ralph Landau & Nathan 
Rosenberg eds., 1986) ("A large part of the technological innovation that is carried out in 
industrial societies takes the form of very small changes, such as minor modifications in the 
design of a machine that will enable it to serve certain highly specific end-uses better, or that 
make it easier and therefore cheaper to manufacture; or improving the performance characteristics 
of a machine by introducing a harder metal, or a new alloy with a higher melting point .... ").



TEXAS INTELLECTUAL PROPERTYLA WJOURNAL

discern.1 16 For example, in the field of software, some added performance is 
obvious when the product is observed, but the means by which the performance is 
achieved cannot be readily discerned. "[T]echnical knowledge is generated largely 
with the intention to have something working in practice or to achieve some level 
of technical performance."' 17 The "performance parameter"118 is the most common 
and familiar parameter in technology assessment, which will be best suitable for 
describing different types of inventions in different industries. The set of properties 
include the performance properties and other unique properties (e.g., the potential 
environmental and safety implications of the invention).  

Secondly, the rapid changes in science and technology over time generate 
tension between the meaning produced by the patentee within the original context 
(at the time of the invention), and the meaning perceived by the interpreter within 
the current context (at the time of interpretation). 119 According to the concept of 
fusion of horizons, it is improper to privilege either the perspective of the text or 
the patentee and marginalize another.12 0 The goal of interpretation is not regarded 

116 OVE GRANSTRAND, THE ECONOMICS AND MANAGEMENT OF INTELLECTUAL PROPERTY: TOWARDS 

INTELLECTUAL CAPITALISM 119 (2000). Based on various extent of hidden technical knowledge, 
inventions are separated into three categories: "naked idea inventions, black box inventions and 
unobserved inventions." James J. Anton, Hillary Greene & Dennis A. Yao, Policy Implications of 
Weak Patent Rights, in INNOVATION POLICY AND THE ECONOMY 1, 6 (Adam B. Jaffe, Josh Lerner 
& Scott Stern, eds., 2006). "A naked idea invention is one where the critical invention is easily 
observable in the product or process that embodies that invention." Id. "A black box invention is 
an invention for which the added performance is obvious when the product or service is observed, 
but the means ... by which the performance is achieved cannot be readily discerned . . . .'' Id. An 
unobserved invention is an invention that allows an existing product or process to be 
manufactured or carried out for a greatly-reduced cost, such as cost-reducing process inventions.  
Id.  

117 GRANSTRAND, supra note 116, at 119.  
118 FREDERICK BETZ, MANAGING TECHNOLOGICAL INNOVATION: COMPETITIVE ADVANTAGE FROM 

CHANGE 230 (3d ed. 2011) ("Technical progress can be measured in the improvements of its 
performance-technology performance parameters.").  

119 Lemley, supra note 48, at 106 ("Indeed, the risk of change in the meaning of terms over time is 
particularly great in patent law, because patents necessarily involve new ideas, and the process of 
assigning terms to describe those new ideas is not static.").  

120 Menell et al., supra note 12, at 740-42. The evidence of ordinary meaning, the patentee's intent 
and the interpreter's own perception of fairness may all be a helpful reference point, but not an 
end point.
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as static and fixed but variable and evolving.12 1  Thus, interplay between the past 
and present is demanded:'2 2 

Both past and forgotten determinations of meaning as well as unrealized future 
potentialities of meaning are held within a Sache. Following Heidegger, 
Gadamer describes these aspects of meaning as "the withheld." It is, in part, the 
withheld dimension of a Sache's meaning that lend [sic] it its weight and depth.  
Furthermore, it is because we experience the nature of a Sache against the 
backdrop of previously experienced or expected aspects of a subject matter that 
"permits (us) to recognize its independent otherness." 23 

An interpreter possesses a pre-understanding or preconception of a text 
because of his historical conditions.' 24 For example, the expected performance 
properties at the time of the invention may not reflect the maximum achievable 
performance in a new technological context. Performance properties can be 
determined by the following three steps: the first step is to identify the target 
technical problem to be solved by a disputed claimed feature; the second step is to 
identify the technical evaluation criteria for the solutions to such a problem; the 
third step is to assess the capabilities of the technical content against the technical 
evaluation criteria for the solutions to the target problem. 125 The expected 
properties of the technical content in the original context and its actual properties in 

121 SIR IAN MCTAGGART SINCLAIR, THE VIENNA CONVENTION ON THE LAW OF TREATIES 131 (2d ed.  
1984) ("An even more dynamic variant of the teleological approach is the so-called theory of 
'emergent purpose' whereby the object and purpose itself is not regarded as fixed and static but as 
variable, so that 'at any given moment, the convention is to be interpreted not so much, or not 
merely, with reference to what its object was when entered into, but with reference to what that 
object has since become and now appears to be."'); JARKKO TONTTI, RIGHT AND PREJUDICE: 
PROLEGOMENA TO HERMENEUTICAL PHILOSOPHY OF LAW 34 (2004) ("Even if the letters of a text 
remain the same, the meaning of the text is necessarily new and different for each new 
interpreter.... A new interpreter who begins to interpret the text has a different situation and pre
understandings of the object than the historically earlier interpreters.").  

122 GADAMER, supra note 24, at 293 (stating that the circle of understanding "is neither subjective nor 
objective, but describes understanding as the interplay of the movement of tradition and the 
movement of the interpreter"). This Gadamer called the "effective history" of a text. Id. at 300.  
He wrote that "we are always situated within traditions, and this is no objectifying process-i.e., 
we do not conceive of what tradition says as something other, something alien. It is always part of 
us, a model or exemplar." Eduardo J. Echeverria, Gadamer's Hermeneutics and the Question of 
Relativism, in HERMENEUTICS AT THE CROSSROADS 51, 67 (Kevin J. Vanhoozer et al. eds., 2006) 
(quoting GADAMER, supra note 24, at 282). According to Gadamer, people constantly participate 
in tradition and reconstruct it as they rely upon it. Tradition is not a dead past, instead, it is "the 
medium in which we swim, in which we stand, and through which we exist. To belong to a 
tradition means to be historically situated within, and by, that tradition." Brad Sherman, 
Hermeneutics in Law, 51 MOD. L. REV. 386, 389 (1988).  

123 DAVEY, supra note 105, at 72-73 (quoting GADAMER, supra note 24, at 442).  
124 Georgia Warnke, Hermeneutics, Ethics, and Politics, in THE CAMBRIDGE COMPANION TO 

GADAMER 79, 95 ("If we are to be open to an alternative understanding of a text, we must 
acknowledge that we possess a pre-understanding, that, indeed, we are part of thick traditions and 
conditioned by the inevitably parochial character of our historical situation... . [W]e must 
acknowledge our lack of neutrality, our pre-conceptions and our biases.").  

BETZ, supra note 118, at 231 ("The performance of a technology expresses how well the 
technology performs its capability of functional transformation.").
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the current context both need to be taken into consideration. Hence a bridge can be 
built between the time of the invention and the time of interpretation.  

V. Infringement Analysis Under the Dynamic Framework 

A justified approach must explain how the constructed meaning becomes 
dispositive of the infringement case. By definition, infringement is the violation of 
a right or privilege, 126 and whether a patent is infringed is determined by 
interpretation of the claims: 

The main rule is that the infringing product or process includes all essential 
elements of the claims. The omission of an inessential element or the inclusion 
of an inessential element will not avoid a finding of infringement. However, the 
omission of an essential element will defeat a case for infringement. 12 7 

As instructed by philosophical hermeneutics, the meaning of a claim term, 
i.e., the Sache, consists of technical properties perceived by a PHOSITA. The 
fusion of horizons means that the interpreter sees the relevance of past meaning in 
light of his current situation, which involves not just adopting past meaning, but 
evaluating it in reference to the modern context. Judges need to further compare 
the patented invention with its contemporary alternatives, i.e., the allegedly 
infringing product or process. To decide whether an essential element is omitted or 
an inessential element is included, judges have to conduct a comparison between 
the unique technical properties of the invention and those of the allegedly 
infringing product or process.  

The determination of patent scope represents a balance of the protection of 
rights and the diffusion of knowledge. "The process of adoption of an innovation 
over time is referred to as diffusion." 128 Patent laws are designed to promote the 
diffusion of knowledge and reward innovators. 129 The challenge of patent law is to 
reward inventors on the one hand and promote the diffusion of innovation on the 
other. A too-strong patent protection actually may delay the diffusion of new 

126 CHRISTINE ROSSINI, ENGLISH AS A LEGAL LANGUAGE 250-51 (2d ed. 1998).  
127 Id. at 214.  

128 COMPETITION POLICY AND PATENT LAW UNDER UNCERTAINTY: REGULATING INNOVATION 153 

(Geoffrey A. Manne & Joshua D. Wright eds., 2011).  
129 Carmen Matutes, Pierre Regibeau & Katharine Rockett, Optimal Patent Design and the Diffusion 

of Innovations, 27 RAND J. ECON. 60, 61 (1996) ("Protecting ideas has traditionally been outside 
the scope of a patent because it overly restricts the flow of information necessary to the progress 
of science. On the other hand, protection that is too narrow can eliminate the reward to socially 
significant innovation. In practice, different countries have chosen different points on the tradeoff 
between promoting the diffusion of knowledge and rewarding innovators .... "). See also Free 
World Trust v. Electro Sante, [2002] 2 S.C.R. 1024, para. 42 (Can.) (stating that the dual function 
of the patent system is "to advance research and development and to encourage broader economic 
activity"); CASENOTE LEGAL BRIEFS, PATENT LAW: KEYED TO COURSES USING ADELMAN, RADER, 
AND THOMAS'S CASES AND MATERIALS ON PATENT LAW 3 (3d ed. 2009) ("[T]he Constitution did 
not give inventors any right to the patentability of any individual invention, but rather empowered 
Congress to secure to inventors an exclusive right for a limited time for the stated purpose of 
promoting the useful arts.").
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innovations and technology rather than enhance it.13 0 Therefore, in making a 
decision about what the scope ought to be, judges must ensure that the scope of 
protection indeed promotes the diffusion of innovation. 131 

The dynamic claim interpretation presents gaps that exist in perceiving the 
technical properties of the invention at different time scales, and the patent 
infringement decision will be determined by .the impact these gaps have on the 
innovation process ("gap effect"). 132 The discrepancy between the expected 
properties of the technical content and the observed properties of an existing 
product has an impact on the decision to adopt a substitute technology by a 
PHOSITA, such as deciding whether to move from the patented invention to a 
substitute product or process that is already available.  

The acceptance or adoption of a technology can be determined from the 
confirmation of expectations about the technology: 133 the higher the satisfaction, the 
higher the attitude toward adoption.134 For example, when the actual performance 
of the technical content is below the expected performance, a new technology that 
can achieve the expected performance may be a substitute or a complement to the 
patented invention. 135 Under this circumstance, providing a strong legal protection 
to the patented invention would hamper the adoption of new technology. The main 
purpose of an inquiry on actual versus expected performance is to seek a balance 
between the protection and diffusion of innovation.  

When the actual performance of the technical content meets or exceeds the 
expected performance, a PHOSITA within the current technological context will be 

130 Phillip McCalman, International Diffusion and Intellectual Property Rights: An Empirical 
Analysis, 67 J. INT'L ECON. 353, 353-54 (2005).  

131 ALLAN C. HUTCHINSON, EVOLUTION AND THE COMMON LAW 173 (2005) ("Gadamer is telling 

lawyers that interpretation is an inevitably active and therefore political process. Lawyers cannot 
avoid working with and among the social forces that make interpretation both possible and 
problematic."); Dan L. Burk & Mark A. Lemley, Policy Levers in Patent Law, 89 VA. L. REV.  
1575 (2003). See also Cotropia, supra note 4, at 130 ("When courts are faced with choices 
between methodologies, they are also facing patent policy choices."). For other discussions, see 
ADAM B. JAFFE & JOSH LERNER, INNOVATION AND ITS DISCONTENTS: How OUR BROKEN PATENT 
SYSTEM IS ENDANGERING INNOVATION AND PROGRESS, AND WHAT TO Do ABOUT IT (2004); Julie E.  
Cohen & Mark A. Lemley, Patent Scope and Innovation in the Software Industry, 89 CAL. L. REV.  
1 (2001); Brian Kahin, Patents and Diversity in Innovation, 13 MICH. TELECOMM. & TECH. L. REV.  
389 (2007); Qin Shi, Patent System Meets New Sciences: Is the Law Responsive to Changing 
Technologies and Industries?, 61 N.Y.U. ANN. SURV. AM. L. 317 (2005); Robert Hunt & Brian 
Kahin, Reexamining the Patent System, ISSUES SCI. & TECH., Sept. 21, 2008, at 32, 34.  

132 Mark A. Lemley, The Economics of Improvement in Intellectual Property Law, 75 TEx. L. REV.  
989, 993 (1997) ("Intellectual property is fundamentally about incentives to invent and create.").  

133 Anol Bhattacherjee, Understanding Information Systems Continuance: An Expectation
Confirmation Model, 25 MIS Q. 351, 355 (2001) (proposing the expectation-confirmation model 
to describe user's behavior in adopting and continuing to use an information system).  

134 Chuan-Hoo Tan et al., When Counterfactual Thinking Meets the Technology Acceptance Model: 
An Investigation, in ORGANIZATIONAL DYNAMICS OF TECHNOLOGY-BASED INNOVATION: 
DIVERSIFYING THE RESEARCH AGENDA 507, 509 (Tom McMaster et al. eds., 2007).  

135 Paul Stoneman & Paul Diederen, Technology Diffusion and Public Policy, 104 ECON. J. 918, 926.
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satisfied with the patented invention, and will not be willing to shift to an 
alternative technology unless it has unique properties that are lacking in the 
invention. Besides the main performance properties, there are other factors 
affecting the decision of technology adoption. For example, an allegedly infringing 
technology may not improve the performance properties such as increasing 
productivity or accuracy in application, but it has the capability to reduce 
environmental side effects, such as reducing residues that may harm the 
environment or enhancing soil and water conservation or energy efficiency. 13 6 

Therefore, if the allegedly infringing technology has unique attributes, preventing 
the PHOSITA from using it will impede the diffusion of innovation. However, if 
the allegedly infringing technology has no unique properties absent in the invention, 
the protection of the patented invention will adequately reward the patentees.  

VI. The Distinguishing Factors of the Dynamic Approach 

Different interpretive theories have different focus points: 

1. The text-oriented interpretation: the patent claim text is hypostasized "as 
an authorless entity" 137 that can sustain itself throughout the future. To interpret the 
patent claim means to grasp the technology community's consensus, i.e., the 
ordinary meaning from the point of view of a skilled person when the text was 
created.  

2. The author-oriented interpretation: meaning is dependent on the 
patentee's objective intent, which was fixed through the objective eyes of the 
hypothetical skilled person. Thus, in order to understand the claim text, the 
interpreter has to make his "best estimate of the skilled person's best estimate of 
what the patentee intended."13 8 

The interpretive theories provide bases on how meanings could be assigned 
to expressions. The dynamic claim interpretation favors a dynamic view of 
meaning. It takes the meaning of a claim term to be a limited set of properties 
associated with that claimed feature, i.e., an empirical meaning that a linguistic 
term is used to convey. "The starting point for the formation of the word is the 
substantive content (the species) that fills the mind. The thought seeking 

136 David Zilberman, Introduction to FLEXIBLE INCENTIVES FOR THE ADOPTION OF ENVIRONMENTAL 

TECHNOLOGIES IN AGRICULTURE 1, 2 (Frank Casey et al. eds., 1999) ("The reasons for the support 
of environmentally friendly products may include concern for personal and environmental health, 
[or] concern for animal rights .... "). See also PETER MULDER, THE ECONOMICS OF TECHNOLOGY 
DIFFUSION AND ENERGY EFFICIENCY 3 (2005) ("Technological change plays a crucial role in both 
developing alternative energy sources and realizing energy efficiency improvements, and. . . in 
ameliorating the conflict between economic growth and environmental quality.").  

137 RICOEUR, supra note 51, at 30.  
138 Jonathon D. C. Turner, Purposive Construction: Seven Reasons Why Catnic Is Wrong, 21 EUR.  

INTELL. PROP. REV. 531, 533 (1999).
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expression refers not to the mind but to the thing."'3 9 The interpretive process is 
context-sensitive, value-laden, and technology-rich.  

First, the traditional claim interpretation approaches create a static view on 
what meaning is: either the normal usage of the term within the technological 
community or the patentee's objective intent should govern interpretation.  
However, the pursuit of meaning within a static context in patent claim 
interpretation is often unfruitful. As claim construction analysis is usually 
dispositive of the infringement issue in patent litigations, looking for a static 
meaning at the time of the invention is not satisfactory for resolving disputes that 
arise in a changing context. By comparison, the proposed dynamic approach 
provides sufficient reasons to explain the gaps between original and contemporary 
understandings of meaning. On the one hand, the interpreter investigates the 
PHOSITA's expectations of the technical properties at the time of the invention. On 
the other hand, the interpreter evaluates the current properties of the invention at 
the time of interpretation. The PHOSITA's understanding of the invention may 
change as a result of increased knowledge and advances in technology. Dynamic 
interpretation provides an interpreter with a way to explicitly articulate "how broad 
a scope is appropriate" in a dynamic technological context, avoiding implicit 
evaluations.  

Second, the traditional approaches emphasize objectivity and the 
importance of value-neutral analysis. At best, the evaluation of balance or fairness 
is embedded in the concepts of "equivalents,"1 40 "substantial difference," 141 or 
"material effect." 142 These concepts have two major problems: first, they may be 

139 GADAMER, supra note 24, at 425 ("In fact there is no reflection when the word is formed, for the 
word is not expressing the mind but the thing intended.").  

40 According to Graver Tank, the "theory on which [the doctrine of equivalents] is founded is that 'if 
two devices do the same work in substantially the same way, and accomplish substantially the 
same result, they are the same, even though they differ in name, form or shape."' 339 U.S. 605, 
608 (1950) (quoting Union Paper-Bag Mach. Co. v. Murphy, 97 U.S. 120, 125 (1877)). See also 
Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co. (Festo VIII), 535 U.S. 722, 732 (2002) 
("It is true that the doctrine of equivalents renders the scope of patents less certain.... Each time 
the Court has considered the doctrine, it has acknowledged this uncertainty as the price of 
ensuring the appropriate incentives for innovation, and it has affirmed the doctrine over dissents 
that urged a more certain rule."); Sanitary Refrigerator Co. v. Winters, 280 U.S. 30, 41-42 (1929) 
("There is a substantial identity, constituting infringement, where a device is a copy of the thing 
described by the patentee, 'either without variation, or with such variations as are consistent with 
its being in substance the same thing."' (quoting Burr v. Duryee, 68 U.S. 531, 573 (1863))).  

141 Dawn Equip. Co. v. Ky. Farms, 140 F.3d 1009, 1015-16 (Fed. Cir. 2001) ("To determine 
equivalence under the doctrine of equivalents, this court applies the 'insubstantial differences' test, 
recognizing the admitted short-comings of that test. See, for example, the Supreme Court's 
critical assessment of that test in Warner-Jenkinson: 'the insubstantial differences test offers little 
additional guidance as to what might render any given difference "insubstantial.""' (quoting 
Warner-Jenkinson Co. v. Hilton Davis Chem. Co., 520 U.S. 17, 40 (1997))).  

142 Improver Corp. v. Remington Consumer Prods. Ltd., [1990] F.S.R. 181, 182 (Eng.) ("Does the 
variant have a material effect upon the way the invention works? If yes, the variant is outside the 
claim."(quoting Catnic Components Ltd. v. Hill & Smith Ltd., [1982] R.P.C. 183, 242 (Eng.))).
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suitable for analyzing simple mechanical devices, 14 3 but they are not a good fit for 
analyzing complex and sophisticated technologies. 144 Second, they simply divide 
the technological changes into "substantial"/"material" and "insubstantial"/ 
"immaterial." 145 The actual situation is far more complex-differences can often be 
found. 146 The claimed feature may be technologically superior, inferior, or 
equivalent to the allegedly infringing device.147 Since claim interpretation is 
regarded as a means to the end of determining the scope of protection, it is 
concerned with what ought to be included and what ought to be excluded.14 8 The 

143 Warner-Jenkinson, 520 U.S. at 39-40 (recognizing that though the triple-identity test may be 
"suitable for analyzing mechanical devices, it often provides a poor framework for analyzing other 
products or processes"). Of course, even with simple terms in mechanical cases, the court has had 
difficulty agreeing on claim construction. See Dorel Juvenile Grp., Inc. v. Graco Children's 
Prods., Inc., 429 F.3d 1043, 1047 (Fed. Cir. 2005) (Newman, J., dissenting) (showing that it was 
difficult to reach a consensus on a simple mechanical invention-a child's car seat-and the term 
"removably attached/secured").  

144 Genentech, Inc. v. Wellcome Found. Ltd., 29 F.3d 1555, 1567-68 (Fed. Cir. 1994); Scripps Clinic 
& Research Found. v. Genentech, Inc., 927 F.2d 1565, 1581 (Fed. Cir. 1991); Amgen v. Chugai 
Pharm. Co., 927 F. 2d 1200, 1217-18 (Fed. Cir. 1991); Hormone Research Found. v. Genentech, 
Inc., 904 F.2d 1558, 1564 (Fed. Cir. 1990). See also JAMES BESSEN & MICHAEL J. MEURER, 
PATENT FAILURE: How JUDGES, BUREAUCRATS, AND LAWYERS PUT INNOVATORS AT RISK 201 
(2008) (arguing that software patents differ in that the abstractness of software technology 
inherently makes it more difficult to limit abstract claims in software patents).  

145 Michael T. Nguyen, The Myth of "Lucky" Patent Verdicts: Improving the Quality of Appellate 
Review by Incorporating Fuzzy Logic in Jury Verdicts, 59 HASTINGS L.J. 1257, 1258 (2008) 
("Uncertainty pervades the law, but a particular concept of patent law-the doctrine of 
equivalents-incorporates uncertainty as a core element."). "Asking five jurors to define what 
'substantially the same' means will yield five different, uncertain responses." Id. at 1258 n.8. See 
also Ellen A. Peters et al., Judicial Panel Discussion on Science and the Law, 25 CONN. L. REV.  
1127, 1145 (1993) ("Honest to God, I don't see how you could try a patent matter to a jury.  
Goodness, I've gotten involved in a few of these things. It's like somebody hit you between your 
eyes with a four-by-four. It's factually so complicated." (quoting Judge Alfred V. Covello, U.S.  
District Judge, D. Conn.)).  

146 In Warner-Jenkinson, the government argued for the Doctrine of Equivalents as set out in Graver 
Tank. Amicus Brief for U.S. at 13, Warner-Jenkinson Co. v. Hilton Davis Chem. Co., 520 U.S.  
17 (1997), 1996 WL 172221 ("As the court observed in Graver Tank, '[o]utright and forthright, 
duplication is a dull and very rare type of infringement.' Patentees should be protected against 
imitations that involve only colorable or trivial deviation from the literal terms of the patent claims, 
and not placed 'at the mercy of verbalism."' (quoting Graver Tank & Mfg. Co. v. Linde Air Prods.  
Co., 339 U.S. 605, 607 (1950))). See also Warner-Jenkinson, 520 U.S. at 35 (1997) ("'[T]he 
substantial equivalent of a thing, in the sense of the patent law, is the same as the thing itself .... ' 
If the essential predicate of the doctrine of equivalents is the notion of identity between a patented 
invention and its equivalent, there is no basis for treating an infringing equivalent any differently 
from a device that infringes the express terms of the patent."(quoting Union Paper-Bag Mach. Co.  
v. Murphy, 97 U.S. 120, 125 (1877))).  

147 Lemley, supra note 132, at 1005 ("Sometimes these changes will actually improve the existing 
product or make its production more efficient, and therefore contribute to social value. Other 
changes may be value-neutral (that is, the new product may be just as good or as efficient as the 
existing product), or they may actually be inefficient (producing less useful products, or products 
that cost more than the existing ones).").  

148 R. Jay Wallace, Practical Reason, THE STANFORD ENCYCLOPEDIA OF PHILOSOPHY (Nov. 6, 2008), 

http://plato.stanford.edu/archives/sum2009/entries/practical-reason. See also MARTIN P. GOLDING, 
LEGAL REASONING 55 (2001) ("Practical reasoning supplies an appropriately situated person with 
a reason for taking action.... [A] specific action is mandated, which is expressed in the 'ought'
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interpretive result is heavily influenced by an interpreter's comprehensive 
evaluation of fairness. 149 The dynamic approach holds that the practical 
implications, i.e., enhancing or hindering knowledge diffusion and innovation, are 
the real concerns in claim construction and the determination of infringement.  
Through the determination of patent scope, the interpreter assigns appropriate 
weight to the interests of the original inventors and those of the follow-on inventors, 
giving practical reasoning that "draw on a plurality of values and 
considerations." 1 5 0 

Last but not least, the dynamic approach is distinctive in its technology-rich 
analysis. The results of a recent empirical study show that the United States 
Federal Circuit uses non-technical analysis 15 1 for the majority of claim construction 
issues on appeal. The basic criterion for the non-technical analysis is that the issues 
are connected to the asserted patents but do not require any technical understanding 
of the patent claims or how the invention works.1 5 2 By comparison, the dynamic 
approach allows interpreters to understand claim meaning in a scientific manner.  
The original expectation/current evaluation inquiry focuses on the technical 
contents throughout the entire interpretive process. Interpreters gather and analyze 
information contained in the patent documents to provide a thorough understanding 
of the claimed invention. In contrast to the non-technical analysis, technical 
analysis considers target problems and evaluation criteria, performance and 

of the conclusion. The conclusion supplies such a person with a reason for doing a specific 
thing."); JOSEPH RAZ, PRACTICAL REASONING 11 (Joseph Raz ed., 1978) ("[T]he main task of the 
theory of practical reason is to establish what one has (prima facie) reason for doing and how to 
resolve conflicts of reasons and establish that which one should do all things considered."); Steven 
J. Burton, Law as Practical Reason, 62 S. CAL. L. REV. 747, 784-85 (1989) (discussing how 
practical reason should be approached as a discourse of justifications for action); Nancy Levit, 
Practically Unreasonable: A Critique of Practical Reason, 85 Nw. U. L. REV. 494, 496 (1991) 
(reviewing RICHARD A. POSNER, THE PROBLEMS OF JURISPRUDENCE (1990)) ("[P]ractical reason 
theorists have turned their attention to justifying methods of judicial decisionmaking.").  

49 Eileen A. Scallen, Classical Rhetoric, Practical Reasoning, and the Law of Evidence, 44 AM. U. L.  
REV. 1717, 1732 (1995) ("[W]e sometimes get carried away by our theorizing and our search for 
the universal, the certain, and the predictable. We fail to remember that we are engaged in a 
process of justification that is, at the core, rhetorical, contextual, and fluid.").  

150 David G. Duff, Interpreting the Income Tax Act-Part 2: Toward a Pragmatic Approach, 47 CAN.  
TAx J. 741, 792 (1999).  

151 Holly Lance, Not So Technical: An Analysis of Federal Circuit Patent Decisions Appealed from 
the ITC, 17 MICH. TELECOMM. & TECH. L. REV. 243, 259 (2010) ("The results of this study 
indicate that the majority of the issues on appeal at the Federal Circuit are not technical in nature 
(or are not analyzed in a technical manner) .... "). The author pointed out that "[w]hile 
identifying claim construction issues [was] relatively easy, determining a clear division between 
'technical' and 'non-technical' claim construction issues [was] considerably more difficult." Id. at 
255. "To some extent, all claim construction analyses are arguably technical, because they 
involve a close reading of the patent and at least a cursory understanding of the invention. What 
differentiates [technical analysis] of claim constructions from the [non-technical analysis] is the 
level of depth of the analysis." Id.  

152 Id. at 256. The court "focused on grammatical issues, turned to dictionaries or specifications for 
definitions, or performed superficial comparisons of the prior art or drawings." Id.
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technical constraints. The necessity of the contextual information depends on the 
nature of patents. 153 

VII. Conclusion 

This Article has examined patent claim interpretation from a new perspective 
of interpretive legal theories. Traditional interpretive theories that attach a fixed 
and static meaning to the claim terms do not fit well with the dynamic nature of 
claim construction. Philosophical hermeneutics' two major contributions to patent 
claim interpretation are its dynamic view of meaning and its substantive inquiry 
directed toward problem solving. This Article proposes dynamic claim 
interpretation to uncover the empirical meaning of the claim terms, i.e., a claim 
term is defined by a set of properties. To interpret is to construct an empirical 
description of the properties, including the performance properties as well as other 
unique properties that have social, economic and environmental implications.  
Patent claim construction is dispositive of the infringement issue. The gaps 
between the expectation of the properties at the time of the invention and the 
evaluation of the properties at the time of interpretation have implications for the 
adoption and diffusion of innovation.  

153 Rachel M. Zahorsky, Patent Pending, 96 A.B.A. J. 11, 11 (2010) ("Patent litigation is different....  
It is more complicated, more time-consuming and more mentally taxing because typically the 
patent being litigated is a successful advancement of some science or technology. So the judge 
has to understand that background just to get the factual basis of the problem and then deal with 
legal aspects." (quoting Judge James F. Holderman, U.S. Dist. Judge, N.D. Ill.)).
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I. Introduction 

"We tell ourselves stories in order to live."1 

Joan Didion wrote the above in 1979, the first of many lucid lines about the 
need for narrative as part of the human condition. And of course, why wouldn't 
we? Narrative is what makes order possible, and without some form of order, life 
would be chaos, and hence, to many, unimaginable, undesirable, impossible.  
Didion was a writer, but writers, like lawyers, rely on narrative to order their 
universe, to inject sense and stability into an otherwise unstable world.  
Surprisingly, both narrative and law have much to do with a third form of ordering: 
architecture. The architect Peter Eisenman wrote that we "assume the metaphysics 
of architecture ... to have the status of natural law."2 And, in that sense, perhaps 
architecture, more so than law and literature, reassures us that the world is not 
blighted with relativity or arbitrariness, but instead the real, for: 

[I]t is the nature of architecture, unlike any other discipline, to establish center, to 
manifest presence, to be the agent of reality. ... Architecture, because it is 
bricks and mortar, holds out the promise of reality, authenticity and genuine truth 
in a surreal world where truth is a managed item developed by committees, 
produced by writers, and sold by media spokesmen. 3 

Given architecture's claim on our collective need for stability, shelter, and 
aesthetic pleasure, perhaps it is both apt and surprising that architecture was not 
given official status in the United States as a valid, copyrightable art form until just 
under 20 years ago. Even then, it acquired this status as a necessary prerequisite to 
our country's ratifying the Berne Treaty, the world's most important copyright 
convention. 4 In contrast, Europe had recognized copyrights in architecture for quite 
some time.5 Nevertheless, in 1990, the 101st Congress passed the Architectural 
Works Copyright Protection Act (hereinafter "the Act"), 6 for which the 
subcommittee held a legislative hearing with witness testimony.' These witnesses 
were: the Register of Copyrights' Ralph Oman, an Administration witness (Jeffrey 
M. Samuels), the American Institute of Architects' David Daileda, the Managing 
Trustee and Chief Executive Officer of The Frank Lloyd Wright Foundation 

1 JOAN DIDION, THE WHITE ALBUM 11 (1979).  

2 Peter Eisenman, Architecture and the Problem of the Rhetorical Figure, in THEORIZING A NEW 
AGENDA FOR ARCHITECTURE: AN ANTHOLOGY OF ARCHITECTURAL THEORY 1965-1995, at 174, 
176 (Kate Nesbitt ed., 1996).  

3 Id.  
4 H.R. REP. No. 101-735, at 10-11 (1990), reprinted in 1990 U.S.C.C.A.N. 6935, 6941-42.  

For signatories of the Berne Convention (all of whom recognize architectural copyright), see, for 
example, ARCHITECT'S LEGAL HANDBOOK: THE LAW FOR ARCHITECTS 371 (Anthony Speaight ed., 

9th ed. 2010).  
6 Architectural Works Copyright Protection Act, Pub. L. No. 101-650, 701-06, 104 Stat. 5133 

(codified in scattered sections of 17 U.S.C.).  
7 H.R. REP. No. 101-735, at 6, 1990 U.S.C.C.A.N. at 6937.
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(Richard Carney), and an American Institute of Architects fellow (Michael 

Graves).8 Of all the witnesses, only one-Graves--was a practicing architect.  

Unsurprisingly, Graves's work and architectural theory played an important 

role in delineating and justifying the ultimate guidelines Congress set out as to the 

purpose and limits of the Act. But this Article argues that these guidelines unfairly 
restrict the definition(s) of an architectural work and, in doing so, confuse the 

accompanying legal analysis.  

Since the passage of the Act twenty years ago, there have been as many law 

review articles as there have been cases addressing the Act, all of which seem split 

on which standard to apply in determining copyrightability.9 The divide is best 

summed up as those who would prefer the standard to be the same as that for 

"useful articles" (i.e., filtering out all components that have some "utilitarian" 

aspect) versus those who want a "total concept and feel" test (i.e., that 

uncopyrightable elements can come together to form a copyrightable whole). The 

former camp views the copyrighting of architecture as going strictly against the 

Constitutional prerogative of encouraging progress in the field and thus would 

prefer to have the scope of protection as limited as possible, akin to that of 

computer software, 10 while the latter camp ignores the useful article and progress 

issue all together." 

8 Id.  

9 See Daniel Su, Note, Substantial Similarity and Architectural Works: Filtering out "Total 

Concept and Feel," 101 Nw. U. L. REv. 1851, 1865 (2007) (citing lack of "consistent approach to 
infringement analysis" in current case law).  

10 See, e.g., Dream Custom Homes, Inc. v. Modern Day Constr., Inc., 773 F. Supp. 2d 1288, 1308, 

(M.D. Fla. 2011) (setting out a strict substantial similarity test for architecture copyright 

infringement); Harvester, Inc. v. Rule Joy Trammell + Rubio, LLC, 716 F. Supp. 2d 428, 444 

(E.D. Va. 2010) (holding that where an idea can only be expressed in very limited ways, it has 

"merged" with expression; in such cases, expression is excluded from copyright protection); Trek 

Leasing, Inc. v. United States, 66 Fed. Cl. 8, 17 (2005) (ruling that where a plaintiff's copyright in 
architectural work was only "thin," the work was only protected in the case of nearly verbatim 

copying or a showing of "supersubstantial similarity"); Todd Hixon, Note, The Architectural 

Works Copyright Protection Act of 1990: At Odds with the Traditional Limitations of American 

Copyright Law, 37 ARIz. L. REv. 629, 658 (1995) (stating that the potential for creating an 

architectural monopoly undermines the essence of copyright law of protecting personal 

expressions rather than useful qualities); Su, supra note 9, at 1878-83 (discussing the limited 

scope of protection).  

" See, e.g., T-Peg, Inc. v. Vermont Timber Works, Inc., 459 F.3d 97, 110 (1st Cir. 2006) (stating 
that while individual standard features are not copyrightable, the combination of such standard 

features may be copyrightable); Sturdza v. United Arab Emirates, 281 F.3d 1287, 1296 (D.C. Cir.  
2002) (stating that the substantial similarity determination requires comparison not only of the two 

works' individual elements in isolation, but also their "overall look and feel"); Shine v. Childs, 

382 F. Supp. 2d 602, 612-15 (S.D.N.Y. 2005) (holding that an architect's original scale models of 
skyscrapers were copyrightable under the AWCPA, regardless of whether a building could 

actually be constructed from the models); Vanessa N. Scaglione, Note, Building upon the 

Architectural Works Protection Copyright Act of 1990, 61 FORDHAM L. REv. 193, 205-13 (1992)
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This Article argues that the latter stance misreads the legislative history of the 
Act, and that the former stance is simply wrong. First, this Article examines how 
the House Report unfairly endorses Graves's mode of storytelling about 
architecture, inadvertently resulting in a preference for his strain of postmodern 
building,12 codified via the Act, to the detriment of all other architectural styles that 
avoid such populist, decorative symbolism. Consequently, those who have 
internalized such arguments cling to the idea that any architectural element that is 
shaped in some way by efficiency or economic concerns is patently 
uncopyrightable because it lacks choice." However, such deterministic views are 
overly simplistic and patently wrong-a dodged adherence to just one view of the 
so-called "cathedral." 

Rather, I argue that a broader, more protective "total concept and feel" test, 
like the one applied in the 2005 S.D.N.Y. opinion Shine v. Childs, is a valid reading 
of the Act, and contrary to prior arguments, is the best standard for promoting 
progress in the architectural field. This point is all the more elucidated with a look 
at current developments in architectural theory and work that have made an 
aesthetic mantra out of externally-determined factors like zoning laws and 
economic efficiency, or at architecture that yearns to be revolutionary, rather than 
the mere puppet of market demand. For these reasons, I propose a simple two-step 
standard that addresses the fear of undue monopolies on useful forms while 
ensuring broad copyrightability for all styles of architecture.  

Above all, this Article argues that to deride architectural protection as merely 
a necessary evil-a by-product of the Berne Convention-that is at odds with the 
traditional limitations against copyrightability of useful articles is to restrict the 
very definition of architecture itself That is, the argument (which Congress 
equivocally adopts) necessarily rests on a specific notion of what architecture is and 
promotes a definition that relies wholly on just one narrative of architectural design 
and meaning-making. By widening our understanding of architecture beyond that 
of the legislative history, this Article also hopes to reconcile the current split in the 
courts (as well as within the scholarly literature) between progress and protection 
by showing that the two, like Graves's man vs. machine dichotomy, are not 
mutually exclusive.  

(positing that the functionality test is inappropriate, as it does not accomplish the Act's goal of 
avoiding problems previously encountered by using the separability test).  12 This style of architecture is best exemplified in the works of Robert Venturi and Denise Scott 
Brown (who wrote the definitive book about how architects can learn much from the billboards 
and strip malls of Las Vegas, see infra note 34 and accompanying text), as well as from the 
neoclassical style of Robert A. M. Stem (the current dean of the Yale School of Architecture).  

1 See Hixon, supra note 10, at 658 (arguing that the "potential for creating an architectural 
monopoly for intrinsically utilitarian articles undermines the very essence of copyright law of 
protecting the personal expressions ... of the author"); Su, supra note 9, at 1881-83 (urging that 
"the ideal scope of protection for architectural works is narrow" and should be determined using a 
"variant of the 'abstraction-filtration-comparison' test," which has as a premise "that 'functionally 
required' design elements are unprotectible").
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II. At War with Itself: Is the Architectural Copyright Act Against or for 

Conceptual Separability 

A. Architecture and the New "Functionally Determined" Standard 

The reason this essay opens with a quote on narrative and storytelling is that 

both the Act and the Copyright Clause itself are necessarily dependent on the 

written narrative. In ways that will soon be clear, the House Report reads as an 

implicit endorsement of one dominant mode of storytelling about architecture, at 

the expense of all others. But first: the Copyright Clause.  

Embodied in Article I, Section 8, Clause 8 of the U.S. Constitution, the 
Copyright Clause grants Congress the power to protect the "writings" of authors in 

order to "promote the progress of Science." 14 Thus, it was important for the 

passage of the Act that architectural works themselves (and not just the drawings, 

which were already protected) qualify as "writings." 

The idea of architecture as text has been written and theorized about 

extensively in the architectural field. However, Congress visibly struggled to fit 
architecture into such a definition 5-if it were not for the U.S. interest in joining 
the Berne Convention (in order to protect against foreign piracy16 ), Congress might 
not have even tried. In order to do so, Congress needed a champion. Enter 
notorious postmodern architect Michael Graves (I mention that he was postmodern 
because Graves's distaste for the Modernist idealization of the machine [think Le 
Corbusier's 'machines for living' 17] becomes part of the narrative he sells, and the 
one that Congress inadvertently codifies). Congress draws particularly and 
extensively on Graves's 1982 essay, A Case for Figurative Architecture. 18 It is 

easy to see why. For one, Graves began his essay with a direct analogy between 
architecture and literature (this is in service of a broader point, which I will get to).  
He writes, "Literature is the cultural form which most obviously takes advantage of 
standard and poetic usages, and so may stand as a model for architectural 
dialogue." 19 His use of the "poetic" is perfect, as it turns out, for Congress itself 
goes on to state that "[a]rchitecture is not unlike poetry, a point made by renowned 
critic Ada Louise Huxtable, who wrote that architects can make 'poetry out of 
visual devices, as a writer uses literary or aural devices. As words become 

14 U.S. CONST. art. I, 8, cl. 8.  
15 H.R. REP. No. 101-735, at 12 (1990), reprinted in 1990 U.S.C.C.A.N. 6935, 6942.  
16 See EDMUND W. KITCH & HARVEY S. PERLMAN, LEGAL REGULATION OF THE COMPETITIVE PROCESS 

571 (4th ed. 1991) (maintaining that U.S. copyright law includes elements that intend to keep it in 
conformity with the requirements of the Berne Convention).  

17 See GEORGE H. MARCUS, LE CORBUSIER: INSIDE THE MACHINE FOR LIVING 8 (2001) (illustrating Le 

Corbusier's rational approach to architecture that is based on strict conceptions of utility and 
typology).  

18 H.R. REP. No. 101-735, at 18-19.  

19 Michael Graves, A Case for Figurative Architecture, in BUILDINGS AND PROJECTS 1966-1981, at 
11, 11 (Karen Vogel Wheeler et. al. eds., 1982).
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symbols, so do objects; the architectural world is an endless source of symbols with 
unique ramifications in time and space."'20  This was enough to convince the 
Congressional committee that an architectural work qualifies as a "writing" under 
the Constitution.2 1 

But that was just the beginning. Because now Congress is tasked with 
elucidating the very importance of architecture, its worthiness to even be protected, 
at all. The tale Congress chooses to tell is one that speaks exclusively to its social 
function-to the relationship between men and their buildings. The House Report 
states: 

Architecture plays a central role in our daily lives, not only as a form of shelter or 
as an investment, but also as a work of art. It is an art form that performs a very 
public, social purpose. As Winston Churchill is reputed to have once remarked: 
'We shape our buildings and our buildings shape us.' We rarely appreciate 
works of architecture alone, but instead typically view them in conjunction with 
other structures and the environment at large, where, at their best, they serve to 
express the goals and aspirations of the entire community. 22 

Congress's emphasis on the social and the community-oriented role of 
architecture may serve the purpose of convincing the public that architecture is 
valuable enough to society to achieve copyright protection, but in doing so, it 
vaunts about a specific kind of architecture-the kind that operates with man at its 
center-as the most desirable, most valued form of architecture.  

As it turns out, Graves is the perfect frontman for this call to architecture's 
social goal. In A Case for Figurative Architecture, Graves distinguishes between 
what he terms "standard" usage and "poetic usage," or the internal and external 
manifestations of architectural culture.23 Modernism, on the other hand, according 
to Graves, did not preoccupy itself with "this debate about standard and poetic 
language,"24 choosing instead to base itself largely on other terms: 

[T]echnical expression-internal language-and the metaphor of the machine 
dominated its building form. In its rejection of the human or anthropomorphic 
representation of previous architecture, the Modem Movement undermined the 
poetic form in favor of nonfigural, abstract geometries. These abstract 
geometries might in part have been derived from the simple internal forms of 
machines themselves. 5 

Graves rejected the Modernist ideal. Instead, Graves favored 
anthropomorphic work because he claims that "[u]nderstanding the building 
involves both association with natural phenomena (for example, the ground is like 
the floor), and anthropomorphic allusions (for example, a column is like a man)."2 6 

Unsurprisingly, Graves's preferred architecture sees man both as the center of this 

20 H.R. REP. No. 101-735, at 12-13.  
2i Id.  
22 Id. at 12.  
23 Graves, supra note 19, at 11.  
24 Id 
25 Id.  
26 Id. at 12.
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space and as the architectural referent (he sees the "tripartite division of [a] wall 

into base, body, and head," while not "literally imitat[ing] man," as "nevertheless 

stabiliz[ing] the wall relative to the room, an effect we take for granted in our 

bodily presence there").27 

In turn, Congress internalized and then codified this dichotomy quite well.  

"The intent of the legislation is to protect only what Mr. Graves calls 'poetic 

language,"' the Report says, embodied in architecture that is "responsive to issues 

external to the building, and incorporates the three-dimensional expression of the 

myths and rituals of society." 28 Thus, "internal language"-what the House quotes 

Graves as calling the "basic form-determined by pragmatic, constructional, and 

technical requirements," is patently uncopyrightable. 29 This point is further backed 

up by the House's quoting of Huxtable, who says: 

[T]echnology is not art, and form only follows function as a starting point, or life 
and art would be much simpler than they are. The key to the art of architecture is 
the conviction and sensitivity with which technology and function are interpreted 
aesthetically, in solutions of a practical social purpose.3 0 

What Congress has done here, in effect, is to bring back the headache

inducing "separability test," albeit in a new format: unlike for 

pictorial/graphic/sculptural works, in which the work is subjected to a test of 

whether or not the "design elements can be identified as reflecting the designer's 

artistic judgment exercised independently of functional influences," 31 architectural 

copyright rests - on whether a design element is functionally determined 

(presumably, the copyrightable aspect, i.e., "poetic" language, must in some way 

implicate the social, as well).3 2 

27 Id.  

28 H.R. REP. No. 101-735, at 19 (1990), reprinted in 1990 U.S.C.C.A.N. 6935, 6950 (internal 

quotation marks omitted).  
29 Id. (internal quotation marks omitted).  
30 Id. (emphasis added) (quoting ADA LOUISE HUXTABLE, ARCHITECTURE, ANYONE? CAUTIONARY 

TALES OF THE BUILDING ART (1986)).  

31 Brandir Int'l, Inc. v. Cascade Pac. Lumber Co., 834 F.2d 1142, 1145 (2d Cir. 1987) (denying 
copyright protection to the "RIBBON" bike rack because of inability to separate aesthetic and 

functional concerns); see also Carol Barnhart, Inc. v. Econ. Cover Corp., 773 F.2d 411, 419 (2d 

Cir. 1985) (interpreting the separability test as asking whether the aesthetic features are mandated 

by the utilitarian functions of the article).  

32 H.R. REP. No. 101-735, at 20-21. Aside from this restriction, perhaps architects and judges alike 

will take heart in knowing that, like the rest of copyright law, architectural copyright has a rather 

low bar when it comes to originality (which, as Justice O'Connor wrote in the seminal copyright 

case Feist Publ'ns, Inc. v. Rural Tel. Serv. Co., 499 U.S. 340, 345 (1991), is the sine qua non of 

copyright law)-it does not require a showing of "'novelty, ingenuity, or [a]esthetic merit."' H.R.  

REP. No. 94-1476, at 51 (1976). Congress acknowledges that "[s]ubjective determinations of 

artistic or aesthetic merit are inappropriate and contrary to fundamental principles of copyright 

law"-presumably, at least, as long as the work shows some poetic soul. H.R. REP. No. 101-735, 

at 21.
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This is ironic because Congress then goes on to acknowledge that "[t]here is 
considerable scholarly and judicial disagreement over how to apply the separability 
test, and the principal reason for not treating architectural works as pictorial, 
graphic, or sculptural works is to avoid entangling architectural works in this 
disagreement." 33 Yet requiring courts to determine whether an architectural element 
is "functionally required" opens the gates to just such a separation between 
functionality and form, which more often than not could be impossible to apply in 
architecture-and has been, expanded drastically to encompass all elements 
determined by external factors. Interestingly enough, of all the various 
architectural styles, Graves's specific strain of postmodern building is most 
hospitable to such a test. The architects Denise Scott Brown and Robert Venturi, in 
defining and launching the "postmodern" architectural style, focused on decorative 
appendages-exterior signage, fancy facades, columns, and the like-as 
ambassadors of the style.34 Such design elements present little challenge to the 
"functionally determined" test, as they are necessarily decorative add-ons to the 
main building, wholly ornamental in function. However,. as I will later discuss, 
most other styles of architecture today are not such easy cases.  

B. Comparing the "Useful Articles" Doctrine 
While the so-called separability test is no doubt exasperating for its various 

formulations (courts have applied tests of physical separability, conceptual 
separability, and Nimmer's marketability test35), it nonetheless earmarks an 
important attribute of intellectual property law. The Copyright Act of 1976 defines 
a useful article as "an article having an intrinsic utilitarian function that is not 
merely to portray the appearance of the article or to convey information."36 Useful 
articles are denied copyright protection because there is another avenue available to 
designers of such items: patent law-specifically, a design patent.37 Because of the 
power of a monopoly on useful items, patent law's term of protection is shorter 
than copyright's, yet is much stronger (copyright, after all, has built-in defenses to 
would-be infringers like fair use38).39 Accordingly, the hurdles an inventor needs to 
jump through to secure a patent are much higher than copyright (which merely 
requires a showing of a modicum of originality): a hopeful design patent holder 
must prove that his invention is novel, original, and ornamental. The process is 

3 Id. at 20.  
34 ROBERT VENTURI, DENISE SCOTT BROWN & STEVEN IZENOUR, LEARNING FROM LAS VEGAS: THE 

FORGOTTEN SYMBOLISM OF ARCHITECTURAL FORM 51 (1977).  
3 See Barton R. Keyes, Alive and Well: The (Still) Ongoing Debate Surrounding Conceptual 

Separability in American Copyright Law, 69 OHIO ST. L.J. 109, 125-27 (2008) (discussing the 
various separability tests).  

36 17 U.S.C. @ 101 (2006).  

37 35 U.S.C. 171 (2006).  
38 17 U.S.C. 107.  
39 35 U.S.C. 289.
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time-consuming and expensive, ensuring that a patent holder's rewards do not 

exceed his effort, which would create a windfall to the owner.  

Thus, in many ways, the copyrightability of architecture is at least, 

superficially, as questionable as the copyrightability of fashion40-the latter of 

which has yet to achieve copyright status. The war regarding whether fashion 

should be copyrighted centers mainly around whether such protection would 
increase or decrease innovation/progress in the fashion industry, which is, of 
course, an industry centered around planned obsolescence and consumption. 41 And 
if architecture, too, like one commentator notes, is entrenched in a market model of 
supply-and-demand-that is, if architects only create because of a client's 
demands-then surely, the incentivizing aspect upon which the Constitution's grant 

of copyright power rests is nullified. 42 But, as I argue in Part III, such a simplistic 
view of the architectural field lacks imagination, taking account only of the service 
architect but not the speculative one. 43 Further, such an argument is akin to arguing 
that we need not grant copyright protection to the fine arts because there will 

always be market demand for the original painting (unlike in film or music, in 
which copies are fungible). 44 But these arguments are unpersuasive, for they 

assume that incentivizing innovation depends only on economic costs gained (or 
lost), absent of demoralization costs or subjective value. I will address this point in 
Part IV.  

For now, it suffices to note that the House Report is a text at war with itself.  
It wants to go beyond the idea that architecture is a mere useful article (for useful 
articles are patently uncopyrightable) due in no small part to the belief that to do so 
would allow monopolies on functionally useful forms. On the other hand, 
Congress does not know how to extend protection, and falls back on the old belief 

40 C. Scott Hemphill & Jeannie Suk, The Law, Culture, and Economics of Fashion, 61 STAN. L. REV.  
1147, 1184-85 (2009) (making a direct comparison between the copyrightability of fashion 
designs and architectural works and suggesting a similar solution for fashion, i.e., carving out a 
new statutory right).  

41 See A Bill to Provide Protection for Fashion Design: Hearing on H.R. 5055 Before the Subcomm.  
on Courts, the Internet, and Intellectual Prop. of the H. Comm. on the Judiciary, 109th Cong. 88 
(2006) (arguing that copyrighting fashion has no impact on innovation in the fashion industry); 
Kal Raustiala & Christopher Sprigman, The Piracy Paradox: Innovation and Intellectual Property 
in Fashion Design, 92 VA. L. REv. 1687, 1691-92 (2006) (advancing the "induced obsolescence" 
model to argue that copying may actually promote innovation); Hemphill & Suk, supra note 40, at 
1152-53 (positing that fashion should gain legal protection against close copying).  

42 James Bingham Bucher, Comment, Reinforcing the Foundation: The Case Against Copyright 
Protection for Works ofArchitecture, 39 EMORY L.J. 1261, 1268 (1990).  

43 See infra Part III.  

44 See Bucher, supra note 42, at 1268-69 ("As long as there is a demand for architecture, there will 

be a demand for architects. Considering the wide diversity of architectural works in our society, it 

is evident that the market values creativity.. .. Thus, architects have a natural incentive to be 

creative; those architects who exhibit creativity will be rewarded with new commissions."). One 

starts to wonder if that same argument wouldn't apply to the fine arts.
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that architecture exists to serve mankind, as shelter. If that is the case, then it is 
easy to challenge Congress by asking whether anyone should be allowed to have a 
monopoly on such a socially beneficial form. And, in adopting Graves's rhetoric 
about the easy partition between the "poetic" and the "standard," Congress makes 
the case for the importance of architecture's social functions as it exacerbates the 
fight for limited protection to just those anthropomorphic works. The "two-step" 
test that Congress envisions is as follows: first, determining if there are original 
design elements present, and second, asking whether such elements are 
"functionally required." 45  This test once again shows Congress unable to escape 
the useful articles doctrine. Thus, on its face, Congress has complied with the 
Berne Convention. But a closer reading of the legislative history leaves reason to 
seriously doubt whether most architectural works can make the cut. As we will see, 
Congress's equivocating will result in a split between the courts.  

III. Current Case Law: Abstraction/Filtration vs. Total Concept and Fee 

A. One Side of the Divide: Trek's Abstraction-Filtration-Comparison 
Standard and the "Supersubstantial Similarity" Test 

As predicted, a look at a recent case addressing the Act brings the idea of 
"functionally determined" to the point of existential absurdity. In Trek Leasing, 
Inc. v. United States, the plaintiff, an architecture firm, attempted to sue for 
copyright infringement when the defendants, another architecture firm, built a 
similar post office in a nearby town (both were commissioned by the United States 
Postal Service). 46 The Federal Claims Court stated that, "[a]ccording to 17 U.S.C.  

101, an architectural work 'includes the overall form as well as the arrangement 
and composition of spaces and elements in the design, but does not include 
individual standard features."' 47 The court goes on to state that the plaintiff "admits 
that some of its decisions were influenced by economic concerns instead of 
aesthetic ones. These elements raise serious questions about the copyrightability of 
Plaintiff's work." 48 In a section of the opinion devoted exclusively to "Efficiency, 
Necessity, and External Factors," the court, in complying with consistent analysis 
from other circuit courts in which "elements dictated by efficiency, necessity, or 
external factors must also be filtered out of the court's infringement analysis," 
points out that, for example, the plaintiff's decision to use faux stone was dictated 
by economic concerns (real stone would have been too cost-prohibitive), as was 
their decision to use concrete masonry units for the exterior walls.4 9 Further, the 
court points out: 

[The plaintiff] could not use real (structural) wood lintels to secure a faux stone 
structure due to building codes.... Furthermore. .. the parapet must be placed 

4s H.R. REP. No. 101-735, at 20-21 (1990), reprinted in 1990 U.S.C.C.A.N. 6935, 6951-52.  
46 66 Fed. Cl. 8, 10 (2005).  
47 Id. at 12 (quoting 17 U.S.C. 101 (2006)).  
48 Id. (internal citation omitted).  

49 Id. at 16.
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along the roof's edge, and the placement of that edge is determined by the 
location of the walls, which is determined by the USPS drawings. Therefore, the 
parapet placement is also unrotectable expression (as is the location of the cap, 
which sits atop the parapet). 5 

Essentially, the court, rather than look at the work as a whole, chooses to 
view any element of the work that is necessarily dictated by another (presumably, 
unprotected) element of the work-in other words, an element that logically 
follows or is dependent on another unprotected element-as therefore somehow 
"necessarily, efficiently, or externally" dictated, and thus unworthy of protection.  

In doing so, the court applies yet another dubious test: the so-called 
"abstraction-filtration-comparison" test, which has been applied to another 
controversial field of copyrightability work: computer software.5 1 That is, rather 
than examine how the whole of the work could be an original, the court instead 
embarks upon a separation of the unprotectable aspects of plaintiffs work from the 
protectable elements (sound familiar?52 ). Thus, once the court filtered out any 
element dictated by "external factors," what was left was "necessarily a 'thin' 
[copyright]." 53 Often, the court noted, "this results in the organization of the 
elements being the only protectable aspect of the copyrighted work." 54 Yet not 
only does this test fly directly in the face of Congress's other dictate in the Act, 
which is a recognition that "creativity in architecture frequently takes the form of a 
selection, coordination, or arrangement of unprotectible [sic] elements into an 
original, protectable whole," 55 it also circumvents the statutory language of the Act, 
which provides that an architectural work "includes the overall form as well as the 
arrangement and composition of spaces and elements in the design." 56 How could 
the court have made such a mistake? Perhaps because the equivocating wording of 
the Act, which also states that "individual standard features" are not included in the 
overall protectable work,57 could just as easily lend itself to the filtration test as it 
resists it. But how do we determine what "standard" is? Not only does Trek 
conjure up Graves's definition of "standard" as any building component touched by 
technology or practical concerns, but its result is also very much dependent on a 

5 Id. at 16-17 (internal citation omitted).  

51 See id. at 12 (noting that while the abstraction-filtration-comparison test is normally applied to 
computer programs, the D.C. Circuit "applied a similar analysis to an architectural work case"); 
see also Berne Convention Implementation Act of 1987: Hearing on H.R. 1623 Before the 
Subcomm. on Courts, Civil Liberties and the Admin. of Justice of the H. Comm. on the Judiciary, 
100th Cong. 679 (1988) (testimony of Paul Goldstein) (testifying that protecting architectural 
works by following the Berne Convention would lead to the same complications as applying 
copyright protections to computer software).  

52 See supra note 35 and accompanying text.  
53 Trek, 66 Fed. Cl. at 17.  
5 Id.  
5 H.R. REP. No. 101-735, at 18 (1990), reprinted in 1990 U.S.C.C.A.N. 6935, 6949.  
56 17 U.S.C. 101 (2006) (emphasis added).  
57 Id.
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narrative of architecture as one of creative resolution to functional .and social 
problems (as indicated by Congress's so quoting Huxtable 58 ). In this light, 
architecture has much in common with computer software, and thus could 
conceivably be evaluated under the same standard.59 

This determination in turn led the Trek court to apply a more stringent test to 
evaluate similarity. While the traditional test for determining infringement is the 
"ordinary observer" test, the court decided to apply the "more discerning" observer 
test, which requires a showing of "supersubstantial similarity" in order to constitute 
infringement.60 This is a pernicious standard, if for no other reason than that it 
makes it vastly easy for would-be infringers to find a loophole around the law by 
changing small details, such as the color or size of building material (in fact, the 
Trek court suggests that the "Plaintiff's choices regarding the color and type of faux 
stone" constituted its few "original" elements; 61 presumably, had defendant used a 
different color of stone, there would have been no finding of supersubstantial 
similarity).  

Of course, to be sure, a post office that worked in part off of USPS building 
plans62 is not exactly the high mark of creative endeavor, but then again, Congress 
itself explicitly stated that the bar for originality when it came to architectural 
copyright protection would be low. 63 Trek therefore stands as harmful precedent.  
Post-Trek, one must presume that any element dictated by building codes or 
involving economic consideration is inherently unprotectable (and, in fact, current 
case law is already headed that way, see Part I). Given the nature of architecture as 
a discipline (that it caters to a client's economic concerns, that it is heavily 
regulated by building and zoning codes), can any work pass the Trek hurdle? 

The answer, I suggest, merely involves placing a different lens on the same 
world. I will return to this question later. For now, I take a brief look at another 
recent case, Shine v. Childs, for a different answer to the same statutory text.  

B. Shine v. Childs: A Promising Future 

Shine v. Childs was a 2005 New York district court case involving a famous 
and well-established defendant, David Childs of the behemoth architecture firm 
Skidmore, Owings & Merill (SOM). 64 The plaintiff was a young architect named 

58 See supra note 30 and accompany text.  
59 See Su, supra note 9, at 1876 ("[T]here are many similarities between architectural works and 

computer programs. Both types of work represent a hybrid of functional and creative elements.  
Both architects and software engineers face a similar set of external factors that limit their 
freedom of design choice. The nature of the problem that a computer program aims to solve is 
analogous to the building program requirements of an architectural design.").  

60 Trek Leasing, Inc. v. United States, 66 Fed. Cl. 8, 19 (2005).  
61 Id. at 17.  
62 Id. at 16.  
63 See supra note 32 and accompanying text.  
64 382 F. Supp. 2d 602, 604-05 (S.D.N.Y. 2005).
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Thomas Shine, who had designed a soaring skyscraper as part of a studio project at 
the Yale School of Architecture. 65 As part of Shine's final review in late 1999, a 
jury of invitees, including Childs, evaluated his work. The reviews were glowing.66 

Unfortunately for Childs, in December of 2003, both he and SOM presented a 
design for Ground Zero's Freedom Tower that Shine alleged was strikingly similar 
to his prior project. 67 This suit ensued.  

The court declined to "filter out" uncopyrightable elements and analyze "the 
elements of plaintiffs works separately, comparing only those elements that are 
copyrightable to those present in the designs for the Freedom tower."6 8 Judge 
Mukasey briskly writes, "[A]s our Circuit noted, 'we might have to decide that 
there can be no originality in a painting because all colors of paint have been used 
somewhere in the past."'69 Reading the same statutory text as Trek, the Shine court 
comes to the opposite conclusion, choosing instead to hone in on the words "overall 
form" and "arrangement and composition" to evaluate the work-even with its 
arguably unprotectable individual elements-as a protectable whole.70 

Accordingly, the court elects to use the substantial similarity test, rather than Trek's 
ultra-stringent supersubstantial similarity one. 71 

As is often the case, judge-made law will continue to shape the outer limits of 
architecture's copyrightability. To ignore the legislative history of "poetic" versus 
"standard" and focus solely on the text of the statute can yield two opposite results, 
as Trek and Shine illustrate. An "architectural work is the design of a building as 
embodied in any tangible medium of expression, including a building, architectural 
plans, or drawings. The work includes the overall form as well as the arrangement 
and composition of spaces and elements in the design, but does not include 
individual standard features." 72 The text is easily amenable to both a Trek 
interpretation (filtering out the standard features and evaluating the remaining 
whole with a very thin copyright that subsists mostly in the exact arrangement of 
elements in space) or the Shine interpretation (acknowledging that while individual 
standard features may not be copyrightable by themselves, they can nonetheless 
coalesce to form a copyrightable whole). As Shine was decided in August of 2005, 
a mere three months after Trek was decided, the ground is now ripe for either 
interpretation by future courts.  

65 Id. at 605.  
66 Id. at 604-05.  

67 Id. at 606.  
68 Id. at 610.  
69 Id. (quoting Knitwaves, Inc. v. Lollytogs Ltd., 71 F.3d 996, 1003 (2d Cir. 1995)).  
70 Shine, 382 F. Supp. 2d at 609.  
71 Id. at 612.  
72 17 U.S.C. 101 (2006).
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Subsequent case law, though none as high profile as Shine v. Childs, has been 
equally divergent in its interpretation of the Act. For example, in the recent 2010 
case Harvester, Inc. v. Rule Joy Trammell + Rubio, LLC, the district court cited 
"(1) market demands, (2) building codes and manufacturers' clearance directives, 
[and] (3) functional demands" as factors that "operate to limit in some way the 
opportunity for originality and available ways in which to express elements in 
[plaintiff's] Architectural Drawings." 73 "Market demands" can even "include the 
expectations and design tastes of the prospective consumers of the residential 
apartment and commercial retail space," 74 raising very serious questions as to what 
architecture would be copyrightable at all under such a standard. Unsurprisingly, 
the Harvester court decided that the plaintiff's copyright was a "thin" one, at best.75 

The Harvester approach that treats expression addressing "market demands, 
building codes and zoning requirements, functional demands, the physical site and 
environment, budgetary constraints and available technology" as "merging" with 
the idea and thus unprotectable under the merger doctrine was followed in the 2011 
case Dream Custom Homes, Inc. v. Modern Day Construction, Inc.76 As we will 
see in Part III, such standards raise serious questions for the copyrightability of 
prominent, creative architectural works being built today. In contrast, the district 
court in the 2009 case T-Peg, Inc. v. Vermont Timber Works, Inc. declined to apply 
Trek's abstraction-filtration-comparison standard, which was urged by the 
defendants. 77 

Part IV of this Article will suggest a new standard that would replace the split 
in court opinion with a uniform standard that takes into account the difference 
between your standard resort fare and a work of monumental architecture like 
Shine's. But to understand further why the abstraction-filtration standard is 
pernicious-and why we should not evaluate architectural work under the computer 
software standard-we must first look at current developments in architecture, all 
of which move away from the legislative history's false dichotomies of poetic 
versus standard, man versus machine, creative versus determined, and internal 
versus external, towards a new understanding of the intellectual progress 
architecture can foster.  

IV. Alternate Narratives: Bernard Tschumi, Peter Eisenman, and The 
Dutch School (or, Functionality Rebuked) 

In order to justify Shine's use of the "total concept and feel" test, we must 
first ward off the possibility that such a test as applied to architecture could stifle 
progress by allowing monopolies on useful forms. That is, while Shine relies on a 
textual reading of the statute, it is not immune from Constitutional attacks.  

73 716 F. Supp. 2d 428, 440 (E.D. Va. 2010).  
74 Id. at 441.  7 Id. at 434.  
76 773 F. Supp. 2d 1288, 1300 (M.D. Fla. 2011) (citing Harvester, 716 F. Supp. 2d at 440-41).  
77 No. 03-CV-462-SM, 2009 WL 839522, at *2 (D.N.H. Mar. 27, 2009).
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What the Act and all the legal literature surrounding the Act have implicitly 
focused on, knowingly or not, is merely one view of the cathedral. That is, in 
emphasizing architecture's socially beneficial aspect, as Congress did, or in 
deriding architectural copyright as counter to the progress of the field, as the 
literature has done, all the analysis surrounding the Act so far is only speaking to 
the service architect-the architect that merely "seeks to expertly fulfill the needs 
and desires of a client," resulting in work that only reflects the "self-replicating 
ambitions of entrenched power and the banalizing forces of the market."7 8 But such 
is a vastly limited view.  

Because then there is the speculative architect-the one who "foregrounds his 
effort to change architecture so that it, in turn, can help shape a better world."7 9 In 
what is a brilliant repetition of the same Churchill quote Congress used in the Act's 
legislative history, architect Jeffrey Kipnis writes: "Winston Churchill said, 'We 
shape our buildings; thereafter they shape us.' Karl Marx would have. agreed, once 
he had reversed the order of causality."8 0 

Speculative architecture challenges the assumptions we hold about an 
architecture that can do nothing but be pre-determined end products that reflect the 
mass desires. of consumer society,- and it is these assumptions that are being 
challenged right now by the radical architecture of today. The examples that I will 
provide serve to not only dispel the (what I argue, wrongful) notion of architecture 
as akin to "useful articles," but also prove the unworkability of Trek-and 
Congress's tentatively proposed-two-step "functionally determined" standard. 8 1 

A. Bernard Tschumi: Useless Architecture 

I want to eradicate once and for all the notion that, as one commentator put it, 

"[flew, if any architectural structures have been conceived and commissioned 
without some functional purpose in mind even if they are clad in artistic 
overtones." 82 Indeed, there is some eagerness amongst the Act's detractors-and 
equivocating language on Congress's part8 3-to label architecture as a useful 
article. Architecture is useful only insofar as the service architect aims to please his 
client. And though Modernism's oft-repeated mantra, "form follows function," still 
stands as the most prominent historical justification for architecture's utilitarian 
calling, this is just one narrow tunnel view into the whole of architectural history. 84 

78 Jeffrey Kipnis, Diagram, in 11 HUNCH: RETHINKING REPRESENTATION 86, 86 (Penelope Dean ed., 

2007).  
79 Id.  
80 Id. (emphasis added).  
81 H.R. REP. No. 101-735, at 20-21 (1990), reprinted in 1990 U.S.C.C.A.N. 6935, 6952.  
82 Hixon, supra note 10, at 649.  
83 See H.R. REP. No. 101-735, at 20-21 (proposing that functional design elements should not be 

protected).  
84 Hixon, supra note 10, at 648; Scaglione, supra note 11, at 209.
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Architect Bernard Tschumi (former dean of the Columbia Graduate School of 
Architecture) traces the history of the other side of the story, that of revolutionary 
architecture: 

[Architectural revolutionaries'] attempts to find a socially relevant, if not 
revolutionary, role for architecture culminated in the years following the May 
1968 events with "guerilla" buildings, whose symbolic and exemplary value lay 
in their seizure of urban space and not in the design of what was built.... This 
nihilistic prerequisite for social and economic change was a desperate attempt to 
use the architect's mode of expression to denounce institutional trends by 
translating them into architectural terms .... 85 

Tschumi reiterates the distinction between the autonomous architecture that 
powers the field via its ability to dream, and its ultimate translation into the service 
architecture that we think of when the word is invoked. 86 In Tschumi's view: 

[A]rchitecture seems to survive only when it saves its nature by negating the 
form that society expects of it. I would therefore suggest that there has never 
been any reason to doubt the necessity of architecture, for the necessity of 
architecture is its non-necessity. It is useless, but radically so.87 

In other words, it is the will and, indeed, the goal toward revolution and 
estrangement that gives the field its ultimate progressive power. Tschumi's plea for 
uselessness is not completely utopian: after all, he acknowledges that the 
architecture he speaks of-the whole of the field that aims to break free of the 
useful ends society ultimately makes of it-might "contain more revolutionary 
power than its numerous transfers into the objective realities of the building 
industry and social housing." 88 But built works are only half the story. As the facts 
of Shine v. Childs have shown us, anything-from models made for a graduate 
student studio to proposals submitted as part of an architectural competition (which 
is the other reality of the field: proposals that may never end up built but still may 
end up copied)-could be fair game for copycats.  

B. Likewise, Peter Eisenman: Alienation Games 

For further proof that even built works are not inherently utilitarian, one need 
only look at the provocative work of Peter Eisenman, who takes the idea that 
buildings are necessarily humanistic or even inhabitable and inverts it on its head.  
Eisenman, whose work I began this Article quoting, sets out to challenge the idea 
of architecture as shelter, comfort, or stability. Eisenman's goal is to dislocate 
dwelling in an attempt to continuously reinvent architecture itself.8 9 But 
Eisenman's work, too, is a work of literary proportions, and thus would be right at 
home in Congress's attempt to situate architecture within the meaning of "writing." 
Using what he terms the "rhetorical figure," Eisenman's architecture works to free 
the field from its dependency or attachment to representation; sick of architecture's 

85 BERNARD TSCHUMI, ARCHITECTURE AND DISJUNCTION 45 (1996).  
86 Id. at 46.  
87 Id. (emphasis in original).  
88 Id.  
89 Eisenman, supra note 2, at 177.
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standing in as a readymade sign for age-old cultural signifiers or as reinforcement 
of institutions, Eisenman would rather create new content by "dislocat[ing] site 
implications from their culturally predetermined meanings." 9 0 Deeply opposite to 
Graves, Eisenman does not want to center-he wants to decenter; rather than read a 
figure aesthetically or metaphorically, Eisenman would rather a figure be read 
rhetorically. 91 Only by doing so can architecture remain the "constructive activity" 
it is, and in turn, create institutions, rather than institutionalize.  

As a result, works like House VI, which he designed for clients Richard and 
Suzanne Frank in 1972, are difficult to the point of pure alienation. In the client's 
tell-all book, Peter Eisenman's House VI: The Client's Response, the Franks speak 
of giving Eisenman "poetic license" to design the house as he saw fit, in what is a 
pure invocation of Graves's language. 92 The truth of the matter is that Graves 
would have hated House VI, for it does not take man at the center of its reference 
point at all. For example, before the house's renovation, a glass strip had divided 
the bedroom, forcing the Franks to sleep on opposite sides of the room (in twin 
beds) in what is a comical denial of the master bedroom prototype. 9 3 The house 
features only one bathroom, on the second floor, which requires guests "to travel 
through the bedroom by day or at night to use the facilities." 94 And if a visitor or 
the Franks themselves had expected to revel in the New England views, they better 
be forewarned: "[t]he visual delights of the New England landscape are shut off by 
the planes painted white, gray, and black inside, so that there are no good views of 
the trees and fields from the living room, dining space, or kitchen."95 

Likewise, in his 1989 building, the Wexner Center for the Arts (Ohio State's 
contemporary art space), Eisenman's use of "not quite vertical," "not quite 
horizontal" colliding floor and wall planes had the intention of putting "in 
suspension the sense of the pull of gravity." 96 As the story goes, legend circulated 
that the building was known to make people vomit, until a journalist uncovered that 
Eisenman himself had made up the story.97 But the story is instructive, for, as 
Professor Andrew Ballantyne aptly points out, "[b]y some scale of values he was 
actually enhancing the reputation of his building by letting it be known that it was 
hostile to humanity." 98 As such works and ideologies show, we've long moved 
beyond the world of Modernism and form-follows-function, and even of that of the 

90 Id. at 179.  
91 Id. at 177.  
92 SUZANNE FRANK, PETER EISENMAN'S HOUSE VI: THE CLIENT'S RESPONSE 54 (1994).  

93 Id. at 60.  
94 Id. at 33.  
95 Id.  

96 ANDREW BALLANTYNE, WHAT IS ARCHITECTURE? 14 (2002).  
97 MICHAEL POLLAN, A PLACE OF MY OwN: THE EDUCATION OF AN AMATEUR BUILDER 68 (1998).  
98 BALLANTYNE, supra note 96, at 14.
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social or the human as the ultimate goal-as perhaps best-exemplified by the 
newly-coined catchphrase for this school of architects: the "posthumanists." 99 

C. The "Dutch School": Inevitability as Aesthetic Mantra 

Even the highly prolific, successful architects these days-those who straddle 
the line somewhere between speculative and service architects-put on the "Yes 
man" suit in order to make a game of the very nature of architecture. In what I will 
dub the "Dutch school"-specifically, the firms OMA, MVRDV, and BIG
architecture's "functionally determined" aspect becomes the very play stuff for 
fancy and irony. These three firms have made an aesthetic mantra out of the 
seemingly inevitably-determined, working off of zoning laws, borrowed airspace, 
and efficiency concerns to create works that seem inevitably determined yet 
achieve highly original, creative ends, as if commenting on the modern role of the 
architect itself. In a sense, it is a winking nod to the Modernist credo of "form
follows-function"-but if anything, the new garde, including the "Dutch school"
addresses the idea of whether form is ever a mere inevitable product of functional 
concerns.  

The firm OMA has designed some of the most iconic contemporary buildings 
in the world, including the Seattle Central Library, Casa da Musica concert hall in 
Portugal, and the CCTV tower in China. 100 Its principal Rem Koolhaas, a prolific 
writer and architectural theorist, makes an aesthetic mantra out of the seemingly 
inevitable. In writing on OMA's proposal for the 2001 extension to the Whitney 
Museum in New York101 (the project was eventually handed over to Renzo 
Piano10 2), Koolhaas cheekily emphasizes the concept of obedience. Koolhaas 
writes of the project's conception: 

Handed a commission with a wink-design an extension of such virtuoso 
brilliance that the Landmarks Preservation Commission, custodian of the 
adjacent late-19th Brownstones, will swoon and give permission for 
demolition-OMA instead chose to take the preservationist and zoning laws 
tangling Breuer's Whitney strictly at face value. The result is a building growing 
from a miniscule footprint, in full submission to the zoning envelope, reaching up 
and over the Brownstones and the Breuer, "like a gigantic cat's paw." This act of 
obedience engenders a triple liberation: the Brownstones could be used, for the 
first time, to house prewar, smaller paintings in intimate spaces . . . or like a 
Procrustes bed to try to counteract the gigantomania of contemporary art... .103 

99 See, e.g., K. MICHAEL HAYS, MODERNISM AND THE POSTHUMANIST SUBJECT: THE ARCHITECTURE 
OF HANNES MEYER AND LUDWIG HILBERSEIMER (1995); Neil Badmington, Theorizing 
Posthumanism, 53 CULTURAL CRITIQUE 10 (2003).  

100 Projects, OMA, http://oma.eu/projects (last visited June 10, 2012).  
101 See infra App. 1 (OMA, Proposal for the Whitney Museum).  
102 See New Building Project, WHITNEY MUSEUM OF AM. ART, http://whitney.org/About/ 

NewBuilding/About (last visited June 11, 2011) (confirming that the new building was designed 
by architect Renzo Piano).  
Rem Koolhaas, 2001 Whitney Museum Extension, New York: Obedience (1966 and 1985) (quote 
from tear-off postcards as part of OMA exhibit at New Museum of Contemporary Art in New 
York, NY, on file with author).
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The proposal, unfortunately, was "deemed disrespectful." 10 4  But this point 

goes exactly to the whole genius of Koolhaas and OMA's work: in recalling the 
seemingly inevitably-determined nature of both skin (in adhering to the zoning 
envelope) and program (that a museum must be hospitable to the art it keeps), 
OMA has in turn engendered a building that is neither conventional in shape (thus 
the rather offensive and comically out-of-place image of a cat's paw stretching over 
the Upper East Side) nor agenda (the forced preservation of small paintings in 
private homes). That the end project was deemed liberating and disrespectful is 
illustrative: Koolhaas is aligning himself not with the avant-garde, dedicated to 
broaching new ground as if in some desperate escape from the inevitability that 
plagues the architectural profession, but with the arriere-garde-turning obedience 
into quiet subversion. 105 By adhering to the exact letter of the client's demands, 
Koolhaas instead allows his own vision of the world-as chaos and comedy-to 
reign, though, as the case of the Whitney shows, not always to the satisfaction of 
the client.  

Likewise, the firm BIG-headed by Bjarke Ingels-takes the idea of the 

arriere-garde and channels it into one overwhelming position: "Yes Is More," or 
what Ingels calls "pragmatic utopianism."106 Inherent in the mantra is the idea that 

you could somehow play the Yes-man and also manage to exceed such parameters.  
For too long, Ingels notes, "the field of architecture has been dominated by two 

opposing extremes," on "one side an avant-garde of wild ideas, often so detached 
from reality that they fail to become something other than eccentric curiosities," 
and on the other side the "well-organized corporate consultants that build 
predictable and boring boxes of high standard." 10 7 Thus, "[r]ather than choosing 
one over the other, BIG operates in the fertile overlap between the two opposites," 
a position Ingels deems evolutionary, rather than revolutionary. 108 

BIG's winning competition proposal for a waste treatment plant in 

Copenhagen is the perfect embodiment of such mediated avant-gardism. 10 9 BIG 
notes that "[m]ost of the recently build [sic] power plants are merely functional 

boxes, wrapped in an expensive gift paper. The main 'function' of the faade is to 
hide the fact that factories are having a serious image/branding problem."11 0 The 

irony behind the boring, aesthetically drab power plants of today is that, 

104 Id.  

105 See, e.g., Kenneth Frampton, Toward a Critical Regionalism: Six Points for an Architecture of 

Resistance, in PoSTMODERNISM: A READER 268, 272 (Thomas Docherty ed., 1993) (arguing that 

"[a]rchitecture can only be sustained today ... if it assumes an arridre-garde position ... to 
cultivate a resistant, identity-giving culture").  

106 BIJARKE INGELS, YES Is MORE: AN ARCHICOMIC ON ARCHITECTURAL EVOLUTION 14 (2009).  
107 Id.  
108 Id.  
109 See infra App. 2 (BIG, Proposal for the AMF Waste Treatment Plant).  
110 AMF, BIG, http://www.big.dk/projects/amf/ (last visited June 26, 2011).
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presumably, if the faade lacks function, it might be, under the 
efficiency/external/economic factors test used by the Trek and Harvester courts, 
presumably copyrightable. But BIG, on the other hand, "want[s] to do more than 
just create a beautiful skin around the factory. [They] want to add functionality! 
The ambition of creating added value in terms of added functionality does not stand 
in contrast to the ambition to create beauty. It does not have to be either/or.""' 

But BIG's desire to functionalize what would otherwise be a non-functional, 
probably-copyrightable building envelope might set off alarm bells. Again, items 
with utilitarian functions traditionally have been relegated to the realm of patent 
law, for, as the Supreme Court stated in explaining trademark law's aesthetic 
functionality doctrine (which denies trademark protection to useful design 
elements): 

The functionality doctrine prevents trademark law, which seeks to promote 
competition by protecting a firm's reputation, from instead inhibiting legitimate 
competition by allowing a producer to control a useful product feature. It is the 
province of patent law, not trademark law, to encourage invention . . . . If a 
product's functional features could be used as trademarks, however, a monopoly 
over such features could be obtained without regard to whether they qualify as 
patents and could be extended forever ... .2 

Copyright protection, while not perpetual like trademark protection, 
nonetheless lasts far longer than patent law."3 But here is where we find BIG's 
stated intent of "add[ing] functionality" diverging from the actual purposes behind 
the functionality doctrine's prohibition on extended monopolies. As it turns out, 
BIG's idea of "added functionality" means "turning the roof... into a ski slope for 
the citizens of Copenhagen.""4 

Comical? Yes. Ridiculous? Probably. But this is exactly the kind of 
unconventional, tongue-in-cheek, playful thinking parading under old form-meets
function talk that BIG is infamous for. It cannot seriously be argued that skin-as
ski-slope is such a useful feature of a building that to deprive future architects the 
ability to use it would inhibit innovation in the field. Yet if we resign ourselves to 
filtering out any elements with a supposed functional bent, BIG's hyper-creative 
idea for a rooftop skiing slope is now fair game for any architect, while a 
monolithic grey skin might somehow manage to surmount the low originality 
barrier in obtaining copyright protection.  

A last example of the type of "Yes"-driven architecture that achieves 
uncommon ends is MVRDV's 2001 proposal for the Eyebeam Institute in 

" Id. (emphasis added).  112 Qualitex Co. v. Jacobson Prods. Co., 514 U.S. 159, 164-65 (1995).  
113 Cf 35 U.S.C.A. 154(a)(2) (West 2012) (stating that the duration of a patent grant begins "on the 

date on which the patent issues and end[s] 20 years from the date on which the application for the 
patent was filed"); 17 U.S.C. 302(a) (2006) (stating that copyright "endures for a term consisting 
of the life of the author and 70 years after the author's death").  

"4 AMF, supra note 110.
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Chelsea.115 Like OMA's proposal for the Whitney extension, MVRDV's building 

envelope conforms smoothly to the zoning envelope. But "[b]y using the ultimate 

limits of given urban zoning, the volume permits for an oversizing that allows for 

interior voids, that can become a collective zone throughout the building, 

accentuating an endless interior, in which all functions, both Eyebeams [sic] and 

the tenants [sic], can be addressed. This envelop [sic] turns the Institute into a 

landmark within its surroundings." 116  Under the current 

abstraction/filtration/comparison standard, both the interior voids and the iconic 

building envelope would be uncopyrightable. But the act of oversizing (by using 

the maximum allowable envelope) is artistic genius, for it allows the creation of an 

endless series of tiny interior voids that is at once beautiful (resembling "[a] giant 

bee-hive") as it is expressive (the voids are a modern-day rewriting of the 

cathedral's hollow-tower; "[t]he cathedral like [sic] effect follows the logic of 

eternity: it avoids a fashionable and rapidly outdating architecture"). 1 17 

These architectural examples-of taking the demands and efficiency concerns 

of the external world and, in turn, making them beautiful, or sublime-are nothing 

less than art. Architecture is, as Koolhaas puts it, an art "[that] animate[s] larger 
and larger spaces," "engender[ing] an Apocalyptic Sublime.""' 

V. Total Concept and Feel, Reworked 
A. The Case for Broader Protection: Demoralization Costs and 

Expressive Content 

If it is true that Graves's narrative of populist social architecture with mere 

"symbolic appendages" 19 (surely superfluous, surely copyrightable) has dominated 

the legal conversation about architecture's "real" role and what protectable 

architecture is or does, then shifting the conversation to other views of the cathedral 

would necessarily mean widening the arena of protected works under the Act.  

Now, it is highly possible-indeed, likely-that architecture does not need 

copyright to thrive, as it has survived all these years (in the United States, at least) 

without it. And if, as one commentator has argued, there are plenty of other 

incentive mechanisms in place for an architect-including satisfying the client 

115 See infra App. 3 (MVRDV, Proposal for the Eyebeam Institute).  
116 Eyebeam Institute, Media Galaxy, MVRDV, 

http://www.mvrdv.nl/#/projects/170eyebeamnewyorkmediagalaxy (last visited June 11, 2011).  
117 Id.  
118 Rita Valencia, The Stark Fist of Removal, TIMES QUOTIDIAN (June 13, 2011), 

http://www.timesquotidian.com/2011/06/13/the-stark-fist-of-removal/.  
119 This phrase comes from a section titled "Social Architecture and Symbolism" in Denise Scott 

Brown, Steven Izenour & Robert Venturi's defining work on postmodern architecture, VENTURI, 

BROWN & IZENOUR, supra note 34, at 155.
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and/or desiring the prestige of winning a competition-then does the scope of 
protection matter? 120 

One reason this is harmful, I argue, is that to narrow protection so that Robert 
Venturi's symbolic appendages or Graves's anthropomorphic columns are covered, 
but OMA's towers are not (or, at best, receive a "thin" copyright that any hopeful 
infringer with half a head on their shoulders would be able to circumvent) would be 
to unfairly single out specific architectural styles,'21 sending those architects a clear 
message: Your work does not make the cut (as original, as worthy of protection), 
but others do. This becomes significant when we take into account demoralization 
costs (to borrow Frank Michelman's phrase in his famous article on Takings 
Law'22 ). Applying Michelman's demoralization costs to the losing architect, such 
costs would be those "disutilities which accrue to losers and their sympathizers 
specifically from the realization that no compensation is offered" (in the form of 
infringement damages) and the "present capitalized dollar value of lost future 
production ... caused by demoralization of uncompensated losers, their 
sympathizers, and other observers disturbed by the thought that they themselves 
may be subjected to similar treatment on some other occasion" (for example, those 
architects practicing under similar styles).' 23 To be clear, such demoralization costs 
only apply if an individual (or, probably more appropriately, an individual 
architecture firm, which, though collaborative, nonetheless exudes a unique style) 
feels that his or her work has been unfairly singled out.'2 4  In other words, in a 
classical Rawlsian conception of fairness, the loser cannot feel that there are 
specific preferences in play.125 

Of course, in a world in which no architectural work is copyrightable-as in, 
in the United States of twenty years ago-this would not apply. And, to a certain 
extent, because architectural copyright is still new, it might still come as a shock 
when an infringement claim is actually deemed valid.126 But the proprietary nature 
of human beings also cannot be denied-the one that is tempted to look at a similar 
work and say, "Hey, that looks like mine." Even the architect Daniel Libeskind
who claimed to "[not] mind that Donald Bates," the architect of Federation Square 

120 Bucher, supra note 42, at 1269-70.  
121 I argue that the Act discriminates against almost all styles, with the exception of some of 

postmodern architecture's more ornate forms. See Scaglione, supra note 11, at 206-07 (stating 
that the Copyright Act's "functionality test is really a separability test" which "discriminates 
against modem architecture").  

122 Frank I. Michelman, Property, Utility, and Fairness: Comments on the Ethical Foundations of 
"Just Compensation " Law, 80 HARV. L. REV. 1165, 1223 (1967).  

123 Id. at 1214.  

1 See id. at 1223 ("The relevant risks plainly are minimized by insistence on compensation when 
settlement costs are low, when efficiency gains are dubious, and when the harm concentrated on 
one individual is unusually great.").  

125 Id. at 1220.  

126 See Fred A. Bernstein, Hi, Gorgeous. Haven't I Seen You Somewhere?, N.Y. TIMES, Aug. 28, 2005, at 27 (discussing three cases of architectural similarity that are unlikely to end up in court).

54
[Vol. 21:33



Narrativizing the Architectural Copyright Act

in Australia, used "acute angles reminiscent of [Libeskind's] work"-could not 

help but be "initially disturbed" when Eisenman revealed a design "for a Holocaust 

memorial in Berlin ... [which] looked too much like the memorial garden 
[Libeskind] had designed for the Jewish Museum in that city." 127 And yes, while 

the social sanctions for "an accusation of architectural plagiarism"-including 

"cocktail party chatter and snippy blogs"128-nonetheless still exist, a claim for 

infringement would be available as a last resort to vindicate oneself in the eyes of 

the public-as Shine did with Childs in his David and Goliath tale.  

After all, the laws that we have in place do not merely serve utilitarian ends, 

but are also a vindication of what we as a society are prepared to value. For 

example, the recently-enacted Visual Artists Right of 1990 and its set of restrictive 

rights on visual art owners abrogate the traditional property rights of owners in the 

name of a greater vindication of the value we accord to art as a society. 12 9 The 

Architectural Works Copyright Protection Act, too, can have expressive value-if 

it allowed architecture to free itself of the commonly-held notion of being nothing 

but a vehicle for shelter and solace-and stand, instead, on its own two bold feet.  

Just as fine art exists as more than mere commodity pieces to be bought and sold in 

the stalls of Art Basel, so architecture too is more than just condo buildings made in 

service of the wealthy. It is, like music, film, art, and literature, a form of writing, 

capable of grafting its own intentions and narrative onto the world around it, rather 
than vice versa.  

B. The Two-Factor Balancing Approach (Between Tract Homes and 
High Architecture) 

At the same time, the possibility of monopoly-especially in the so-called 

"bread and butter" architecture (condos, tract homes) 130-cannot be taken lightly.  

But to allow for loopholing by using a "supersubstantial" standard, or to denigrate 
"high architecture" like those of BIG and OMA as merely cloaked by a "thin 

copyright" just because individual elements are seemingly "functionally" 

determined by laws or the market is not the answer. Here's a better idea.  

To begin with, copyright law, unlike patent law, already has built-in 

mechanisms that preclude absolute monopoly. In addition to the "independent 

creation" rule (two authors who independently arrive at the same result are 

127 Id.  
128 Id.  
129 17 U.S.C. 106(a) (2006) (allowing the creator of the work to "prevent any intentional distortion, 

mutilation, or other modification of that work which would be prejudicial to his or her honor or 

reputation").  
130 See Su, supra note 9, at 1856 (describing architecture's bread and butter as the "single-family tract 

houses and modest commercial buildings").
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nonetheless both valid copyright holders131)132 and the idea/expression dichotomy, 
there is also the fair use defense. 133 While the idea of fair use in architecture has 
not been litigated or written about,13 4 it is easy to imagine the concept as it applies 
to architecture. Architecture is, like the other arts, one of taking old components 
and making them new. Thus, if a would-be infringer had used another architect's 
copyrighted element in a transformative way, and as part of a larger project, the 
work would be easily amenable to a fair use defense. And, in the case of tract 
homes or condos, the "nature" of the copyrighted work itself (the second of the fair 
use factors) is akin to factual works: it receives a very thin protection. Therefore, 
only an egregious copier would fail the fair use test.  

In addition to all of copyright's built-in protections against monopoly and in 
support of the free flow of information and ideas, I want to also propose a simple 
two-factor balancing test that courts can consider when deciding whether a building 
design is copyrightable or not. While the "total concept and feel" test should be 
applied in most cases-thus, allowing a jury to evaluate the original and infringing 
work for substantial similarity-courts should consider awarding summary 
judgment to the defendant only in cases in which the gain to the public (in having 
such form be in the public domain) would outweigh the loss to the individual.'3 5 

This test, which is a reformulation of Michelman's balancing test, would therefore 
ensure that if, for example, an architect were to develop a form for low-income 
housing that is able to maximize the number of available units and breathable space 
per unit while creating an overall pleasing skin in accord with the zoning code (thus 
alleviating urban blight), he should be denied a copyright for both the overall form 
and the individual components (for example, a special form of window that 
maximizes sunlight while being cheap and aesthetically pleasing) because the 
general welfare of society has increased via a dramatic increase in available, 
affordable low-income housing (which, in the long run, might even benefit him 

131 Note that independent creation in some ways precludes the idea that a not-too-original tract home 
developer could monopolize the whole field, as "[t]he less creative the choice, the stronger the 
inference that the same choice or group of choices made by another was made independently." 
Procter & Gamble Co. v. Colgate-Palmolive Co., 199 F.3d 74, 78 (2d Cir. 1999).  

132 I acknowledge that architecture, like fashion, has very much of an "it's the zeitgeist" feel to it-as 
in, two firms might very well arrive at the exact same result if certain ideas are circulating in the 
air that year, as was the case one year with architects Thomas Leeser and Diller & Scofidio.  
Bernstein, supra note 126, at 27. Since the two architects did so independently, there would be no 
infringement case.  

133 Codified at 17 U.S.C. 107, courts weigh four factors in determining whether defendant has a 
valid fair use defense: "(1) the purpose and character of the use. . . ; (2) the nature of the 
copyrighted work; (3) the amount and substantiality of the portion used .... ; and (4) the effect of 
the use upon the potential market for or value of the copyrighted work." 17 U.S.C. 107 (2006).  

134 At least, not in depth. In Thomas M. Gilbert Architects, P.C. v. Accent Builders and Developers, 
LLC, 377 F. App'x 303, 309 (4th Cir. 2010), the defendant tried to make out a fair use defense, 
but only addressed the fourth factor, ignoring the other three. Unsurprisingly, the Fourth Circuit 
dismissed it.  

135 Michelman, supra note 122, at 1193.
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specifically, for example, via more available building space for other 
developments). 13 6  On the other hand, an MVRDV design for an art space that 
smoothly conforms to the zoning envelope, though determined by external factors, 

would nonetheless be copyrightable because the gain to future art spaces hoping to 

use the same shape simply because it is beautiful would not outweigh MVRDV's 
perceived loss at having their signature aesthetic be in the public domain (this in 
turn would make society as a whole worse off because these unique, monumental 

works of architecture would then slowly devolve into quotidian figures incapable of 
inciting aesthetic awe and, in turn, heightened experience). Such a two-factor test 

would address concerns that architectural copyright could impede progress by 

allowing monopolies on vital, useful articles. 137 Such a test would also find against 

the copyrighting of, for example, tract homes (if independent creation does not take 

care of that problem), because of the public interest in having them built cheaply, 

efficiently, and in large number. Thus, the tendency to want to "filter out" 

seemingly banal elements in these buildings would be stifled, for such a tendency 
makes bad precedent for architecture like OMA's, which shares that tendency 

toward banality in irony only, rather than in fact.  

VI. Conclusion 

Our current penchant for easy dichotomies and facile answers about what 

architecture is or what it exists for, especially in light of the Copyright Act's split 
between art and technology, must be reevaluated. We cannot forget, after all, that 

what Graves supported and Congress codified, via architectural statute, was the 
distaste and devaluation of the Modernist ideal of the machine-an ideal perhaps 

nowhere better demonstrated than in Le Corbusier's Five Points of Architecture, or 
in Alan Colquhoun's Typology and Design Method. 138 But it cannot be disputed 

that both Corbusier and Colquhoun, along with endless other Modernists, were also 

deeply involved with the idea of beauty and aesthetics, and how we can arrive 
there, or what it means. 13 9 Colquhoun himself acknowledges that "[w]hat appears 

on the surface as a hard, rational discipline of design, turns out rather paradoxically 
to be a mystical belief in the intuitional process"140-it is the urge to will our 
romantic inner selves onto the cold external world around us. If the Modernist 

ideal is of "a world of pure technology" in which form is merely "the result of the 

136 See id. at 1220 (discussing Rawls's principles of fairness).  
137 Further, as a colleague pointed out when this Article was being workshopped, my proposal does 

not preclude the possibility that specific utilitarian design elements could still qualify for patent 
protection, or, in the case of aesthetically pleasing design elements, a design patent.  

138 Alan Colquhoun, Typology and Design Method, 12 PERSPECTA 71 (1969) (first published in 

ARENA, June 1967).  
139 Giulio Carlo Argan, On the Typology of Architecture, in THEORIZING A NEW AGENDA FOR 

ARCHITECTURE: AN ANTHOLOGY OF ARCHITECTURAL THEORY 1965-1995, at 242, 254 (Kate 

Nesbitt ed., 1996).  
140 Colquhoun, supra note 138, at 73.
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application of physical or mathematical laws rather than of previous association or 
aesthetic ideologies," then Venturi and Scott Brown are right to point out that this is 
nothing but a mere conceit-"even [in] the world of advanced technology ... [such 
laws are] not totally determining; there are areas of free choice." 14 1  And, more 
importantly, even assuming that the Modernist ideal-achieving a world of "pure" 
technology-could succeed, that utopia, too, is itself a form of aesthetic ideology.  

But Modernism aside, we cannot assume that the leaps in new building 
material and the need for efficient housing that erupted shortly after World War II 
form the new status quo of architecture's complacent role to better serve-via 
machine-mankind. 142 For there are also those leaps of faith that every art form 
makes every few decades in order to better discover, or more firmly entrench, itself 
in its own discipline. To me, Eisenman's evocation of a molten architectural 
practice continuously shifting in the uneven plates of its own violent eruptions does 
more to advance a notion of progress than Graves's plea for a return to the 
anthropomorphic rituals of our mythical past. Paradoxically, Congress wrote that 
"[p]rotection for works of architecture should stimulate excellence in design, 
thereby enriching our public environment in keeping with the constitutional 
goal." 143  Congress is right that there is a constitutional goal in mind-of 
progress-but proceeding forward does not merely mean ornamenting our 
surrounding environment with nice, habitable buildings. Alienating architecture 
and difficult architecture and unexpected architecture can work to force us to 
confront our own assumptions, and that on its own has the power to create real or 
radical change. As Tschumi writes in an echo of the Eisenman quote I opened this 
Article with: 

[A]rchitecture is constantly unstable, constantly on the verge of change. It is 
paradoxical that three thousand years of architectural ideology have tried to 
assert the very opposite: that architecture is about stability, solidity, foundation. I 
would claim that architecture was used. . . against and despite itself, as society 
tried to employ it as a means to stabilize, to institutionalize, to establish 
permanence. Of course, this prevailing ideology meant that architecture had to 
ignore the other terms of its equation (i.e., to be nothing but "the artful building 
of spaces" .... ), or to coincide with frozen rituals of occupancy-a court of 
justice, a hospital, a church, even the vernacular one-family house-in which the 
rituals of the institution were directly reflected in the architectural spaces that 
enclosed them.144 

In turn, if we are truly keen on promoting creative possibility on an earth that 
remains ever-shifting, then we should avoid totalizing narrativistic impulses to 
subdivide, to dialectize, to neatly categorize, to abstract-and-filter. While a world 

41 VENTURI, BROWN & IZENOUR, supra note 34, at 133.  142 See Announcement, the Case Study House Program, ARTS & ARCHITECTURE, Jan. 1945, at 37, 
37-41 (the Case Study House program, which ran from 1945 to 1966, proves that efficiency and 
frugality were the banner words of the day, as well-known architects like Eero Saarinen and Pierre 
Koenig were commissioned to design model homes as part of the housing boom spurred on by the 
return of soldiers from World War II).  

143 H.R. REP. No. 101-735, at 13 (1990), reprinted in 1990 U.S.C.C.A.N. 6935, 6944.  
144 TSCHUMI, supra note 85, at 18.
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of chaos may be well-near undesirable, a world without possibility is simply 
unimaginable. We may all think of buildings as refuge most of our lives.  
Transcending that notion is grace.
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APPENDIX 1: OMA, PROPOSAL FOR THE WHITNEY MUSEUM

The Cat's Paw

Source: OMA (http://www.oma.eu/index.php?option=comprojects&view=portal& 
Itemid=10&id=724)
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APPENDIX 2: BIG, PROPOSAL FOR THE AMF WASTE TREATMENT 
PLANT

Skin as Ski Resort 

Source: BIG (http://www.big.dk/projects/amf/)
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APPENDIX 3: MVRDV, PROPOSAL FOR THE EYEBEAM INSTITUTE

Exterior

'j y 

Interior Voids 

Source: MVRDV (http://www.mvrdv.nl/#/projects/ 
170eyebeamnewyorkmediagalaxy)
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I. Introduction 

The Leahy-Smith America Invents Act (AIA) is now law.' Well, sort of. The 
transition provisions are complex and many of them depend heavily on the 
effective filing dates of the various claims in a patent application or issued patent.  

* Professor at University of Houston Law Center 

1 Leahy-Smith America Invents Act (AIA), Pub. L. No. 112-29, 125 Stat. 284 (2011) (codified in 
scattered sections of 35 U.S.C.).
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As a result, the "old" 1952 law's provisions on novelty will remain until all the 
claims of a patent involved in an infringement suit have effective filing dates after 
March 2013. So in litigations the old law cannot be forgotten for the next twenty 

years or so;2 in patent prosecution the old provisions end somewhat sooner, 
persisting in a significant degree for perhaps only another ten years.3 

The patent reform effort was vigorous and lengthy, extending back to at least 
2005. Yet the AIA changes patent litigation in what seem for the most part to be 
only small ways, partially due to the fact that intervening case law has already 
addressed many of the perceived problems with the prior system. Gone are the 
attempts to place any serious statutory restrictions on where patent suits can be 
brought. Gone too are any direct efforts to alter the law of patent unenforceability 
due to inequitable conduct during the prosecution of applications in the Patent and 
Trademark Office (PTO). Although, there is an interesting new post-grant PTO 
procedure for curing such inequitable conduct, something akin to penitence.4 The 
constraints sought four years ago on how courts should go about calculating 
reasonable royalty damages have also vanished. Rules of law governing what kinds 
of infringement are deemed "willful," opening the door to possible treble damages, 
have been cut back to a prohibition on what can be said to the jury about an accused 
infringer's failure to obtain opinions of counsel on the subject or to offer them in 
evidence. Perhaps the most significant changes made by the AIA to patent 
litigation is procedural: first, the restriction on joinder of unrelated defendants in a 
single infringement suit, and second, the related prohibition against a consolidated 
trial of common issues where separate suits against such defendants are pending in 
the same court.6 

Regarding patentability, a number of substantive changes have been effected.  
Most of the changes will come into force on March 16, 2013, but they will not 
change patent practice very much for well-advised clients. Some commentators 
consider that the largest of these is a movement to what they refer to as a "first to 
file system" and an abandonment of what they consider the American "first to 
invent system." As will be discussed later herein, the AIA does not really set up a 

2 As it will be explained, a patent expiring in the year 2032 might have claims entitled to effective 
filing dates prior to March 2013. Given the six-year period of limitations, a post-expiration 
infringement suit could be brought on such a patent as late as 2038.  

3 Also explained later, prosecution in the great majority of cases takes around eight years or less to 
complete. This includes continuations, continuations-in-part, and divisional applications; 
therefore, the old law will lose most of its impact only by around 2021.  

4 35 U.S.C. 257 (2011) (corresponds to AIA 12(a)).  
5 Id. 298 (corresponds to AIA 17(a)).  
6 See infra Part IV (describing the changes that will affect patent litigation).  
7 See U.S. PATENT & TRADEMARK OFFICE, AMERICA INVENTS ACT: EFFECTIVE DATES (2011), 

available at www.uspto.gov/aia_implementation/aia-effective-dates.pdf (listing dates various 
provisions become effective).
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complete first-to-file system, and the existing law was actually a blend of filing
date provisions and invention-date provision, with filing date much more prominent 
in PTO proceedings and in litigation. The text of the new statute, as well as its 
legislative history, makes clear that priority will be awarded to the first inventor 
who publicly discloses the subject matter if no one has yet filed a patent 
application. 8 As the default rule, where no one publishes prior to filing, priority 
will then be based on the filing date.9 Well-advised companies have long known 
that getting an early filing date is of great importance, and that filing prior to public 
disclosure is a necessity for those who wish to obtain counterpart patents in other 
countries. "Invention date" has seldom played a role in recent years, either in PTO 
proceedings or in the courts. It has not really been central to our patent "system." 10 

Despite all the hand-wringing in the popular press and even the professional media, 
the eventual disappearance the "invention date" under the AIA will not have much 
of an impact.  

Eligible subject matter, a topic fiercely litigated in the federal courts in recent 
years-software patents, business method patents, gene-related patents-has been 
left largely untouched, the only exceptions being the ending of patents for tax 
strategy methods and an explicit prohibition of patents for "human organisms."1 ' 

The most sweeping and important changes in the AIA lie not in substantive 
patentability provisions or in the elimination of the first-to-invent provisions, but in 
the creation of several new pre- and post-grant proceedings, at least three of which 
will likely be widely applicable and thus will affect the patent system and the 
practice of patent law in important ways. Also important is the decision of 
Congress to withhold from the PTO the direct access it sought for spending the fee 
revenues it collects. Under the AIA, the PTO must seek an appropriation from 
Congress to spend those funds, something that seems unlikely to be generously 
granted by Congress in an era of overall government budget-cutting.12 

Let us now take a look at the more significant aspects of the AIA in each of 
these component areas.  

8 AIA 3.  

9 Id.  
10 35 U.S.C. 102 (a), (e), (g) (2006) (amended 2011).  
11 AIA 33(a).  
12 The AIA specifies that funds collected by the PTO will be held in the Treasury and earmarked for 

PTO operations, but cannot be spent without a Congressional appropriation. 35 U.S.C. 42(c) 
(2011) (corresponds to AIA 22(a)). The earmarking is merely a mental accounting concept.  
Expending any amount from the Treasury increases the national debt by that amount regardless of 
such internal earmarks. The net result is what the patent profession in the United States has been 
calling "fee diversion," whereby the Treasury collects PTO funds but Congress fails to fully 
appropriate them back to the PTO for its operations. It had been hoped that the PTO would get 
real control over its collected funds via the patent reform bill, but this has not been the case.
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A. Preissuance Submissions of Prior Art by the Public 

The most important new pre-grant procedure is for citations of prior art by 
members of the public. The AIA adds a provision for preissuance citation of prior 
printed publications by any member of the public, including patents and published 
patent applications that might have a bearing on the examination of a pending 
application. 13 The current law does not explicitly allow such submissions, and it 

prohibits any "form of pre-issuance opposition." The AIA, while continuing to 
say that pre-issuance oppositions denominated as such are forbidden, now tells us 
that prior art submissions do not fall in that category and are to be allowed. The 
submission needs to be made before notice of allowance and has a few other time 
constraints. However, given the delays currently encountered in patent prosecution 
these constraints should not be much of a barrier. The submission must point out 
the relevance of the material submitted. Although the statute says such submissions 
are "for consideration and inclusion in the record of a patent application," 15 nothing 
compels an examiner to give them any particular weight. The process is set to 
begin on September 16, 2012.16 The PTO has recently promulgated proposed rules 
governing these citation procedures. 17 They are mild in terms of fees-only $180 
to submit up to ten references, and $180 for each additional set of ten, with no 
overall limit on the number of reverences that a single submitter can put forth.1 8 

Examiners will use a form akin to the traditional PTO 1449 to indicate their review 
of each of the references.  

How will this play out? There are pluses and minuses for the party making 
such a submission. There is no official estoppel associated with the submission, but 
historically, examiners have disfavored the utilization of prior art not found in their 
own searches.1 9 This could mean they will simply make the submitted references 
of record, perhaps ruining the possibility of preventing issuance or realistically 
blocking the successful use of these references to support an invalidity challenge in 
later litigation. On the other hand, if examiners develop a culture of utilizing the 
submitted art, patents of poor quality may be prevented from being issued and with 

1 35 U.S.C.A. 122(e) (West 2012) (corresponds to AIA 8(a)).  
14 35 U.S.C. 122(c).  
1 35 U.S.C.A. 122(e) (corresponds to AIA 8(a)).  
16 AIA 8(b).  
17 Changes to Implement the Preissuance Submissions by Third Parties Provision of the Leahy

Smith American Invents Act, 77 Fed. Reg. 448, 448 (Jan. 5, 2012) (to be codified as 37 C.F.R. pt.  
1).  

18 Id. at 453. See also 37 C.F.R. 1.17(p) (2012).  
19 See, e.g., Bhaven N. Sampat, When Do Applicants Search for Prior Art?, 53 J.L. & ECON. 399, 

412 (2010) (finding a surprisingly low proportion of prior art cited by applicants versus by 
examiners). Unpublished studies at The University of Houston Law Center indicate that for prior
art references that are actually applied by examiners to reject claims (temporarily, with the patent 
eventually issuing), only about 30% come from applicant citations. The rest are located by 
examiners in their own searches.
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minimal cost. Examiners need all the help they can get to stay up with the ever

increasing volume of application filings. Whether they will welcome these 

submissions and use them to reject claims, however, remains to be seen.  

II. New Kinds of Post-grant Proceedings 

Reexamination of patents at the behest of patent challengers is not a new 

concept in the United States. It has been part of the law for over thirty years and 

has been amended twice.20 Challengers have utilized reexamination with modest 

frequency, but it has never quite yielding the results challengers had hoped for.21 

Under existing law, these reexaminations have been decided by a single PTO 

examiner, often the same one who allowed the claims originally, with various 

appeals possible. Now, however, the procedures are going to change in a fairly 

dramatic way, with most post-grant proceedings going directly to three-judge 

panels for decision. The PTO currently employs administrative patent judges 

appointed by the Secretary of Commerce. 22 They, along with a few senior PTO 

officials, have constituted what is presently called the Board of Appeals and 

Interferences (BPAI) but in recognition of the gradual abolition of interferences 

under the new law will be renamed the Patent Trial and Appeal Board (PTAB).23 

The board currently has a large backlog of about 24,000 appeals pending before 

it-approximately 240 appeals per judge-and growing daily. How the judges on 

the board are to manage those and all the new proceedings visited upon them by the 

AIA is something of a mystery. Certainly they will need a much larger budget, and 

a larger number of judges than they presently have. To address those needs they 

have announced plans to add another 100 judges, 24 of whom have been designated 
as of January 2012.  

20 See 35 U.S.C. 302 (2006) (providing that any person may request at any time a reexamination of 

a patent, based on prior patents or printed publications. If the PTO determines that a "substantial 

new question of patentability" has been raised, the proceeding moves to a second stage, where 

such questions are considered, with some level of participation by the requester. 35 U.S.C.  
303).  

21 See, e.g., Greg H. Gardella & Emily A. Berger, United States Reexamination Procedures: Recent 

Trends, Strategies, and Impact on Patent Practice, 8 J. MARSHALL REV. INTELL. PROP. L. 381, 389 

(2009) (indicating that as of 2006 only "10% of patents subjected to ex parte reexamination were 

completely invalidated"); Roger Shang & Yar Chaikovsky, Inter Partes Reexamination of 

Patents: An Empirical Evaluation, 15 TEX. INTELL. PROP. L.J. 1, 19 (2006) (indicating that just 

over 50% of inter partes reexaminations resulted in complete cancellation of all claims of a 

patent).  
22 Tony Dutra, Changes at PTO, Patent Eligibility Featured Topics at IPO Annual Meeting in Los 

Angeles, 82 PAT. TRADEMARK & COPYRIGHT J. (BNA) 684 (Sept. 23, 2011), available at 2011 WL 

4403524 (stating that "the agency intends to hire ... 100 administrative patent judges in the year 
beginning Oct. 1.").  

23 35 U.S.C.A. 6 (West 2012) (corresponds to AIA 7(a)). The board will also include, as at 

present, the Director of the PTO and a few other PTO officials, who seldom actually sit on the 

panels that hear and decide cases.
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Let us now look at the various new procedures of the AIA.  

A. Inter Partes Review 

The first of the new post-issuance proceedings, which will begin in 
September 2012, is called inter partes review. A petition for inter partes review can 
be based only on prior patents and printed publications, which includes published 
patent applications of others. It cannot be filed until after24 nine months from the 
issuance of the challenged patent, presumably to allow time for filing post-grant 
review petitions in the first nine months, as will be discussed in the next section.  
The Director must finalize regulations governing the proceedings by September 16, 
2012, and the Director can limit the number of inter partes reviews commenced in 
each of the first four years after implementation to 344.25 The regulations presently 
proposed by the PTO do not say whether the Director intends to use that authority, 
but the regulations do say the Director may do so, ruling all petitions in excess of 
that number to be "untimely." 26 This could quickly lead to a large backlog of not
yet-commenced inter partes reviews, with petitioners cut off in one fiscal year 
rushing in at the beginning of the next year on October 1, using up the available 
PTO resources. If the proceeding goes all the way to decision, the petitioner is 
estopped from later raising in a court case any invalidity challenge based on a 
ground that he raised or reasonably could have raised the challenge in the inter 
partes review.2 Here, of course, that means only novelty or obviousness 
challenges based on patents or printed publications, not Section 112 attacks or on
sale or public-use bars. 28 Either party can appeal the board panel's decision to the 
Federal Circuit.  

Filing fees as presently proposed are substantial, beginning at $27,200 for 
review of 20 or fewer claims, and ratcheting up as the number of claims goes up: 
$68,000 for up to 60 claims and an additional $27,200 for every ten claims beyond 
60.29 Moreover, this merely gets the petitioner in the door; it does not assure that 
there will be an actual review and decision. For that to happen, the Director must 
first determine that there is a reasonable likelihood that the petitioner will prevail, 

24 The AIA oddly labels this constraint as a "filing deadline." Id. 311(c) (corresponds to AIA 
6(a)).  25 Id. 311-319 (corresponds to AIA 6(a)). See also AIA 6(c)(2) (specifying that for each of 

the first four years, the Director can limit the number of inter-partes proceedings commenced to 
the number of inter partes reexamination proceedings commenced during the fiscal year prior to 
the effective date for these proceedings). The PTO website indicates that 344 inter partes 
reexamination petitions were granted in fiscal year 2011.  

26 Changes to Implement Inter Partes Review Proceedings, 77 Fed. Reg. 7,041, 7,059 (Feb. 10, 
2012) (to be codified 37 C.F.R. pt. 42) [hereinafter Fed. Reg. on Inter Partes Review].  

27 35 U.S.C.A. 315(e) (corresponds to AIA 6(a)).  
28 Id. 311(b) (corresponds to AIA 6(a)).  
29 Fed. Reg. on Inter Partes Review, supra note 26, at 7050.
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i.e., that one or more claims as issued are invalid.3 0 The PTO's proposed 

regulations indicate this decision will be delegated by the Director to administrative 

patent judges of the PTAB, presumably sitting in panels of three. If they answer 

the question in the affirmative, the review will go forward and the one-year 

completion clock, extendable by the Chief Administrative Patent Judge to eighteen 

months for good cause, begins to run.31 If they do not so determine, the proceeding 

ends, with no refund of any part of the filing fee.32 If this becomes the final rule, it 

may serve to keep a lid on excessive or abusive filings of post-grant review 
petitions.  

The time line derived from the proposed regulations is: Petition is filed; PTO 

logs it into the system and notifies the patent owner; the patent owner will then 

normally have two months to respond; the PTO administrative patent judges will 

then have three months either to reject the petition or to "institute a trial," which in 

this context means going forward with discovery, submission of evidence in written 

form, an oral hearing, and a decision.3 3 The one-year or eighteen-month time limit 

runs from this institution of a trial. After a decision is made by the three-judge 

panel of the PTAB, an appeal to the Federal Circuit would then be available to any 

party dissatisfied with the decision.34 What seems in the statute to be a quick one

year proceeding will actually take nearly two years just to reach a decision by the 

PTO judges and then several years more to complete judicial review. The PTO 

projects that it will receive 4,024 inter partes review petitions in the first year. 35 

My fear is that this seemingly straightforward, new, proceeding will create 

unbearable financial burdens and long time periods of uncertainty for modestly
financed patentees, forcing them to issue cheap licenses to settle the cases early on.  
Time will tell.  

B. Post-Grant Review 

Although we will not see it in action for several years, the most potent of the 

new post-issuance proceedings is called the post-grant review.3 6 Of all the 

provisions in the AIA, the post-grant review proceedings could prove to be the 

most expensive and hence damaging to the interests of patent owners who find 

3 37 C.F.R. 42.108(c) (2012) (stating that the exact language in the proposed implementing rule 

for inter partes review is that the board must determine that "the petition supporting the ground 

would demonstrate that there is a reasonable likelihood that at least one of the claims challenged 
in the petition is unpatentable").  

3 35 U.S.C.A. 316(a)(11) (corresponds to AIA 6(a)).  
32 Rules of Practice for Trials Before the Patent Trial and Appeal Board and Judicial Review of 

Patent Trial and Appeal Board Decisions, 77 Fed. Reg. 6,879, 6,900 (Feb. 9, 2012) (to be codified 
as 37 C.F.R. pts. 42, 90).  

3 Id. at 6895.  
34 Id. at 6880.  
3 Fed. Reg. on Inter Partes Review, supra note 26, at 7057.  
3 35 U.S.C. 321-329 (2011) (corresponds to AIA 6(d)).
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themselves involved in such proceedings. We will not know the extent of the 
problem for several years because the proceedings can be brought only against 
patents whose effective filing date for every claim is on or after March 16, 2013.37 
Such patents will not be issued in significant numbers until at least 2015, at which 
point the post-grant review challenges will be expected.  

How burdensome and expensive will these proceedings be? The PTO's 
proposed regulations impose a minimum filing fee of $35,800 for challenging up to 
20 claims of a patent.38 As with inter partes review, the fees increase considerably 
when challenging a larger numbers of claims. 39 Filing merely gets the challenger 
into the arena; there is no assurance that the PTO will make the threshold finding of 
likely invalidity needed to carry the proceeding further,40 and as with inter partes 
review, under presently proposed rules no refund is to be made if the petitioner fails 
to get past the threshold question. 41 

A post-grant review begins like a higher-priced version of the existing 
reexamination procedure of the inter partes variety, with a petitioner asserting 
invalidity of one or more claims of the patent. However, unlike existing 
procedures, the new post-grant review will not be limited to prior patents and 
printed publications; the petitioner can assert any ground of invalidity that would be 
assertable in an infringement action, such as inadequate disclosure, indefiniteness, 
or ineligible subject matter.42 If the proceeding goes forward, then a panel of three 
administrative judges and not a single examiner will make the decision. 43 

The petition for post-grant review must be filed within nine months of 
issuance of the patent. 44 The patent owner can respond, within a time limit to be set 
by the Director, which is currently proposed to be two months.45 The PTO then has 

37 This means the date of any provisional, parent, grandparent, etc., in a chain of application, as well 
as a foreign priority date to which a claim might be entitled. Only if the effective filing date for 

38 every claim is on or after March 16, 2013, can a post-grant review be lodged against the patent.  
Changes to Implement Post-Grant Review Proceedings, 77 Fed. Reg. 7060, 7070 (Feb. 10, 2012) 
(to be codified 37 C.F.R. pt. 42) [hereinafter Fed. Reg. on Post-Grant Review Changes].  
For example, if 51-60 claims are challenged, the filing fee is $89,500. Id.  

40 The wording is slightly different from that used for inter partes review, but is to the same effect.  
For post-grant review to go forward, the Board must find that "the petition supporting the ground 
would, if unrebutted, demonstrate that it is more likely than not that at least one of the claims 
challenged in the petition is unpatentable." 37 CFR 42.208(c) (2012). As stated earlier, the test 
for inter partes review the question is worded as follows: "the petition supporting the ground 
would demonstrate that there is a reasonable likelihood that at least one of the claims challenged 
in the petition is unpatentable." Id. 42.108(c).  

41 Fed. Reg. on Post-Grant Review Changes, supra note 38, at 7073.  
42 Id. at 7072; 35 U.S.C. 321(b) (2011) (corresponds to Leahy-Smith America Invents Act (AIA), 

Pub. L. No. 112-29, 6(d), 125 Stat. 284 (2011)) 
43 Fed. Reg. on Post-Grant Review Changes, supra note 38, at 7073.  
44 Id. at 7061; 35 U.S.C. 321(c) (corresponds to AIA 6(d)).  
45 Fed. Reg. on Post-Grant Review Changes, supra note 38, at 7065.
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three months in which to determine the likelihood of the petitioner's succeeding in 

invalidating least one claim. As with inter partes review petitions, current 

regulation proposals state that no refund will be given if that determination is 

negative and the proceeding ends.  

Additionally, as with inter partes review, the AIA specifies that the whole 

proceeding must be completed within a year in normal cases and in eighteen 

months under extraordinary circumstances, 46 running from the date the judges make 

their likelihood-of-success finding. The tight time frame for carrying out the 

proceeding may only serve to compress heavy legal expenses into a shorter time, 

creating a situation that is even more difficult for a modest-sized patent owner to 

deal with.  

Moreover, the decision of the PTAB is appealable to the Federal Circuit, with 

no time limits specified. Average costs for appeals to the Federal Circuit are 

difficult to estimate as it will depend on how many items of prior art are involved in 

the appeal, and on how much evidence was allowed in the PTO. The appeals costs 

alone could certainly be several tens of thousands of dollars in the typical case.  

While the post-grant review is going on, what happens to the patent term? If 

the post-grant review is held to twelve or eighteen months from the initiation of the 

trial phase as the statute requires, and if there is a two-year appeal to follow, the 

patent owner will face approximately a four-year period of expense and 

uncertainty. No term extension is provided in the AIA to compensate for the 

uncertainty, presumably because the patent is, strictly speaking, in full force and 

effect while these proceedings are going on.  

Congress itself seems a bit worried about the potentially draconian effects of 

post-grant review. In the section empowering the Director to promulgate 

regulations for these cases, Congress specified that the Director should consider, 

among other things, "the effect of any such regulation on the economy, the integrity 

of the patent system, the efficient administration of the Office, and the ability of the 

Office to timely complete proceedings instituted." 47 Additionally, in another 

indication of Congressional concern, the AIA allows the Director to "impose a limit 

on the number of post-grant reviews that may be instituted ... during each of the 

first [four] 1-year periods" after the new proceedings come into existence.4 8 No 

standard is provided for how this limit should be determined. One has to wonder 

just how the Director would impose limits on numbers of post-grant 

reviews-whether by simply issuing a no-more-filings-this-year notice, by a 

random selection of petitions, or some other way. A cut-off could mean that the 

46 35 U.S.C. 326(a)(1 1) (corresponds to AIA 6(d)).  

47 Id. 326(b) (corresponds to AIA 6(d)).  
48 AIA 6(f)(2)(B).
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right to file a post-grant review petition would, in many cases, be permanently lost 
because re-filing in the next fiscal year might be past the nine-month-from-grant 
window allowed for such petitions.  

The PTO has not yet estimated how many post-grant reviews it expects. The 
author expects that considerable use will be made of these proceedings in the early 
years, mainly by well-financed petitioners who want to invalidate patents without 
having to go through civil litigation, which would also involve infringement and 
damages issues. However, there is a downside to initiating post-grant review 
proceedings: If the case goes all the way to the PTAB and claims are upheld either 
in their original form or as narrowed during the proceeding, then petitioner is 
estopped from challenging the validity of those claims in subsequent court actions 
on any ground that he raised or reasonably could have raised in the post-grant 
review, which is just about anything. 49 Some caution is therefore warranted, and 
hopefully may tend to lessen the overall impact of this legislation on less 
financially solvent patent owners. One main concern, however, is that the 
prospective cost of going through a post-grant review may force a patent owner to 
issue a free or cheap license to a better-financed petitioner, in order to avoid the 
proceeding.  

C. Supplemental Examination 

The supplemental examination is something entirely new to the patent system 
of the United States.50 It is a PTO proceeding to cure, or purge, previous 
inequitable conduct in obtaining a patent. As is well known, intentionally hiding 
material information from the PTO during prosecution, or intentionally filing false 
statements to deceive the examiner, may result in a court finding of inequitable 
conduct. Such a finding renders all claims of the issued patent unenforceable.  
Until now, inequitable conduct has been said to be incurable.51 The defense was 
case law created, asserted often in patent litigation, and has been the subject of 
several recent attempts by the courts to constrain it.52 Congress, nonetheless, felt 
obliged to enter the fray with Section 12 of the AIA. It provides that a patent 

49 35 U.S.C. 325(e)(2) (corresponds to AIA 6(d)). Since this form of review includes all of the 
invalidity defenses that can be raised in court, the only things not blocked by the estoppel would 
be secret prior art unknown at the time of the proceeding, primarily patent applications filed by 
others but which have not yet been published. As will be seen later, these applications will 
become prior art retroactively, as of their effective filing dates.  

50 35 U.S.C. 257 (corresponds to AIA 12(a)).  
51 J.P. Stevens & Co. v. Lex Tex, Ltd., 747 F.2d 1553, 1560 n.6 (Fed. Cir. 1984) (citing Connell v.  

Sears, Roebuck & Co., 722 F.2d 1542 (Fed. Cir. 1983)).  
52 See, e.g., Exergen Corp. v. Wal-Mart Stores, Inc., 575 F.3d 1312, 1326-27 (Fed. Cir. 2009) 

(holding that facts supporting inequitable conduct contention must be pleaded with particularity); 
Therasense, Inc. v. Becton, Dickinson & Co., 649 F.3d 1276, 1295-96 (Fed. Cir. 2011) (en banc) 
(holding that materiality and intent to deceive must be proved separately, and a showing of gross 
negligence will not suffice).
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owner can commence an ex parte PTO proceeding to bring forth the true 

information and see what effect it has on the issued patent claims. The decision is 
made not by a panel of judges but by an examiner. 53 If the claims are found to be 

patentable, then "[a] patent shall not be held unenforceable on the basis of conduct 
relating to information that had not been considered, was inadequately considered, 

or was incorrect in a prior examination of the patent."54  In other words, the 
inequitable conduct defense is unavailable for such a patent, at least if the defense 

is to be based on the information originally withheld but now brought forth in the 

proceeding.  

There are a few constraints on this purging procedure. It cannot be 

commenced if the patentee has already instituted an infringement action.55 If she 

commences an infringement action during a supplemental examination, the 

supplemental examination proceeding must immediately terminate.56 Ifa 

challenger has brought a court declaratory action challenging the patent and has 

pleaded inequitable conduct with particularity, the patentee is barred from then 

commencing a supplemental examination proceeding. 57 Finally, the new provisions 

do not immunize a patentee from "fraud." 58 However, this last constraint appears 
to have little bite. Other than cancelling any invalid claims, the Director is 

empowered only to refer the fraud matter to the United States Attorney General for 

possible further action. One has to wonder if the PTO will ever find fraud in an ex 

parte proceeding like this. Certainly the patent owner will not confess to such 

conduct, and the proposed rules do not require the petitioner to say who knew what 

and why it was not properly disclosed. The proceeding is ex parte, and the PTO 

does not have the resources or motivation to develop the issue.  

The new supplemental examination proceeding becomes available on 

September 16, 2012, and it will apply to patents issued before that date as well as 
later issued ones. 59 The fees are substantial, but not as high as for the contested 

types of proceedings discussed earlier: $5,180 for every group of ten "items of 

information" the petitioner wants considered, plus another $16,120 if an ex parte 

5 The decision, if adverse, can be appealed to the board and to the Federal Circuit. 35 U.S.C.  
257(b) specifies that "[t]he reexamination shall be conducted according to procedures 

established by chapter 30," with certain limited exceptions. Chapter 30 deals mostly with ex parte 

reexaminations under present law, and those provisions are not changed by the AIA. 35 U.S.C.  

305 provides that "reexamination will be conducted according to the procedures established for 
initial examination." 35 U.S.C. 306 provides for court review of the outcome, at the behest of 
the patent owner.  

" 35 U.S.C. 257(c)(1) (corresponds to AIA 12(a)).  
5 Id. 257(c)(2)(A) (corresponds to AIA 12(a)).  
56 Id.  

5 Id. 257(c)(2)(B) (corresponds to AIA 12(a)).  
58 Id. 257(e) (corresponds to AIA 12(a)).  
5 AIA 12(c).
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reexamination is ordered as a result of the submission.60 It is to be expected that 
owners of high-value patents will scour their U.S. and foreign patent prosecution 
files carefully and critically, long before commencing any infringement actions. If 
they find uncited information or misstated information, they will likely use this new 
cure technique in order to block inequitable conduct charges in later court 
proceedings. The PTO estimates it will receive 1,430 such petitions for 
supplemental examination each year. 61 

III. Changes That Will Affect Patent Litigation 
The following section will discuss some of the changes effected by the AIA 

that will affect patent litigation.  

A. Constraints On Joinder of Non-Cooperating Defendants 
AIA Section 19, enacting, inter alia, amended 35 U.S.C. 299, seriously 

restricts permissive joinder of defendants in two different ways. First, non
cooperating defendants who are accused of infringing the same patent cannot be 
joined in a single civil action.62 This is relatively unimportant because Rule 20 of 
the Federal Rules of Civil Procedure has as a requirement for joinder of defendants 
that a claim is being asserted against them "arising out of the same transaction, 
occurrence, or series of transactions or occurrences." 63 The mere fact that plural 
entities are allegedly infringing does not constitute a same series of occurrences." 64 

More serious by far is the phrase in the new 35 U.S.C. 299 that district 
courts must not consolidate cases for trial solely on the basis that the defendants 
were all alleged to be infringing the same patent.6 5 This partially overrides Rule 42 
of the Federal Rules of Civil Procedure, which allows a consolidated trial of any set 
of civil cases, whether otherwise consolidated or not, in the discretion of the 

60 Changes to Implement the Supplemental Examination Provisions of the Leahy-Smith America 
Invents Act and to Revise Reexamination Fees, 77 Fed. Reg. 3,666, 3,667-68 (Jan. 25, 2012) (to 
be codified 37 C.F.R. pt. 1).  

61 Id. at 3675.  
62 35 U.S.C. 299(a) (corresponds to AIA @ 19(d)).  
63 FED. R. CIV. P. 20.  
64 See, e.g., Arista Records LLC v. Does 1-4, 589 F. Supp. 2d 151, 153-55 (D. Conn. 2008) 

(denying joinder in a copyright case where defendants were non-cooperating); SB Designs v.  
Reebok Int'l, Ltd., 305 F. Supp. 2d 888, 892 (N.D. Ill. 2004) (granting severance in trademark 
case where accused infringers were not acting in concert). The only known case holding to the 
contrary is MyMail, Ltd. v. Am. Online, Inc., 223 F.R.D. 455, 456-57 (E.D. Tex. 2004) (Judge 
Davis holding that unrelated defendants could properly be joined in a single patent infringement 
suit, and that infringements of the same patent can constitute the same series of occurrences where 
defendants' products were similar).  

65 35 U.S.C. 299(b) (corresponds to AIA 19(d)) ("[A]accused infringers may not be joined in one 
action as defendants or counterclaim defendants, or have their actions consolidated for trial, based 
solely on allegations that they have each infringed the patent or patents in suit.").

74 [Vol. 21:63



Overview of the New Patent Law of the United States

judge,66 but is now inapplicable in certain types of patent cases, to be discussed 
later. A nightmare scenario under the new provision would be a set of sequential 
trials focusing on the validity question.  

B. Disappearance of Prior Inventor Defense 

Under present law it is a defense to patent infringement if the defendant can 
establish that the claimed subject matter of a patent was independently invented in 
the United States by "another inventor who had not abandoned, suppressed, or 
concealed it."67 Typically this other inventor is unaffiliated with the accused 
infringing company and has not sought a patent at all. The most common fact 
pattern is a product that was developed earlier than the patentee's work but 
emerged in the market somewhat later, so that there is no prior public knowledge or 
prior printed publication, but neither was there any abandonment or concealment.  
Such patterns occur rather infrequently, 68 but the hope of finding one drives 
considerable expenditures by defending litigators.  

The gradual disappearance of invention date as having any lingering 
significance in the new statute means that litigants may no longer be chasing the 
hope of finding an earlier inventor who did not publicly disclose. However, not 
much money is expected to be saved by this change. Litigants will likely still seek 
out such inventors, hoping then to find documentation showing that there was in 
fact a public disclosure, especially since work in the form of an offer for sale or a 
public use no longer needs to have been in the United States.  

It will take a while for this change to show up in patent litigation. The 
changes to the meaning of prior art will take effect on March 16, 2013, and will 

apply to patents issuing on applications filed from then on.69 Therefore, roughly 
speaking, we will not see this change showing up in court rulings until perhaps 
somewhere around 2019.  

C. Disappearance of the Best Mode Defense 

In the new bill, Congress, while leaving the best mode provision in the 
disclosure requirements for a patent application, may have completely eliminated 
any effects of failing to include it in an application. Readers will recall that in the 
United States the disclosure provision for patent applications has required that the 

66 FED. R. Civ. P. 42 ("If actions before the court involve a common question of law or fact, the court 

may: (1) join for hearing or trial any or all matters at issue in the actions .... ).  
67 35 U.S.C. 102(g)(2) (2006). Note that unlike in the situation for an interference proceeding, for 

the litigation defense the prior work must have been done in the United States, not in another 
WTO country.  

68 Univ. of Hous. Law Ctr., Decisions for 2005-2009, PATSTATS.ORG, http://patstats.org/2005

2009_composite.htm (last visited Nov. 16, 2012) (reporting only 15 court rulings in the five year 
period of 2005-2009).  

69 AIA 3(b)(1) (amending 35 U.S.C. 102).
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"best mode contemplated by the inventor of carrying out his invention" must be 
"set forth" in the patent specification. 70 The requirement is purely subjective, 
calling for what the named inventors think, whether or not on sound technical 
grounds. If this mode is omitted, either intentionally or inadvertently, the existing 
law requires that the affected claims be found invalid.71 The AIA, while not 
changing the stated requirement for the best mode to be included, appears to have 
either wholly emasculated that provision or greatly limited the PTO's ability to 
enforce it.  

Section 15 of the AIA provides that failure to include the best mode will no 
longer be a litigation defense.72 Furthermore, the new law states that the failure 
cannot be a ground for holding any claim of a patent to be "otherwise 
unenforceable." 73 This indicates that even an intentional withholding of the best 
mode, which would have seemed to be deceptive conduct giving rise to an 
inequitable conduct defense before, is no longer to be regarded as such. Finally, 
failure to include the best mode will not be a ground for loss of an early effective 
filing date, either in the U.S. or from an earlier filing in another country.7 4 

The best mode defense has been raised and ruled upon a modest number of 
times. 75 It was not a very large problem for patentees, but Congress was persuaded 
otherwise. The PTO, however, has given preliminary indications that since the best 
mode provision remains in the statute as a condition for obtaining a valid patent, it 
intends to continue enforcing, in some manner, that provision. Whether and how 
the PTO can do so is the subject of significant debate in the United States.7 6 

The elimination or weakening of the best mode requirement can be regarded 
as the most unfortunate aspect of the AIA on the patentability side. Although 
absent from the laws of other countries, the presence of a best-mode requirement in 
U.S. law has induced practitioners often to include more technical information in a 
patent application than they would otherwise include because failure to do so could 
lead to invalidity. The public was thus getting more for its side of the bargain in 

70 35 U.S.C. 112.  
71 Id.  

72 35 U.S.C. 282(3)(A) (2011) (corresponds to AIA 15(a)).  
73 Id.  

74 Id. 119-120 (corresponds to AIA 15(b)) (removing best mode compliance as a condition for 
obtaining priority).  

7 See Univ. of Hous. Law Ctr., supra note 68 (reporting that for the five-year period ending in 
December 2009, 40 court rulings on best mode, and 32 of them in favor of the patentee).  

76 There is some speculation that the PTO might require some sort of statement that the best known 
mode is included in the application. An intentional false answer to that question could be grounds 
for invalidating the resulting patent for fraud, not in leaving out the best mode but in falsifying 
about it. See, e.g., Walker Process Equip., Inc. v. Food Mach. & Chem. Corp., 382 U.S. 172, 176 
(1965) ("Under the decisions of this Court a person sued for infringement may challenge the 
validity of the patent on various grounds, including fraudulent procurement.").
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granting a patent. Now, it appears the public will be getting less. For example, 
unless the PTO is successful in maintaining the requirement in some manner, the 
best catalysts for a chemical reaction might now be withheld, since all that is 
required would be that a workable catalyst is disclosed. The best alloy for a 
machine part could be kept a trade secret and a lesser but workable one disclosed, 
giving considerable advantage to the applicant as holder of such a trade secret. If 
best mode disappears, issuance of patents will involve far less surrender of trade 
secrets than it did before. 77 The best mode curtailment provision became effective 
immediately upon enactment, on September 16, 2011, and the provision applies to 
court proceedings commenced on or after that date but not to pending court cases. 78 

It is not clear what effect it will have in the PTO.  

D. Expansion of Prior User Rights 

Presently, in U.S. patent law, there is a provision for allowing prior secret 
users of business methods that are later validly patented to continue using them 
despite the patents. 79 The AIA expands this right to all kinds of inventions. 80 

Realistically, though, it will seldom if ever have any applicability to products sold 
to others by the prior user because the prior use is itself an invalidating event. The 
situation is different in the case of internally used methods. These are, by at least 
some case law authority, not part of the prior art, so they would not affect validity 
of someone else's later-issued patent.8 ' The earlier user, therefore, needs a special 
defense against an infringement charge in such a situation. It is found in Section 5 
of the AIA, heavily amending 35 U.S.C. 273.82 Under the new version of the 
provision, if commercially used by an entity more than one year before the 
patentee's filing date and more than one year before any public disclosure by the 
patentee, a patented product or method can continue to be used on the same 

77 There is some confusion on this subject among commentators unfamiliar with patent law and 
patent claims. Issuance of a patent "on a machine," for example, does not forfeit all trade secrets 
involving the claimed family of machines. The best mode requirement applies as of the date of 
filing only, and need not be updated thereafter. For most applicants willing to spend the funds on 
filing a patent application, work on a product does not cease after the application is filed. On the 
contrary, it typically continues even at an increased pace. None of the secrets developed during 
the post-filing period need to be disclosed to comply with the present best mode requirement, and 
issuance of the patent will not impact the protectability of those secrets. Hence a patent and a 
trade secret in the subject matter are not mutually exclusive.  

78 AIA 15(c).  
79 35 U.S.C. 273 (2006). In general, prior secret users have to stop when the later patent issues 

because even though they may have been the "first to invent," they concealed the inventions and 
hence forfeited priority under the existing 35 U.S.C. 102(g).  

80 35 U.S.C. 273 (2011) (corresponds to AIA 5(a)).  
81 See W.L. Gore & Assocs., Inc. v. Garlock, Inc., 721 F.2d 1540, 1550 (Fed. Cir. 1983) (holding 

that secret prior use by a third party is not part of the prior art under the present statute).  
82 35 U.S.C. 273 (corresponds to AIA 5(a)) (extending protection to all classes of eligible subject 

matter including processes, machines, manufactures, and compositions of matter).
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approximate scale after the patent is issued. The right cannot be transferred to 
another entity except by sale of the entire business. Cessation of the use forfeits the 
defense. 83 The defense will be effective against any patent issued on or after the 
enactment date, September 16, 2011.  

How often prior user rights will come into play has been the subject of much 
speculation among academics in the United States. There will be some 
manufacturing entities who may need to invoke it in order to continue longstanding 
methods of production, but it is difficult to say how many of such entities there will 
be. The other options for manufacturing entities would be, of course, to invalidate 
the patent based on true prior art, inadequacy of disclosure, etc., or to take a license 
under the patent.  

E. Disappearance of Qui Tam Actions for Mismarking 

The United States has long placed legal emphasis on proper marking of 
patented articles and has imposed penalties for mismarking articles that are either 
not patented, no longer patented, or marked with the wrong number. In these 
mismarking instances, the statute has provided that if the mismarking was intended 
to deceive the public, "any person" could sue for a penalty of up to $500 "for every 
such offense." 84 Half the recovery had to be shared with the Government. 85 The 
proceedings therefore came to be known as "qui tam" cases.8 6 A judicial event 
occurred in 2009 in the United States that brought heightened interest in such 
actions. In The Forest Group, Inc. v. Bon Tool Co., the Federal Circuit held, 
correctly in my view, but unfortunately in what it brought about, that "every such 
offense" meant $500 for every copy of the mismarked article, not $500 for a full 
run of potentially thousands of them. 87 This led almost immediately to a flood of 
qui tam actions by unaffected citizens. Some brought dozens of qui tam actions, 
often based on an oversight of the patentee in continuing to mark with an expired 
patent's number. Many were settled for nuisance value, but the flood of get-rich
quick hopes has not subsided much. The website Grayonclaims monitors these 
types of cases and lists nearly 1,000 filings since Bon Tool was decided. 88 437 of 
these cases have already been settled for an average price of about $34,000.89 
Some have been dismissed for failure of the plaintiff to show in the pleading that 

83 Id. 273(e)(4) (corresponds to AIA 5(a)) (subject to a proviso that if the use is resumed at a 

time still early enough to qualify as previously stated, the defense is resurrected).  
84 35 U.S.C. 292 (2006).  
85 Id. 292(b).  
86 So-called after the English common law writ, given in Latin, "Qui tam pro domino rege quam pro 

ipso in hac parte sequitur" (Who pursues this action as much for the lord king as for himself).  
87 590 F.3d 1295, 1304 (Fed. Cir. 2009).  
88 Justin E. Gray, False Marking Case Information, GRAY ON A CLAIM CONSTRUCTION (Dec. 20, 

2011), http://www.grayonclaims.com/false-marking-case-information/.  
89 Justin E. Gray, False Marking Settlement Information, GRAY ON A CLAIM CONSTRUCTION (Dec.  

20, 2011), http://www.grayonclaims.com/false-marking-settlement-info.
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the mismarking entity acted with the intent of deceiving the public, as required for 
recovery. 90 

Most Americans have been appalled at the spectacle of these qui tam filings.  
Congress has ended these filings. Now, only the United States can sue for this type 
of penalty. 91 Thus, no qui tam pro domino rege cases can be brought. Private 
entities will be left with damage actions if they can prove they were harmed by the 
mismarking,92 a requirement that is almost unimaginable to meet. Mismarking with 
an expired patent number will not be actionable at all under the new provision. The 
author predicts no more of these proceedings in the future. The effective date of 
the provision is immediate, applying even to actions already pending on the 
enactment date.93 

F. Lessened Effect of Opinions of Counsel 

A few years ago the Federal Circuit began tightening the rules of law relating 
to willful infringement. Willfulness remains important because it is the necessary 
preliminary finding before a court that can increase patent damages up to three
fold. In a 2004 ruling, the Federal Circuit held that the failure of an accused 
infringer to obtain an opinion of counsel about whether she was infringing, or 
failure to introduce it at trial if she had one, did not give rise to an "inference" of 
willfulness. 94 In American practice, an inference in this sense means something the 
judge can mention to the jury as justifying a conclusion, in this instance that the 
infringement was willful, if they wish to do so. It is a sort of judicial nudge. In 
deciding Knorr, the court refused to decide a related question: Can the adversary 
counsel still argue the failure to obtain or introduce an opinion as part of her case 
for willfulness? 95 Congress has now answered that question in the negative.  
Failure to obtain or introduce opinions of counsel on this subject "may not be used 
to prove that the accused infringer willfully infringed the patent."96 It seems fairly 
clear that if such failures cannot be used "to prove" something, they cannot be 
properly argued to the jury as constituting even part of the proof on that subject.  
This is a welcome clarification.  

90 Promote Innovation LLC v. Roche Diagnostics Corp., 793 F. Supp. 2d 1090, 1097 (S.D. Ind.  
2011); Herengracht Grp. LLC v. Intelligent Prods., Inc., No. 10-21785-CIV, 2011 WL 938995, at 
*4 (S.D. Fla. Mar. 16, 2011).  

91 35 U.S.C. 292(a) (2011) (corresponds to Leahy-Smith America Invents Act (AIA), Pub. L. No.  
112-29, 16(b), 125 Stat. 284 (2011)).  

92 Id. 292(b).  

93 AIA 16(b)(4).  
94 Knorr-Bremse Systeme fuer Nutzfahrzeuge GmbH v. Dana Corp., 383 F.3d 1337, 1344-46 (Fed.  

Cir. 2004) (en banc).  
95 Id. at 1346-47.  
96 35 U.S.C. 298 (2011) (corresponds to AIA 17(a)).
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G. Some Controversial Provisions That Were Dropped From the Reform 
Bill 

The new statute dropped some litigation-related items that had been highly 
controversial in recent years such as venue. There has been much high-visibility 
litigation over convenience transfers. 97 In my 2007 GRUR article, I noted the then
standing proposal to limit venue to the principal residence district of either the 
plaintiff or the defendant. 98 By 2009 the House of Representatives had proposed to 
restrict patent venue, limiting it to districts where a substantial portion of the 
alleged infringing activity occurred. 99 In the end, the AIA has no provision at all on 
the subject of venue. Perhaps Congress was persuaded that the courts were taking 
care of the issue.  

Another highly charged issue was how to calculate reasonable royalty 
damages. Several earlier patent reform bills were stalled solely on this question.  
For example, the House of Representatives proposed that district judges should 
perform an extensive economic analysis of the damages evidence to determine the 
limits of possible awards, and then convey their findings to the jury. 100 The 
Senate's proposals were less draconian, directing district judges to enumerate for 
the jury the damages factors that were fairly raised by the evidence, and to 
command the jury to use only those.101 At the end, neither the House of 
Representatives bill, nor the Senate's bill made any changes regarding infringement 
damages. Here again perhaps Congress believed the courts could better handle the 
issue, or perhaps there was simply no way to reconcile the strong opposing views of 
industry groups on the subject.  

IV. Changes Affecting Patentability 

A number of changes are made by the AIA in the area of patentability.  
Despite heavy press and commentator statements attributing great importance to 
these changes, the author believes most of them will not have much practical effect 
in future practice. However, in view of the high visibility they have attained in the 
press, they deserve to be mentioned here.  

9 See, e.g., Paul M. Janicke, Patent Venue and Convenience Transfer: New World or Small Shift?, 
11 N.C. J.L. & TECH. ON. 1, 25-26 (2009) (detailing changes in convenience transfer laws).  

98 Paul M. Janicke, Die Reform des U.S. Patentrechts im Jahr 2007, 56 GEWERBLICHER 

RECHTSSCHUTZ UND URHEBERRECHT INTERNATIONAL TEIL 791, 798 (2007).  

99 H.R. 1260, 111th Cong. 10(a) (2009).  
100 See, e.g., Patent Reform Act of 2007, H.R. 1908, 110th Cong. 5 (2007) (passed in the House, but 

stalled in the Senate).  
101 See, e.g., S. 515, 111th Cong. 4 (2009) (marked up by the Senate Judiciary Committee April 2, 

2009).
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A. Eligibility 

As mentioned earlier, in the realm of eligible subject matter, tax strategy 
patents, where the novelty is in the tax planning aspect, have been eliminated1 02 as 
have "human organisms." 103 The legislative history is largely devoid of definition 
for what is meant by human organism, except that it apparently tracks what is 
known as the Weldon amendment, 104 which has led the PTO to adopt a policy 
forbidding the patenting of human beings. Under the new law, however, stem cells 
and other cell lines could conceivably be ruled to be included in the ban.  

Congress had a golden opportunity to eliminate business method patents 
entirely from the system. Instead, other than eliminating tax strategy business 
methods, the only thing that Congress has done in the AIA is to restrict financial 
services business method patents. This was done in a rather bizarrely worded 
section of the AIA, 105 allowing retroactive reexamination of such patents and 
voiding of such patents if they are issued in the future. The reexamination 
procedure will be conducted under existing Section 102(a) of the patent statute, 
which reads in pertinent part: "A person shall be entitled to a patent unless-(a) the 
invention was known or used by others in this country, or patented or described in a 
printed publication in this or a foreign country, before the invention thereof by the 
applicant for patent .... "106 

Thus, for whatever reason, Congress has retained invention date in the patent 
law for this narrow band of cases. There are a few exclusions from the section, 
notably for financial service patents that are "for technological inventions,"107 
whatever that may mean. Moreover, the only entities that can invoke the challenge 
procedure are ones that have been sued for infringement or threatened with such a 
suit. 108 The procedure comes into effect in September 2012 and ends in 2020.109 In 

102 Leahy-Smith America Invents Act (AIA), Pub. L. No. 112-29, 14, 125 Stat. 284 (2011).  
103 AIA 33(a).  
104 See Congress Bans Patents on Human Embryos, NATIONAL RIGHT TO LIFE NEWS (Feb. 4, 2004), 

http://www.nrlc.org/news/2004/NRL2/congressbanspatentson_human_e.htm (noting that the 
ban is named after former Congressman Dave Weldon of Florida). Rep. Weldon's amendment to 
a PTO appropriations bill passed and was eventually enacted into law. Id. It stated: "None of the 
funds appropriated or otherwise made available under this Act may be used to issue patents on 
claims directed to or encompassing a human organism." Consolidated Appropriations Act, Pub.  
L. No. 108-199, 634, 118 Stat. 3 (2004). No definition of the phrase was given. The phrase was 
mentioned, again without definition, in the recent Federal Circuit case upholding patent eligibility 
of isolated DNA sequences derived from human genes. See Ass'n for Molecular Pathology v.  
U.S. Patent & Trademark Office, 635 F.3d 1329, 1372 (Fed. Cir. 2011) (Moore, J., concurring) 
(mentioning the Patent Office's view that the present statute prohibited patent claims to human 
organisms but that the prohibition did not include stem cells or genes).  

105 AIA 18.  
106 Id. 18(a)(1)(C); 35 U.S.C. 102(a) (2006).  
107 AIA 18(d)(1).  
108 Id. 18(a)(1)(B).

2013] 81



TEXAS INTELLECTUAL PROPERTYLA WJOURNAL

all other respects, business method patents appear to have now been blessed by 
Congress.  

B. New Meaning of Prior Art 

In the area of what is and what is not prior art, the patent U.S. system has long 
been a mix of filing-date-related provisions and invention-date-related provisions.  
While commentators call it a "first-to-invent system," in practice the filing date has 
heavily dominated the scene in both patent prosecution and patent litigation.  
Regardless of what it is called, in all but a few narrow cases invention date is now 
slowly passing out of the law. Beginning in March 2013 the four categories of 
prior art will be: offers for sale; public uses; patents and printed publications; and 
items "otherwise available to the public." 110 They will be effective as prior art as 
soon as they happen, except when generated by an inventor or someone acting upon 
the inventor's information, in which case a grace period of one year will apply for 
that inventor to get on file." For everyone else, the bars are instantaneous.11 2 

The bars for items on sale and items in public use are expanded in some ways 
and perhaps contracted in others. To be prior art under the AIA, these types of 
barring events can occur anywhere in the world, whereas under present law they 
must occur in the United States,1 13 so in that sense the categories are being 
broadened. On the other hand, there is significant Congressional history in the 
floor remarks by Senator Jon Kyl on a prior version of the bill and in House report 
on the actual bill that passed, to the effect that the phrase "or otherwise available to 
the public" in the new Section 102(a) is intended to modify all the types of prior art 
listed in that section, including offers for sale. 114 Many offers for sale are made in 
secret and are in no sense available to the public; and some uses that are only 
minimally publicly viewable may no longer qualify, since they may not be 

109 Id. 18(a)(3)-(4).  

110 Id. 3(b) (amending 35 U.S.C. 102). The important key to this new section is in the exceptions 

set out in paragraph (b), which give a one-year grace period to the first public discloser. Id.  
1 Id.  
112 Id.  

113 Compare AIA 3(b) with 35 U.S.C. 102(b) (2006).  
114 See H.R. REP. No. 112-98, at 72-73 (2011) ("[I]n section 102 ... the phrase 'available to the 

public' is added to clarify the broad scope of relevant prior art, as well as to emphasize the fact 
that it must be publicly accessible."); 157 CONG. REC. S 1360, S 1370 (2011) (statement of Sen. Jon 
Kyl: "Whether an invention has been made available to the public is the same inquiry that is 
undertaken under existing law to determine whether a document has become publicly accessible, 
but is conducted in a more generalized manner to account for disclosures of information that are 
not in the form of documents. 'A document is publicly accessible if it has been disseminated or 
otherwise made available to the extent that persons interested and ordinarily skilled in the subject 
matter or art, exercising reasonable diligence, can locate it and recognize and comprehend 
therefrom the essentials of the claimed invention without need of further research or 
experimentation."' (quoting Cordis Corp. v. Bos. Scientific Corp., 561 F.3d 1319, 1333 (Fed. Cir.  
2009))).
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reasonably available to the public. Currently, those are prior art events, but if the 

views of Senator Kyl are followed they will not be counted as prior art under the 

new law.115 In this respect the scope of prior art may be somewhat contracted. The 

meaning of "available to the public" will depend on future court interpretation. It 

might mean only that members of the general public have to be able to view the 

invention in operation, or it might mean, as Senator Kyl indicated, that skilled-in

the-art persons have to be enabled to replicate and practice the invention by 

circumstances of the offer for sale or public use. Other interpretations are also 
possible.  

It is going to take many years before invention date disappears entirely from 

United States patent law, because the elimination provisions will not affect patents 

whose asserted effective filing date for all claims is prior to March 16, 2013.116 

This means the existing definitions of prior art will continue to apply to the 
following: 

(i) the 1.5 million patents now in force, which have terms of 
twenty-years-minus-prosecution-time, so they may have a long 

life remaining, perhaps until 2028 or so; 

(ii) the hundreds of thousands of applications now under active 

examination by the PTO, and the patents that issue on them, in 
force until perhaps about 2030; 

(iii) the 700,000 pending applications that have not yet been acted 

upon by the PTO, and the patents issuing on them; and 

(iv) the several hundred thousand applications likely to be filed 

between now and March 16, 2013, and the patents issuing on 
them, surely reaching into the decade of the 2030s.  

115 In addition to the remarks quoted in the preceding note, Senator Kyl also stated: "[T]he fact that 

the clause 'or otherwise available to the public' is set off from its preceding clauses by a comma 

confirms that it applies to both 'public use' and 'on sale.' ... There is no reason to fear 

'commercialization' that merely consists of a secret sale or offer for sale but that does not operate 

to disclose the invention to the public.... The present definition thus abrogates the rule 

announced in Egbert v. Lippman, 104 U.S. 333, 336 (1881), one of the more unusual patent cases 

to come before the Supreme Court." 157 CoNG. REc. S1360, S1370-71.  
116 See AIA 3(n)(1) (providing that for applications containing any claim having an effective filing 

date after March 16, 2013, the new definitions apply to all the claims). For applications of that 

vintage that also contain a claim with an effective filing date on or prior to March 16, 2013, the 

new definitions of prior art apply plus old Section 102(g) (prior inventorship by another) apply to 

all claims. See id. 3(n)(2) (misleadingly headed "Interfering Patents," but actually referring to 

continuation-in-part applications). Whether PTO examiners will be able to make these subtle 

claim-by-claim effective filing date determinations in a meaningful way is doubtful, in the view of 
this writer.
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Until these four pipelines are fully cleared, the present meaning of prior art, and its 
references to invention date and one-year time bars, will remain with us.  

What will happen to interferences? They will eventually be gone as such, 
when the pipelines are cleared.117 Under the new law, where there are multiple 
entities vying for substantially the same patent coverage, the patent will be awarded 
to the first entity who publicly disclosed the invention, provided an application is 
filed within a one-year grace period thereafter, and if no one has publicly disclosed, 
then to the first to file a patent application. The new regime was aptly described by 
Senator Kyl in his floor remarks concerning identical language in the then-pending 
Senate bill: "The bill thus effectively creates a 'first to publish' rule that guarantees 
patent rights in the United States to whoever discloses the invention to the public 
first." 118 

The following are three examples of how the system will work in a contest 
between inventive entities, i.e., where no derivation, common ownership, or joint 
research venture is involved: 

Example 1: A invents in January. B invents in February and 
publicly discloses in March. A files in April. B files in May. The 
patent will go to B, even though A is first to invent and first to file.  
That is because B's public disclosure in March was an instant bar 
to A. For B, however, there is a "grace period" for filing, giving 
B, in effect, a holding date back in March even though she does 
not actually file until May.' 19 

Example 2: A invents in January. B invents in February and 
publicly discloses in March. A files in April. B files in May of the 
following year. No one gets the patent. A was instantly barred by 
B's public disclosure. B became barred when one year elapsed 
from her own disclosure and she had not yet filed an application.  

Example 3: A invents in January. B invents in February. A 
files in April. B files in May. The patent will go to A, since she is 

117 These contests are already rare in terms of significance of anyone's invention date. PTO Director 
David Kappos, has put the number of interferences per year at less than ten that were decided 
based on invention date. See Program Would Speed up Examination, 79 PAT. TRADEMARK & 
COPYRIGHT J. (BNA) 41 (Nov. 13, 2009) (quoting Director Kappos as stating that in 2007 only 
seven interferences were decided based on priority, and that we "already essentially have a first to 
file system").  

118 157 CONG. REC. S1360, S1369.  
119 Note that the integrity of this system is maintained by a provision stating that A's earlier 

application filing is not an impediment to B. AIA 3(b) sets out the new 35 U.S.C. 102(b)(2), 
which provides: "A disclosure shall not be prior art to a claimed invention ... if... (B) the 
subject matter disclosed had, before such subject matter was effectively filed [by another], been 
publicly disclosed by the inventor .... "
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first to file. Since neither A nor B has publicly disclosed, neither 
enjoys any grace period that would move her priority back to an 
earlier date.  

Where priority is to be awarded under the default provision-application 
filing date-that application need not be a United States application. It can be in 
any Paris Convention country, provided the applicant follows up with a U.S.  
application within a year. In other words, "filing date" means the legally effective 
filing date, and this can include foreign priority"4 as well as the priority stemming 
from strings of continuing U.S. applications.  

As mentioned earlier, well advised entities do not publish prior to filing.  
Therefore, we should expect that the default rule, which is the filing date controls 

what is prior art and who wins a priority contest, will be the prevalent one.  

C. Secret Prior Art Will Remain A Problem for Obviousness 

A secret patent application filed by another inventor will continue to be a 
problem in the obviousness context, and a larger one than now in at least two ways.  
Under the new law, the prior filing need not be issued as a U.S. patent in order to be 
a bar-a published U.S. application, including a PCT application designating the 
United States, will suffice, as at present.121 However, the patent or published 
application cannot be removed by the old procedure of "swearing behind" it.122 

Finally, the prior filing refers to the "effective" filing date of the prior art item, 
including a national filing in another Paris Convention country, not just the U.S.  
filing date as at present. This can be viewed as a third area of expansion of secret 
prior art used to establish obviousness. The best that the later filer can hope for is 

an ability to prove that she publicly disclosed her invention prior to the filing date 

of the other inventor.  

Whether any of these changes will make a significant difference to patent 

applicants is difficult to predict. I suspect they will not. Invention date is seldom 
an issue in PTO practice today. Examiners typically find and use prior art that is of 

a time-bar vintage, so that it cannot be removed by swearing to an earlier invention 
date.  

120 AIA 3(a), (b), and (g) abolish the previous constraint on foreign priority under 35 U.S.C. 119, 

whereby only half-credit was given to prior foreign filings. Such filings sufficed for acquiring a 
constructive U.S. invention date, but did not stop any time bars that might have been running. 35 
U.S.C. 119 (2006). That weakness has now been eliminated. AIA 3(a) (amending 35 U.S.C.  

100).  
121 There is one small change here in the AIA. A published PCT application designating the United 

States need no longer be in the English language to be a prior art reference against a later filer.  
122 "Swearing behind" is showing that the present applicant has an earlier invention date than the 

filing date of the patent.
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D. Assignee Filing 
Under the AIA, there is a provision for an assignee-defined as an entity to 

whom the inventor owes a legal duty to assign an invention-to file an application 
in his own right and not as agent for the inventor. 123 The problem is that an 
inventor's "statement" is still required by the newly amended Section 115, and an 
assignee cannot make the required statement unless the inventor has refused to 
make it.'24 

It is not clear where this brings us out. It seems that an assignee would be ill
advised to rely on supposed assignment obligations of this kind, without knowing 
whether the named inventors concur with that view. This could lead to title 
disputes down the road. The sounder practice is going to be to produce a 
recordable assignment and to include in it the required inventor's statement. That 
way, title is clear and the requirement for an inventor statement is met.  

E. Derivation Proceedings 

The new statute contains several pages of text concerning "derived patents," 
in which the invention was learned from someone else, and what should be done 
about them. 125 This reflects an apparent Congressional concern with stealing 
inventions, but it is not clear what underlies the concern. In 2010 there were only 
five reported court rulings on derivation, with the challenger prevailing in only two 
of them.12 6 It hardly seems worth setting up a complex three-judge proceeding to 
rule on such matters. However, Section 3(i) of the AIA does just that. It provides 
that a patent applicant can petition the PTO for a ruling that a prior applicant 
derived the claimed invention from the petitioner.1 27 The statute is rather 
awkwardly worded, in that it implies that the earlier application may already have 
issued as a patent, and the petitioning deadline is stated as follows: "[A] petition 
may be filed only within the 1-year period beginning on the date of the first 
publication of a claim to an invention that is the same or substantially the same as 
the earlier application's claim to the invention .... "128 

The language indicates that the publication date is that of the petitioner's 
application, not the earlier-filed one that is being challenged. One wonders if this 
was actually intended by the drafters. In all events, the Director must first 

1 AIA 4(b) (amending 35 U.S.C. 118).  
124 Id. 4(a) (amending 35 U.S.C. 115 by adding new paragraph (e), which states that the inven

tor's statement can be made within an assignment document).  
125 Id. 3(h) (amending 35 U.S.C. 291).  
126 See Univ. of Hous. Law Ctr., Full Calendar Year 2010 Report, PATSTATS.ORG, 

http://www.patstats.org/2010_fullyear.rev5.htm (last visited Nov. 4, 2012) (for the five year 
period ending 2009, the average number of rulings on this issue per year was 7.3, with challengers 
prevailing in only 12 rulings for the entire five-year period).  

1 AIA 3(i) (amending 35 U.S.C. 135).  
128 Id.
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determine that a real derivation issue is made out by the proofs, and if so, the matter 
is to be turned over to the PTAB for resolution by a three-judge panel, but it is not 
likely there will be many of these. The PTO presently projects 50 per year.  
Generally, derivers who file are actually frauds.  

Even more curious is the failure of the AIA to establish any procedure for the 

more normal, honest situations of competing independent inventors, neither of 
whom is a deliver. Even though invention date is being phased out of the law, 
there will still be situations in which two applicants or an applicant and patentee are 
claiming interfering subject matter, but there is no process for resolving the issue of 
who was the first inventor to publicly disclose or to file. The simple mantra of 
first-to-file does not address the underlying problems. Interference practice has 

been replete with issues about adequacy of support in a party's written description, 
entitlement to the filing date of a parent application, provisional application, or 
foreign counterpart application, etc. These questions are not going to go away 
under the AIA merely because invention date is going away. Perhaps the PTO will 

see the gap left here by Congress and establish some process for dealing with 
interfering subject matter, independently of invention date.  

V. Other Changes 

The new statute contains many other changes to the U.S. patent law, as to 

which time and space does not permit further discussion here. Among them are 
reduced filing fees for very "micro entities" 12 9 that do not file frequently, an ability 
to mark products with a patent number by posting an online notice, 13 0 and various 

provisions relating to government funded or joint venture developments. 131 Also 

included in the new statute are a large number of studies ordered by Congress, 
including ones on patent litigation' 32 and international patent protections for small 
businesses.133 Some of these provisions could have significant impact in future 
years. We shall have to wait to see.  

129 35 U.S.C. 41(h)(1), 123 (2011) (corresponds to AIA 10(b), (g), respectively).  
130 Id. 287 (corresponds to AIA 16(a)).  

131 AIA 3, 5, 20 (amending 35 U.S.C. 102, 273, 116, respectively).  
132 Id. 34.  

133 Id. 31.
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I. Introduction 

The Copyright Office's view, and the conventional wisdom, has long been 
that clothing design is uncopyrightable. 1 Accordingly, the creative segment of the 
fashion industry has long pressed for an amendment to the Copyright Act or for sui 
generis protection.2 The latest bill, the Innovative Design Protection and Piracy 
Prevention Act, is modest enough to stand a fighting chance at passage.3 Its 

* Visiting Scholar, U. Miami, School of Law, E-mail: svermont@mac.com.  
1 See UNITED STATES COPYRIGHT OFFICE, RULES AND REGULATIONS FOR THE REGISTRATION OF 

CLAIMS TO COPYRIGHT 12(g) (1917), available at https://play.google.com/store/books/?id= 
jsMHScl7REcC (listing "garments" among works that should not be registered); Registrability of 
Costume Designs, 56 Fed. Reg. 56,530 (Nov. 5, 1991) (codified at 37 C.F.R. 202.3) [hereinafter 
Costume Designs] ("Garment designs ... will not be registered even if they contain ornamental 
features .... ").  

2 The first major attempt was the design bill of 1914, also called the Kahn Bill. See Susan Scafidi, 
Intellectual Property and Fashion Design, in 1 INTELLECTUAL PROPERTY AND INFORMATION 
WEALTH 115, 118-21 (Peter K. Yu ed., 2006), available at www.counterfeitchic.com/Images/ 
IP_and_FashionDesignchapter scan.pdf (summarizing history of fashion industry efforts to 
obtain protection for fashion design).  

3 In December 2010, the Senate version, S. 3728, was approved unanimously by the Senate 
Judiciary Committee. In August 2011, the House version, H.R. 2511, was referred to the House 
Subcommittee on Intellectual Property Competition and the Internet. See generally Aya Eguchi, 
Curtailing Copycat Couture: The Merits of the Innovative Design Protection and Piracy 
Prevention Act and a Licensing Scheme for the Fashion Industry, 97 CORNELL L. REv. 131 (2011) 
(arguing for passage of the bill).
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protection is short: 3 years,4 as opposed to the regular copyright term of life of the 
author plus 70 years. 5 Its protection is also thin: to infringe P's clothing design, D's 
clothing design must be "substantially identical," meaning "so similar in 
appearance as to be likely to be mistaken for" P's clothing design.6 In other words, 
D's design must be a near counterfeit, not merely "substantially similar" to a 
portion of P's design.' 

Opponents of the bill might want to reconsider. The official rationale for 
denying copyright to clothing, that a garment is a "useful article" whose aesthetic 
features are inseparable from its utilitarian function,8 is unsound and thus may give 
way in time, especially if the bill fails. That is, if the bill fails, and if clothing 
designers appeal registration denials by the Copyright Office or file declaratory 
judgments to compel the Office to stop classifying clothing as per se 
uncopyrightable, and if the designers ask the appellate courts to squarely confront 
the issue on its substantive merits, the courts may eventually hold that fanciful 
clothing is protectable under regular copyright.  

If the bill passes, the sui generis protection would likely preempt regular 
copyright, partly as a matter of statutory construction and partly because sui generis 
protection would eliminate an otherwise compelling policy reason for protecting 
clothing under regular copyright. 9 The compelling policy reason is that clothing 
design needs protection more than in the past, because clothing designs can now be 
copied so easily that the copies sometimes hit the shelves before the originals.'0 

4 Innovative Design Protection and Piracy Prevention Act, H.R. 2511, 112th Cong. 2(d)(a)(2) 
(2011), available at http://thomas.loc.gov/cgi-bin/query/z?cl12:H.R.2511:.  

5 17 U.S.C. 302 (2006).  
6 H.R. 2511, 2(a)(10).  
7 To qualify for protection, P's clothing design must not only be original but also "provide a unique, 

distinguishable, non-trivial and non-utilitarian variation over prior designs." Id. 2(a)(7)(B)(ii).  
The conventional wisdom is that this hurdle is much higher than the hurdle for regular copyright.  
See, e.g., Kal Raustiala & Chris Sprigman, Copyrighting Fashion: Who Gains?, FREAKONOMICS 
(Aug. 30, 2010, 12:25 PM), http://freakonomics.blogs.nytimes.com/2010/08/30/copyrighting
fashion-who-gains/ (claiming the bill would affect only an insignificant portion of unique designs 
and thus have little impact on the fashion industry).  
I think that the bill would affect only a minority of clothing designs, but I disagree that the hurdle 
for protection under the bill is significantly higher than the hurdle for protection under regular 
copyright. See generally Samson Vermont, The Sine Qua Non of Copyright Is Uniqueness, Not 
Originality, 20 TEX. INTELL. PROP. L.J. 328 (2012) (arguing that copyright protects a work only if 
it is unique, distinguishable, and non-trivial, and also that as used in copyright "utilitarian" is 
shorthand for non-unique).  

8 See Costume Designs, supra note 1, at 1 (stating that Copyright Office has generally refused to 
register garments because they are useful articles that ordinarily contain no artistic authorship 
separable from their overall utilitarian shape).  

9 But cf J.E.M. AG Supply, Inc. v. Pioneer Hi-Bred Int'l, Inc., 534 U.S. 124, 143-44 (2001) 
(holding that enactment of Plant Patent Act and Plant Variety Protection Act do not preempt 
availability of protection of plant invention under utility Patent Act).  

10 See Scafidi, supra note 2, at 125 (claiming that today, knock-offs can be distributed even more 
quickly than the originals).
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II. Signs That the Uncopyrightability of Clothing Rests on Shaky Ground 

Fanciful clothing is protected in Europe and Japan. 1  Why is the United 
States an exception? The official U.S. rationale for denying copyright to clothing is 
that a garment is a "useful article" whose aesthetic features are inseparable from its 
utilitarian function.12 Apparently, this rationale applies even if the utilitarian 
function is subsidiary or even mere pretext. Presumably, for example, the 
Copyright Office would rely on this rationale to reject registration of lingerie, ties, 
and warm weather scarves.  

Meanwhile, copyright clearly protects other types of works-such as 
computer code, blueprints, and technical manuals-that seem wholly utilitarian and 
devoid of aesthetic features. Why does copyright protect works that seem wholly 
utilitarian and devoid of aesthetic features, while refusing to protect fanciful 
clothing on the ground that its aesthetic features are inseparable from its subsidiary 
utilitarian function? And why is copyright more willing to protect fanciful 
costumes13 that serve the same subsidiary utilitarian function that fanciful clothing 
serves?14 Why are the aesthetic features of fanciful costumes more likely to be 
deemed separable? 

Also puzzling is that the uncopyrightability of clothing is largely inconsistent 
with its protectability under design patent. It has long been said that clothing is 

" See, e.g., Intellectual Property Code art. L112-2(14) (Fr.), available at http://www.wipo.int/ 
wipolex/en/text.jsp?file_id=180336 (listing "dress and articles of fashion" as copyrightable 
subject matter); Copyright, Designs, and Patents Act, 1988, c. 48, 213, 216, 269 (U.K.), 
available at http://www.legislation.gov.uk/ukpga/1988/48/part/III/chapter/I (establishing 
protection for fashion designs); Council Regulation 6/2002, tit. II, art. 11-12, 2002 O.J. (L 3) 1 
(EC) (providing for 3 years of protection for unregifstered fashion designs and up to 25 years of 
protection for registered fashion designs); Secton 5. Trademark and Design Protection Systems, 
Investing in Japan, JETRO https://www.jetro.go.jp/en/invest/settingup/laws/section5/ page7.html 
(last visited July 15, 2012) (providing protection for the "form, pattern, or color of an object or a 
combination of these").  

12 See Costume Designs, supra note 1, at 1 (noting that while an industrial product might be 
aesthetically valuable, it is not the intention of Congress to give it copyright protection).  

13 See Chosun Int'l, Inc. v. Chrisha Creations, Ltd., 413 F.3d 324, 329-30 (2d Cir. 2005) (finding 
that a fact issue existed as to whether Halloween costumes were protectable); Masquerade 
Novelty, Inc. v. Unique Indus., Inc., 912 F.2d 663, 671 (3d Cir. 1990) (holding costume masks 
protectable); Nat'l Theme Prods. v. Jerry B. Beck, Inc., 696 F. Supp. 1348, 1356 (S.D. Cal. 1988) 
(holding masquerade costumes protectable); Animal Fair v. Amfesco Indus., 620 F. Supp. 175, 
191 (D. Minn. 1985) (granting a preliminary injunction to give copyright protection to a slipper in 
shape of bear paw copyrightable), aff'd mem., 794 F.2d 678 (8th Cir. 1986); Costume Designs, 
supra note 1, at 2 (stating that clothing will not be registered; costumes, though likewise useful 
articles, will be registered upon a finding that they have separable aesthetic features.).  

14 Cf Costume Designs, supra note 1, at 2 ("Costumes serve a dual purpose of clothing the body and 
portraying their appearance.").
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protectable under design patent.15 Yet a work that is able to satisfy the standards 
for protection under design patent-new, non-obvious, original, ornamental,1 and 
non-functional 17-- would seem to be even more able to satisfy the somewhat lower 
standard for protection under copyright.  

Another curiosity is that there is some sloppiness in citations to authority for 
the proposition that clothing is uncopyrightable. An older case cited for the 
proposition is Fashion Originators Guild of America v. Federal Trade 
Commission. 18 In this case, P never tried to register its dress designs because P 
knew the Copyright Office would reject them.19 The legal question was whether P 
had surrendered common law property rights in the designs when P published 
them; P argued that publication should not be deemed a surrender given that P 
could not register them with the Copyright Office. 20 

Judge Hand held that "regardless of whether the Guild's designs could be 
registered or not, 'publication' of them was a surrender of all its 'common-law 
property' in them."21 He also remarked that "[1] until the copyright law is changed, 
or [2] until the Copyright Office can be induced to register such designs as 
copyrightable under the existing statute," designs fall into the public domain when 

published.22 To cite this case as support for the proposition that clothing is 
uncopyrightable is not only to cite dicta but also to latch onto dicta [1] while 
ignoring dicta [2].  

Another case cited for the proposition that clothing is uncopyrightable is 
Whimsicality, Inc. v. Rubie's Costume Co, Inc.23 P registered its costume designs 

15 See Jack Adelman, Inc. v. Sonners & Gordon, Inc., 112 F. Supp. 187, 189 (S.D.N.Y. 1934) 
(quoting the Register of Patents as stating that "[t]he right to make and sell an artistically designed 
garment may under proper circumstances be obtained by a design patent issued from the Patent 
Office but not by copyright"); Kemp & Beatley, Inc. v. Hirsch, 34 F.2d 291, 292 (E.D.N.Y. 1929) 
(remarking that novel dress patterns are protectable under design patent).  

16 See 35 U.S.C. 171 (2006) ("Whoever invents any new, original and ornamental design for an 
article of manufacture may obtain a patent therefor, subject to the conditions and requirements of 
this title." (emphasis added)).  

17 See, e.g., Power Controls Corp. v. Hybrinetics, Inc., 806 F.2d 234, 238 (Fed. Cir. 1986) (holding 
that a design cannot be protected under design patent if it is "primarily functional rather than 
ornamental" or if it is "dictated by functional considerations").  

18 114 F.2d 80 (2d Cir. 1940) (Hand, J.), aff'd, 312 U.S. 457 (1941). See also Whimsicality, Inc. v.  
Rubie's Costume Co, Inc., 891 F.2d 452, 455 (2d Cir. 1989) (citing Fashion Originators for the 
proposition that "[w]e have long held that clothes, as useful articles, are not copyrightable").  

19 See Fashion Originators, 114 F.2d at 82-83 (implying in the discussion of common law property 
rights that the designs are unregistered).  

20 Id.  
21 Id. at 84.  
22 Id.  
23 891 F.2d at 455. See also Jovani Fashion, Ltd. v. Cinderella Divine, Inc., 808 F. Supp. 2d 542, 

547 (S.D.N.Y. 2011) (holding that P's prom dress was not copyrightable and citing to 
Whimsicality support the general proposition that dress designs "are not typically copyrightable").  
The Jovani court also cited to Folio Impressions Inc. v. Byer California, 937 F.2d 759, 763 (2d
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as "soft sculptures," apparently because P knew the Office would be more likely to 
reject them were they designated as costumes. 24 The court in Whimsicality held 
that P had misled the Office and declined "to reach the issue of copyrightability, 
since proper registration is a prerequisite to an action for infringement."2 5 In 
passing, however, the court cited to Fashion Originators for the proposition that 
clothing is uncopyrightable and remarked that clothing is "particularly unlikely to 
meet" the separability test because the decorative elements of clothing are "intrinsic 
to the decorative function of the clothing." 26 

That remark is dicta.27 In any event, separability from "decorative function" 
is not the correct standard. Apparently, the Whimsicality court equates decorative 
function with utilitarian function.28 Equating them cannot be right because, if 
decorative function equals utilitarian function, and if decorative elements are 
intrinsic to decorative/utilitarian function, then no decorative elements of any useful 
article could ever be protected. Yet they are. For instance, the decorative elements 
of the sinuous belt buckle in Kieselstein-Cord v. Accessories by Pearl, Inc. were 
protected even though those elements are intrinsically inseparable from the 
buckle's decorative function. 29 

III. Only Through Caprice Can the Useful Article Doctrine Bar 
Copyright for Fanciful Clothing 

In an attempt to codify the useful article doctrine, 30 the 1976 Act defines a 
"useful article" as "an article having an intrinsic utilitarian function that is not 
merely to portray the appearance of the article or to convey information."3 1 

Thereafter, "useful article" appears only in the Act's definition of pictorial, graphic 
and sculptural (PGS) works, which states that the design of a useful article is 
protectable "only if, and only to the extent that, such design incorporates pictorial, 
graphic, or sculptural features that can be identified separately from, and are 
capable of existing independently of, the utilitarian aspects of the article."3 2 This is 

Cir. 1991). Jovani, 808 F. Supp. 2d at 547. But Folio, which concerned fabric design, cites to the 
dicta in Whimsicality in its own dicta. Folio, 937 F.2d at 763.  

24 See Whimsicality, 891 F.2d at 454 n.3 (noting that costumes were regularly rejected by the 
Copyright Office) Yet, the Office will register some costumes. See Costume Designs, supra note 
1, at 2 (allowing the registration of costume masks, after meeting the conceptual separability test).  

25 Whimsicality, 891 F.2d at 453.  
26 Id. at 455.  
27 See Galiano v. Harrah's Operating Co., 416 F.3d 411, 419 n.17 (5th Cir. 2005) (noting that 

statement in Whimsicality that clothing is uncopyrightable is dicta).  
28 See Jovani, 808 F. Supp. 2d at 542 (finding that the aesthetic features of P's prom dress were 

inseparable from its utilitarian function).  
29 632 F.2d 989, 990 (2d Cir. 1980).  
30 See H.R. REP. No. 94-1476, at 54-55 (1976) (discussing the need for clarification in the statute).  
31 17 USC 101 (2006).  
32 Id.
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the so-called separability requirement.  

The Copyright Office denies registration to clothing on the grounds that it is a 
useful article and a PGS work and that it fails the separability requirement.3 3 A 
literal interpretation of the separability requirement is improper,34 indeed 
unworkable. Accordingly, the separability requirement has spawned widespread 
confusion 35 and ten or so different tests.3 6 Notably, most of these tests do not 
directly address the question of whether the work's expressive features are 
separately identifiable and capable of existing independently. 37 

The separability requirement should be interpreted to serve the original 
purpose of the useful article doctrine. So interpreted, it becomes clear, as explained 
later in Part III(B), that separability itself is irrelevant, that separability is really 

33 Costume Designs, supra note 1, at 2.  
34 Cf Galiano v. Harrah's Operating Co., 416 F.3d 411, 421 n.26 (5th Cir. 2005) ("[A]ll of the 

lawmaking with respect to PGS works is interstitial, and most of it strikes us as freewheeling."); 
Pivot Point Int'l, Inc. v. Charlene Prods., Inc., 372 F.3d 913, 921 (7th Cir. 2004) ("[T]he circuits 
that have addressed [this question] have recognized that the wording of the statute does not supply 
categorical direction, but rather requires the Copyright Office and the courts 'to continue their 
efforts to distinguish applied art and industrial design."' (internal citations omitted)).  

3 See ROGER E. SCHECHTER & JOHN R. THOMAS, PRINCIPLES OF COPYRIGHT LAW 76 (2010) 

("[C]ourts and commentators have struggled to define this notion of conceptual separability and it 
is our sad duty to report that the law is in disarray."); Matthew C. Broaddus, Designers Should 
Strive to Create "Useless" Products: Using the "Useful Article" Doctrine to Avoid Separability 
Analysis, 51 S. TEX. L. REV. 493, 509 (2009) ("The vast array of confusing and potentially 
conflicting tests for conceptual separability is troublesome on many levels.").  

36 See, e.g., Pivot Point, 372 F.3d at 929-931 (purporting to adopt Denicola test but looking to 
availability of alternative designs that could serve the same utilitarian function as P's design); 
Carol Barnhart, Inc. v. Econ. Cover Corp., 773 F.2d 411, 419 (2d Cir. 1985) (stating that the test 
for separability is whether the aesthetic features are required by the utilitarian features); 
Kieselstein-Cord v. Accessories by Pearl, Inc., 632 F.2d 989, 993 (2d Cir. 1980) (stating that the 
test for separability is whether artistic features are "primary" and utilitarian features "subsidiary"); 
1 MELVILLE B. NIMMER & DAVID NIMMER, NIMMER ON COPYRIGHT 2.08[B][3] (Matthew 

Bender, Rev. Ed. 2004) (stating that the test for separability is whether design would still be 
marketable to some significant segment of community simply because of its aesthetic qualities 
even if it served no utilitarian function); 1 PAUL GOLDSTEIN, GOLDSTEIN ON COPYRIGHT 2.5.3 
(3d ed. 2005) (stating that the test for separability is whether design "can stand on its own as a 
work of art traditionally conceived, and if the useful article in which it is embodied would be 
equally useful without it"); WILLIAM F. PATRY, COPYRIGHT LAW AND PRACTICE 285 (1994) 
(stating that the test is whether alternative design choice was available); Thomas M. Byron, As 
Long as There's Another Way: Pivot Point v. Charlene Products as an Accidental Template for a 
Creativity-Driven Useful Articles Analysis, 49 IDEA 147, 170-71 (2009) (stating that the test is 
whether alternatives were available at time P created the work); Robert C. Denicola, Applied Art 
and Industrial Design: A Suggested Approach to Copyright in Useful Articles, 67 MINN. L. REV.  
707, 741 (1983) (stating that the test for separability is whether design has features that reflect 
"artistic expression uninhibited by functional considerations"); Barton R. Keyes, Alive and Well: 
The (Still) Ongoing Debate Surrounding Conceptual Separability in American Copyright Law, 69 

OHIO ST. L.J. 109, 141-42 (2008) (proposing a two-factor balancing test in which courts balance 
the degree to which the designer's subjective process is motivated by aesthetic concerns and the 
degree to which the design is objectively dictated by its utilitarian function).  

37 See supra text accompanying note 36.
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shorthand for replaceability, and that some articles of fanciful clothing pass the 
requirement with flying colors.  

A. Why the Act Discriminates Against Useful Articles 

What motivated the drafters of the 1976 Act to impose scrutiny on the 
subclass of works called useful articles? The short answer is that these works are 
often highly constrained. Consider some examples of useful articles that have been 
registered with the Copyright Office: belt buckles, bike racks, mannequins, flying 
toys, ashtrays, lamps, lighting fixtures, furniture, dinnerware, salt and pepper 
shakers, candle holders, book ends, clocks, door knockers, inkstands, chandeliers, 
piggy banks, sundials, and fish bowls. 38 Note that each of these works is three
dimensional and that each achieves a mechanical function. Such works are often 
highly constrained by the mechanical principles necessary to achieve the function. 3 9 

Most fish bowls, for instance, are designed to contain water and fish and include 
little design extraneous to achieving that function.  

The term "utilitarian," as used in the definition of useful articles and PGS 
works, essentially means "mechanical." It does not mean having utility. Every 
type of copyrightable work has utility. The entertainment, diversion, and 
enlightenment provided by movies, music, and books are utilities. Moreover, some 
works that fall outside either the PGS category or the definition of a useful article 
seem wholly utilitarian in the lay sense of "utilitarian." Consider computer code40 

and technical manuals, which fall into the literary work category. Or, consider 
blueprints and maps, which merely convey information and thus do not qualify as 
useful articles under the Act's definition of useful articles.  

Why did the drafters artificially define a useful article so that a work does not 
qualify as a useful article if it merely conveys information or portrays its own 
appearance? They were trying to draw a line between constrained and 
unconstrained works. A work that merely conveys information or portrays its own 
appearance is often relatively unconstrained. There tend to be many alternative 
ways to convey information about and portray the appearance of any given thing, 
and there are also many different things in the world to convey information about 
and portray.  

B. Separability Is Irrelevant 

What were the drafters trying to get at with the separability requirement? 

38 See Mazer v. Stein, 347 U.S. 201, 221 (1954) (reciting a list of registered useful articles).  

39 Cf Maurice A. Weikart, Design Piracy, 19 IND. L.J. 235, 240 (1944) ("What is functional ... in 
general has been held to mean parts that are actually necessary for the mechanical operation of the 
thing, as distinguished from mere ornamentation.").  

40 See H.R. REP. No. 94-1476, at 54 (1976) (stating that "[t]he term 'literary 
works' ... includes ... computer programs").

2013] 95



TEXAS INTELLECTUAL PROPERTYLAWJOURNAL

They were trying to draw another line between constrained and unconstrained 
works. The problem is that separability is a metaphor. Replaceability would have 
been a better choice. Specifically, it would have been better if the Act stated that 
protection extends only to those three-dimensional features of the work that can be 
replaced with different three-dimensional features without undermining the work's 
mechanical function. When a work is heavily constrained throughout, there are few 
viable alternatives to its features and it is thus hard to imagine replacing its features 
with different features. For example, it is hard to imagine replacing the three
dimensional features of a bowling ball and still end up with a useable bowling ball.  
In contrast, we can imagine replacing some of the three-dimensional features of an 
embellished, sinuous belt buckle 41 and still end up with a useable belt buckle.  
Likewise, we can imagine replacing some of the three-dimensional features of a 
very distinctive mannequin head4 2 and still end up with a useable mannequin head.  

When talking loosely, we might say that while the features of the bowling ball 
are inseparable from its function, the expressive features of the belt buckle and the 
mannequin head are separable from their functions. Yet, that kind of talk is 
misleading because to separate expressive features is to remove them, and to 
remove them is to destroy them whenever they are even partially integrated into the 
work's structure, which they usually are. Also, to remove them-without replacing 
them-is to undermine the work's mechanical function whenever, again, they are 
even partially integrated into the work's structure.  

What, for example, are we left with if we simply remove the sinuous contours 
of the buckle protected in Kieselstein? The court rejected D's argument that the 
buckle's expressive features were inseparable from its utilitarian function.4 3 Yet, 
photographs of P's buckle 44 indicate that its sinuous contours are integrated with its 
main structure. How can we isolate and remove the sinuous contours and imagine 
them existing independently of the work? And if we remove them without 
replacing them with other contours, how can we avoid destroying the buckle's 
buckling function? 

Likewise, what are we left with if we simply remove the distinctive features 
of the mannequin head protected in Pivot Point v. Charlene?4 5 The head, created 
by an artist, was used by beauty schools to teach make-up application. 4 6 It had a 
lean, angular look with an upturned nose and almond-shaped eyes; it also had an 
inadvertent double hairline. 47 The court rejected D's argument that the head's 

41 See Kieselstein-Cord v. Accessories by Pearl, Inc., 632 F.2d 989, 990 (2d Cir. 1980) (holding 
buckle protected).  

42 See Pivot Point Int'l, Inc. v. Charlene Prods., Inc., 372 F.3d 913, 932 (7th Cir. 2004) (holding 
mannequin head protected).  

43 Kieselstein-Cord, 632 F.2d at 993.  
44 Id. at 995 (displaying photographs of the Winchester and Vaquero buckles).  
45 Pivot Point, 372 F.3d at 915.  
46 Id.  

4' Id.
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distinctive features were inseparable from its utilitarian function as a teaching prop.  
Yet, it is hard to imagine isolating and removing those features (e.g., the upturned
ness of the nose or the double-ness of the hairline) and even harder to imagine them 
existing independently. And if we remove them without replacing them, we are left 
with a useless "egg on a stick." 48 

Notably, the court in Pivot Point emphasized that a variety of mannequin 
heads could serve as props for teaching make-up application. 49 The number of 
viable alternatives-in a word, replaceability-is a key theme that pops up 
frequently not only in cases involving three-dimensional works that may be 
constrained by mechanical principles,5 0 but also in cases involving works that may 
be constrained by other things.51 Ultimately, there is nothing special about the 
useful article doctrine, properly understood. It serves the same basic purpose that 
the other limiting doctrines serve. 52 Indeed, it is likely that at bottom there is only 
one limiting doctrine, and that the plurality we see is simply a reflection of the 
labels we assign to the various types of situations in which the one limiting doctrine 
kicks in.  

48 Id. at 932-33 (Kanne, J., dissenting).  

49 See id. at 931-32 ("It certainly is not difficult to conceptualize a human face, independent of all 
of Mara's specific facial features ... that would serve the utilitarian functions of a hair stand ...  
."); Byron, supra note 36, at 189 (discussing the courts suggestion of another possible mannequin 
look).  

50 See, e.g., Lanard Toys Ltd. v. Novelty, Inc., 375 Fed. App'x 705, 710-11 (9th Cir. 2010) (stating 
that P's designer testified he "could have designed it in 'a million' other ways"); Mattel, Inc. v.  
Goldberger Doll Mfg. Co., 365 F.3d 133 (2d Cir. 2004) (stating that dolls can be made in many 
ways that differ from Barbie); Hart v. Dan Chase Taxidermy Supply Co., 86 F.3d 320, 321-23 (2d 
Cir. 1996) (stating that for taxidermy, the universe of possible expressions can be broad enough to 
sustain copyright protection, because even realistic animal mannequins can vary sufficiently in 
artistic details such as pose, attitude, and appearance).  

5 See, e.g., Apple Computer, Inc. v. Franklin Computer Corp., 714 F.2d 1240, 1253 (3d Cir. 1983) 
(stating that P's operating system is not directed to an idea as other expressions could implement 
it); Morrissey v. Procter & Gamble Co., 379 F.2d 675, 678-79 (1st Cir. 1967) (stating that P's 
straightforward instructions for a box-top sweepstakes were unprotectable given the limited 
number of ways to express the instructions in a straightforward manner). See also Whelan 
Assocs., Inc. v. Jaslow Dental Lab., Inc., 797 F.2d 1222, 1236 (3d Cir. 1986) (involving 
software); Dymow v. Bolton, 11 F.2d 690, 691 (2d Cir. 1926) (involving a play); Compaq 
Computer Corp. v. Procom Tech., Inc., 908 F. Supp. 1409, 1423 (S.D. Tex. 1995) (involving a 
method for predicting failure of disk drives).  

52 See Vermont, supra note 7, at 349-62 (arguing that limiting doctrines, originality requirement and 
infringement standard limit protection to unique material). Consider the great overlap among the 
limiting doctrines. For example, the well-known case of Brandir Int'l, Inc. v. Cascade Pac.  
Lumber Co., 834 F.2d 1142 (2d Cir. 1987), involving the now ubiquitous wave-shaped bike rack, 
seems to implicate not only the useful article doctrine but also the idea-expression dichotomy, the 
merger doctrine, and the rule of 37 C.F.R. 202.1(a) against copyright for familiar designs.
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C. Extra Discrimination Against Clothing 

Clothing is three-dimensional, which raises a red flag that it could be 
constrained by mechanical principles. It is in fact constrained by mechanical 
principles insofar as it must suit the body. Yet that constraint is not enough to 
render all clothing too constrained for copyright. A highly fanciful garment has 
numerous viable alternatives and very replaceable features. One need only go to 
Google Images and type "unique clothing" or "unique fashion" to see the extreme 
diversity.  

In any event, highly fanciful garments are much less constrained than many 
works already protected under copyright. Though some variety of mannequin 
heads, for instance, could serve as props for make-up application, the majority will 
for business and pedagogical reasons resemble youngish females of the majority 
race with features that are symmetrical and roughly average in their proportions.  
To be sure, there is space within this majority for some distinguishable alternatives, 
but the number and range of alternatives available in that space pale next to 
clothing.  

Some other examples of three-dimensional works that seem more constrained 
than fanciful clothing but that have been held protected or protectable include 
Barbie dolls realistic taxidermy mannequins, 5 4 a toy flying saucer, a model 
airplane, 56 sling-launched flying toys,57 and a pin that resembles a real bee.5 8 

Aren't these works more constrained, less expressive, less artistic and less creative 
than a large fraction of the garments that appear on the catwalks and in the 
windows of Soho shops? 

Galiano v. Harrah's Operating Company59 appears to be the only case in 
which a U.S. appellate court attempted to squarely tackle the substantive issue of 
clothing's copyrightability. The court adopted a demanding test. Specifically, the 
court adopted a "likelihood-of-marketability standard for garment design only,"6 0 

which is satisfied only if the artistic qualities of P's garment design are so 
paramount that the design is marketable as an artistic work independent of its 

5 Mattel, 365 F.3d at 136-37.  
1 Hart, 86 F.3d at 321; Superior Form Builders, Inc. v. Dan Chase Taxidermy Supply Co., 74 F.3d 

488, 491 (4th Cir. 1996).  
* Spinmaster, Ltd. v. Overbreak LLC, 404 F. Supp. 2d 1097, 1104 (N.D. Ill. 2005) (holding that 

motor and main propeller of toy flying saucer were uncopyrightable, but hub, blades, outer ring, 
separate controller and base station were copyrightable).  

56 Gay Toys, Inc. v. Buddy L Corp., 703 F.2d 970, 973 (6th Cir. 1983).  
57 Lanard Toys Ltd. v. Novelty, Inc., 375 Fed. Appx. 705, 711 (9th Cir. 2010).  
58 Herbert Rosenthal Jewelry Corp. v. Grossbardt, 164 U.S.P.Q. 602, 604 (S.D.N.Y. 1970). See also 

Mag Jewelry Co. v. Cherokee, Inc., 496 F.3d 108, 111, 114 (1st Cir. 2007) (holding that the 
validity of copyright for pendant uncontested despite its simple design, which consisted of four 
crystal stones in the shape of an angel with a metal ring for a halo).  

59 416 F.3d 411 (5th Cir. 2005).  
60 Id. at 421.
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utilitarian use. 61 Having adopted this standard, the court held P's "very creative"62 
casino uniforms uncopyrightable because P had not shown that they were 
marketable as artistic works independent of their use as wearable uniforms.6 3 Were 
this standard followed by other circuits, almost no clothing would be copyrightable.  

Why did the Galiano court adopt such a high standard and apply it only to 
clothing? Why treat clothing so differently? 

D. Possible Reasons for the Extra Discrimination Against Clothing 

One proposed rationale for denying protection to clothing is that protection 
would actually hurt the fashion industry. Kal Raustiala and Christopher Sprigman 
argue that piracy accelerates fashion trends and thereby fuels status-seeking arms 
races among consumers that continually spur demand for new designs-the "piracy 
paradox."64 Given that the piracy paradox is counter-intuitive and that it is belied 

by the fact that clothing is protected in other developed countries, it is unlikely to 
actually account for the longstanding absence of protection for clothing in the U.S.  
In any event, the piracy paradox is normatively weak because it ignores the welfare 
of fashion consumers. That is, even if Raustiala and Sprigman are right that piracy 
helps the fashion industry (which is questionable), it does so at the expense of 

consumers because, overall, status-seeking arms races tend to be bad for those 
engaged in them.65 

Inertia is an alternative reason for the lack of protection. The Copyright 

Office's position on clothing emerged when copyright protected fewer types of 
works. 66 If most clothing then was more about practical function (durability and 
suitability to natural climate) than about individual expression, it would have 
seemed more reasonable then to regard clothing as too uncreative for copyright.  

61 Id. at 415, 421-22.  
62 Id. at 414.  
63 Id. at 415, 421-22.  
64 See Kal Raustiala & Christopher Sprigman, The Piracy Paradox: Innovation and Intellectual 

Property in Fashion Design, 92 VA. L. REV. 1687, 1718-23 (2006); Letter from Professor Kal 

Raustiala and Professor Christopher Sprigman to the Committee on the Judiciary, U.S. House of 

Representatives, Subcommittee on Intellectual Property, Competition and the Internet (July 13, 
2011), available at http://judiciary.house.gov/hearings/pdf/ Sprigman07152011 .pdf.  

65 Cf C. Scott Hemphill & Jeannie Suk, The Law, Culture, and Economics of Fashion, 61 STAN. L.  

REv. 1147, 1180-84 (2009) (arguing that the piracy paradox is one-dimensional because it is 
predicated only on the status-conferring aspect of fashion and ignores its expressive aspect).  

66 The Copyright Act of 1870 86 defined copyrightable subject matter as: "any book, map, chart, 

dramatic or musical composition, engraving, cut, print, or photograph or negative thereof, or of a 

painting, drawing, chromo, statute, statuary, and of models or designs intended to be perfected as 

works of the fine arts." 16 Stat. 198 (codified as amended in scattered sections of 17 U.S.C.). See 

also J. L. Mott Iron Works v. Clow, 82 F. 316, 318-19 (7th Cir. 1897) (stating that a trade 
catalogue comprised of illustrations of bathtubs and the like was mere advertisement lacking the 
artistic merit necessary for copyright).
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Perhaps also it was not so clearly in U.S. interests to protect clothing if the claims 
are true that the U.S. then was more a haven for piracy of European designs than a 
producer of original designs. 67 

Fear of unmeritorious lawsuits is another likely reason.68 This fear stems in 
part from the concern that many registered clothing designs would themselves be 
copies (conscious and unconscious) of pre-existing designs. 6 9 This concern rests, I 
think, on the widespread belief that copyright has no novelty requirement. If P's 
work need not be novel, then D cannot beat P's suit merely by pointing out that the 
design predates P. How would D prove that P copied the prior design? 

Though valid, this concern seems largely unwarranted in light of the 
experience of countries that protect clothing. 70 In any event, in practice copyright 
has a de facto, probabilistic novelty requirement in that courts end up applying the 
originality requirement, the limiting doctrines, and the infringement standard to 
limit protection only to those works unconstrained enough that they are very likely 
to be novel. 71 Hence, if P's clothing design lacks novelty, the court is very likely to 
find some way to avoid awarding damages against D.  

Fear of unmeritorious lawsuits also stems in part from concern that many 
defendants accused of copying would be innocent of it.72 A premise behind this 
concern is that copyright protects works that could be independently created by 
others. In practice, however, the originality requirement, the limiting doctrines, and 
the infringement standard also limit protection only to those works that are 

67 See Scafidi, supra note 2, at 118 (stating that the United States was a haven for design pirates).  
68 Cf Allison A. Nieder, Taking the Design Piracy Debate to the Financial Industry, CAL. APPAREL 

NEWS, Oct. 29-Nov. 4, 2010, at 1, 8, available at http://www.apparelnews.net/uploads/PrintIssues/ 
filepath/171_CAN102910_ lettersizeA.pdf (quoting Kevin Sullivan, Executive Vice President 
at Wells Fargo: "[IP protection for clothing design] would likely lead to a host of unintended 
consequences for the industry, not the least of which would be an increase in legal costs faced by 
apparel manufacturers.").  

69 See id. (quoting Kevin Sullivan, Executive Vice President at Wells Fargo: "[I]t is very difficult to 
prove the originality of a given design in the apparel industry."); Weikart, supra note 39, at 248, 
256 (identifying the absence of a search by the Copyright Office to ensure originality as basis for 
opposition to protection for clothing design).  

70 Cf Letter from Professors Raustiala & Sprigman, supra note 64, at 9 (arguing against passage of 
fashion bill but acknowledging that there are very few lawsuits in Europe over copying of fashion 
design).  

71 Vermont, supra note 7, at 349-62. Cf Bucklew v. Hawkins, Ash, Baptie & Co., LLP, 329 F.3d 
923, 929 (7th Cir. 2003) (stating that there is no originality present unless the work is 
distinguishable from prior work); L. Batlin & Son, Inc. v. Snyder, 536 F.2d 486, 492 (2d Cir.  
1970) (en banc) ("To extend copyrightability to miniscule variations [of public domain work] 
would simply put a weapon for harassment in the hands of mischievous copiers intent on 
appropriating and monopolizing public domain work."); Douglas Lichtman, Copyright as a Rule 
of Evidence, 52 DUKE L. J. 683, 707 (2003) (discussing evidentiary benefits of the requirement 
that work be distinguishable from prior work).  

72 See, e.g., Weikart, supra note 39, at 256 (stating that absent search by the Copyright Office to 
ensure originality, there is a risk that the alleged copy will turn out not to be a copy).
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unconstrained enough that they are unlikely to be independently created.7 3 That is, 

if P's clothing design seems like a work that someone else could independently 

create, the court is likely to find some way to avoid awarding damages against D.  

In any event, D may be able to prove a defense of independent creation.  

IV. Conclusion 

The drafters of the 1976 Act botched their attempt to codify the useful article 

doctrine. Separability is irrelevant. What matters is whether the work has 

unconstrained features. Many PGS works that qualify as useful articles are heavily 

constrained by mechanical principles. Fanciful clothing is not. Indeed, it seems to 

be the least constrained type of useful article; yet, in the U.S. it is treated as if it 

were the most constrained. What best accounts for the double standard against 
clothing is unclear. But a double standard this glaring is likely to wither in time, 
especially if technology continues to make it easier to copy clothing designs 
quickly enough that designers cannot recover their investment before their designs 
go out of style.  

73 Vermont, supra note 7, at 349-62. Cf Computer Assocs. Int'l, Inc. v. Altai, Inc., 982 F.2d 693, 

708-09 (2d Cir. 1992) (asserting that because efficient structure may be independently created, 

efficient structure should be filtered out during infringement analysis); Michael Steven Green, 

Two Fallacies About Copyrighting Factual Compilations, in INTELLECTUAL PROPERTY 

PROTECTION OF FACT-BASED WORKS: COPYRIGHT AND ITS ALTERNATIVES 109, 122-26 (Robert F.  

Brauneis ed., 2009) (requiring that work be distinguishable from prior work helps avoid protection 
for works that could be independently created).
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I. Introduction 

Patent infringement actions have reached costs exceeding $5 million when 
greater than $25 million is at risk. 1 More than half of those costs are related to 
discovery. 2 This paper examines the strategies that can be used to reduce these 
spiraling discovery costs that result from the production of electronically stored 
information (ESI). Such measures include using the latest electronic discovery (e
discovery) production tools, such as predictive coding. Predictive coding is 
emerging as a faster, more cost-effective and efficient alternative to traditional 
manual or linear document review. This tool, which may save litigants millions of 
dollars in discovery costs, is obtaining increased acceptance in the courts and the 
legal community.  

Another strategy litigants can use to reduce e-discovery costs includes 
implementing versions of the Federal Circuit's and the Eastern District of Texas's 
"Model Orders Regarding E-Discovery in Patent Cases," the Seventh Circuit's "E
Discovery Pilot Program and Model Order," the District of Delaware's "Electronic 
Discovery Default Standards and Access to Source Code," and the Southern 
District of New York's "Pilot Program for E-Discovery." These model orders, 
standards, and pilot programs are the result of successful collaboration between the 
bench and bar to address, specifically, the rising costs and difficulties of managing 
e-discovery in patent and complex commercial cases.  

While tools like predictive coding and model orders can reduce ESI 
production costs, the joinder provision of the recently-enacted Leahy-Smith 
America Invents Act (AIA) may create some challenges for defendants who want 
to continue to share their discovery and litigation costs. This paper discusses the 
strategies that defendants can use under the AIA to continue to share these costs. It 
also discusses how the courts are managing the many pre- and post-AIA filed 
patent infringement cases and how the courts' management of these cases may 
affect discovery costs.  

II. Predictive Coding: The Latest Cost-Cutting E-Discovery Tool 
BTI Consulting Group's recent publication, BTI Litigation Outlook 2013, 

reports that corporate counsel are giving law firms failing grades for their 

1 See AMERICAN INTELLECTUAL PROPERTY LAW ASSOCIATION, REPORT OF THE ECONOMIC SURVEY 
2011, at 1-154 (2011) (reporting an average of approximately $6 million spent on patent
infringement actions).  

2 See Mark Michels, The ITC's Long, Weary Road to E-Discovery Reform, L. TECH. NEWS (July 6, 
2012), http://www.law.com/jsp/lawtechnologynews/PubArticleLTN.jsp?id=1202561971902&The 
ITCs_LongWearyRoad_to_EDiscoveryReform ("According to a study by the Federal 

Judicial Center, discovery expenses represent 50 percent of litigation expenses." (citing THOMAS 
E. WILLGING ET AL., FED. JUDICIAL CTR., DISCOVERY AND DISCLOSURE PRACTICE, PROBLEMS AND 
PROPOSALS FOR CHANGE: A CASE-BASED NATIONAL SURVEY OF COUNSEL IN CLOSED FEDERAL 
CIVIL CASES 2 (1997))).
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ineffectiveness in addressing e-discovery cost and management issues. 3 Rating law 

firms "an average of 5.9 out of a possible 10 points," companies cite as main flaws 

the "poor planning" and execution of their e-discovery strategies.4 Companies 

today are looking for more inexpensive and productive e-discovery options and are 

choosing from various new technologies that meet their needs.5 Predictive coding 

is one such e-discovery technology.  

A. How Predictive Coding Works 

Predictive coding is a type of technology that enables a computer platform to 

automatically predict how documents should be classified based on a limited, but 
significant level of human input.6 Different predictive coding schemes exist, but 

the various algorithms and heuristics all extrapolate human coding made on a small 

subset of documents to the remaining documents. 7 It can help reduce the time and 

cost of first-pass electronic document review by training software to identify and 

filter relevant documents from the general production.8 Traditional document 

review has included manual reviewing of documents for relevancy and privilege 

using keyword searches. This laborious process includes numerous individuals 

searching through potentially hundreds of thousands, if not millions, of ESI 

documents. If not done with the right process and quality control, traditional 

document review can be prone to human error, which can manifest itself in missed 

relevant and privileged documents and inadvertently produced privileged 

documents. Predictive coding automates the traditional document review and uses 

human interaction as a quality control measure, thereby reducing the risk of 
inconsistent relevancy decisions.9 

A number of vendors purport to offer predictive coding solutions, such as 

Epiq Systems' DocuMatrix®10 and eDataMatrix®1 software, Equivo's Relevance 

software,12 kCura's Relativity Assisted Review, 13 Lateral Data's Viewpoint 

software,14 Recommind's Axcelerate® software, 15 and Symantec's Clearwell E

3 Megan Leonhardt, Law Firms Get Failing Grade on E-Discovery, LAw360 (Aug. 31, 2012), 
http://www.law360.com/articles/373990/law-firms-get-failing-grade-on-e-discovery.  

4 Id.  
s Id.  
6 JAN PUZICHA, RECOMMIND, PREDICTIVE CODING EXPLAINED 2 (2011).  

Id.  
8 Id.  
9 Id. at 3.  
10 DocuMatrix Hosting, EPIQ SYSTEMS, http://www.epigsystems.com/Solutions.aspx?id= 

4294967428 (Last visited Jan. 8, 2013).  
1 Processing, EPIQ SYSTEMS, http://www.epigsystems.com/Solutions.aspx?id=4294967426 (Last 

visited Jan. 8, 2013).  
12 Relevance, EQuIvio, http://www.equivio.com/product.php?ID=38 (Last visited Jan. 8, 2013).  
13 Assisted Review, RELATIVITY, http://kcura.com/relativity/features/assisted-review (Last visited 

Jan. 8, 2013).  
14 Viewpoint, LATERAL DATA, http://www.lateraldata.com/viewpoint/ (Last visited Jan. 8, 2013).  
15 Axcelerate eDiscovery, RECOMMIND, http://www.recommind.com/products/axcelerate-ediscovery 

(Last visited Jan. 8, 2013).
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Discovery Platform®.16 These solutions generally purport to perform similar 
functionality but vary in cost and quality according to an organization's financial 
resources and needs.  

The first step in the predictive coding process occurs when a person(s) 
knowledgeable about the general production randomly selects a small percentage of 
documents as the sample set. 17 The reviewer(s) separate the sample set into pre
defined categories, sometimes called "seed sets," using keyword, Boolean, concept 
searches, or any other searching feature their software provides.1 8 The predictive 
coding software then assigns electronic codes to the seed sets and uses the codes to 
"train" the system to predict, identify, filter, and prioritize relevant documents from 

the production into the pre-defined categories.19 The categories in patent 
infringement cases could include, for example, privileged documents, prior art, 
emails, financial documents, and documents related to infringement, validity, 
inequitable conduct, damages, willfulness, or a specific custodian.  

After the first pass through the production, a document review team reviews 
the filtered documents and ensures that relevant documents are being found.2 0 The 
team then further "trains" the system by placing documents not filtered properly 
into their appropriate seed sets and re-running the software.2 1 This process is 
repeated as many times as necessary until the team is satisfied that the software is 
no longer finding any additional relevant documents. 22 

When searching for relevant documents, predictive coding uses mathematical 
algorithms and statistical document patterns and concepts instead of individual 
keywords. 23 This means the software identifies relevant documents that may not 
contain the specific keywords that were used initially to train the system or that 
would not have been found using traditional electronic document review methods.  
As a result, the number of false positives and negatives is drastically reduced, and 
the results become increasingly valuable with each pass through the production.  

The final step in the predictive coding process is the quality review check.  
This step ensures that no, or only few (i.e., up to five percent), relevant documents 
remain in the original corpus after all the documents have been reviewed.24 The 
quality review check may also be used to confirm the reliability of the software for 
anyone who might need verification of its results, such as a court, opposing 

16 Clearwell eDiscovery Platform, SYMANTEC, https://www.symantec.com/ediscovery-platform 
(Last visited Jan. 8, 2013).  

17 PUzICHA, supra note 6, at 2-3.  
18 Id. at 3.  
19 Id.  
20 Id. at 3-4.  
21 Id.  
22 Id.  
23 PUZICHA, supra note 6, at 3-4.  
24 Id. at 7.
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counsel, a client, or persons in the users' law firm or organization.2 5 This check 
entails selecting a random set of documents from the remaining production and 
manually reviewing the set for any relevant documents. 26 Through this review, a 
team builds confidence that the documents identified by the software are 
statistically relevant to within at least ninety-five percent (or whatever pre-set goal 
the team may have) by manually reviewing as little as ten percent of the original 
production. 27 Through the use of predictive coding, a document review team can 
complete its review much faster (i.e., in days versus weeks), with the attendant time 
and cost savings being potentially dramatic, depending on the original size of the 
production.  

The following diagram graphically depicts the predictive coding process.2 8 

B. Case Studies Involving Predictive Coding 

Predictive coding has proven itself to be a successful e-discovery tool in a 
number of case studies. In one study, a law firm-WilmerHale-was retained to 
assist with an internal investigation of its client.2 9  The firm was tasked with 
reviewing a total production of 527 GB of data, or roughly four million documents 
(ninety-five percent of which was email), from fifty-seven custodians 0 The firm 
started by manually reviewing these documents using, at various times, thirty-five 
to fifty attorneys. 31 However, once the review process was well under way, the 
lawyers were informed that a privilege log was needed as well.3 2 Since up to that 
point, the document review team had been tasked with reviewing the documents for 

25 Id.  
26 Id.  

27 Id. at 7-8.  
28 PUZICHA, supra note 6, at 3 (Copyright Recommind, Inc. 2000-11).  
29 WilmerHale Dramatically Upgrades Review Capabilities, Ensures Quality Control with 

Axcelerate Review & Analysis, RECOMMIND (2011), http://www.legasupportnetwork.co.uk/sites/ 
default/files/recommindwilmerhale_ediscocasestudy_5-5-11.pdf.  

30 Id.  

31 Id.  
32 Id.
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relevancy only and not for privilege, they had to go through the previously 
reviewed documents to check for privilege as well.33 

Three weeks into the re-review, after manually reviewing 135,670 documents 
for privilege, the document review team recognized that they needed to process the 
documents more quickly and accurately than at their current pace.34 The team 
enlisted the help of predictive coding software that identified 613,201 documents 
out of the original four million documents (fifteen percent of the production) that 
were relevant to the investigation.35 Using predictive coding software, in addition 
to the initial manual review, the team was able to find and produce a statistically 
satisfactory number of relevant documents by reviewing only twenty percent of the 
original production over a two-and-a-half-month period. Moreover, the firm saved 
itself months of document review time and saved the client millions of dollars in 
attorney review costs. 36 

In a second case study, another law firm-Fulbright & Jaworski-was faced 
with reviewing 500,000 documents for relevancy and production to the opposing 
party. 37 At a rate of fifty documents per hour, it would have taken the firm 
approximately 10,000 hours (or 1,000 man-days) to review all of the documents at 
a cost of "hundreds of thousands of dollars in attorney fees."3 8 Using predictive 
coding and eight reviewers, the software reviewed the entire production ten times in 
twelve days, while the document review team had to review less than eight percent 
of the original production before the firm became comfortable with the search 
results. 39 In this case study, predictive coding saved thousands of hours of 
document review time and most of the previously estimated attorney fees.40 

In a third case study, the same law firm was tasked with reviewing 175,000 
documents. 4 1 A manual, "linear" review using fifteen people reviewing documents 
at a rate of forty to fifty documents per hour would have taken at least twenty-five 
days and 3,500 hours to review the entire production just once.4 2 Using predictive 
coding, the firm reviewed all of the documents multiple times in less than a third of 
the time with only six document reviewers. 43 

33 Id.  

34 Id.  
3 RECOMMIND, supra note 29.  
36 Id.  

37 L. Weiss & T. Barce, How Fulbright & Jaworski Transformed Its Document Review, 27 L. TECH.  
NEWSL., no. 4, Aug. 11, 2010, at 1, 1.  

38 Id.  

39 Id. at 2.  
40 Id.  
41 Axcelerate Review & Analysis Reduces Time and Expense for Fulbright & Jaworski, RECOMMIND 

(2011), http://www.recommind.com/sites/default/files/RecommindFulbrightPredictiveCoding_ 
eDiscoveryCaseStudy.pdf.  

42 Id.  

43 Id.
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C. Judicial Approval of Predictive Coding 
Magistrate Judge Andrew J. Peck of the Southern District of New York, 

which is one of the districts that has implemented an e-discovery pilot program as 
discussed in Section III.B.3, was the first federal judge to approve of predictive 
coding as "an acceptable way to search for relevant ESI in appropriate cases."4 4 

Judge Peck recognized the value of having a federal court endorse the use of 
predictive coding in discovery as a prerequisite to the technology's greater 
acceptance by the legal community. 45 In his article, Search, Forward, Judge Peck 
states: 

Until there is a judicial opinion approving (or even critiquing) the use of 
predictive coding, counsel will just have to rely on this article as a sign of judicial 
approval. In my opinion, computer-assisted coding should be used in those cases 
where it will help "secure the just, speedy, and inexpensive" (Fed. R. Civ. P. 1) 
determination of cases in our e-discovery world.4 6 

Judge Peck presided over Monique Da Silva Moore v. Publicis Groupe & 
MSL Group, in which five female plaintiffs alleged employment discrimination 
based on sex by defendants Publicis Groupe and MSL Group.4 7 Defendant MSL 
Group proposed using predictive coding software to produce relevant documents 
from a corpus of approximately three million documents.4 8 The plaintiffs objected 
to the use of predictive coding software as they were skeptical that it would 
produce "complete and correct" results as required by Rule 26(g)(1)(A) of the 
Federal Rules of Civil Procedure. 49 After the court provided reassurances as to the 
reliability of predictive coding (since the court was so well-versed in the predictive 
coding technology and supported its ruling by citing to its own articles on the 
topic), the plaintiff tentatively agreed to use the software on a trial basis.50 

Accordingly, the court approved the use of predictive coding as the document 
production tool of choice for this case after considering: 

(1) [T]he parties' agreement, (2) the vast amount of ESI to be reviewed (over three 
million documents), (3) the superiority of computer-assisted review to the available 
alternatives (i.e., linear manual review or keyword searches), (4) the need for cost 
effectiveness and proportionality under Rule 26(b)(2)(C), and (5) the transparent 
process proposed by MSL.5 1 

44 Moore v. Publicis Groupe, No. 11 Civ. 1279(ALC)(AJP), 2012 WL 607412, at *1 (S.D.N.Y. Feb.  
24, 2012).  

45 See Andrew Peck, Search, Forward, 18 L. TECH. NEWSL., no. 10, Oct. 1, 2011, at 25, 29 
("[I]t. .. appears that many lawyers (and their clients) are waiting for a judicial decision 
approving of compute-assisted review.").  

46 Id. at 29, cited in Moore, 2012 WL 607412, at *1.  
47 Moore, 2012 WL 607412, at *1.  
48 Id. at *3.  
49 Id. at *7.  
50 See id. at *3 n.3 ("When defense counsel mentioned the disagreement about predictive coding, I 

stated that: 'You must have thought you died and went to Heaven when this was referred to 
me....'") 

51 Id. at *11.
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On April 26, 2012, District Judge Andrew Carter, Jr., affirmed Judge Peck's 
decision, stating that Peck's reasoning was not clearly erroneous or contrary to law 
and that "no review tool ... guarantees perfection." 52  ESI discovery in this case, 
however, is currently stayed as the parties agree on the protocol that should be used 
for the production of the defendants' relevant documents. 5 3 

In National Day Laborer Organizing Network v. United States Immigration 
and Customs Enforcement Agency, the Southern District of New York supported 
Judge Peck's endorsement of predictive coding technology. 54 At issue in this 
Freedom of Information Act case was the sufficiency of the defendants' document 
production to the plaintiffs.55 The court made clear its view regarding the 
efficiency of using only keyword searching techniques versus using "computer 
assisted" review or "predictive coding." 56 The court stated, "As Judge Andrew 
Peck-one of this Court's experts in e-discovery-recently put it: 'In too many 
cases, however, the way lawyers choose keywords is the equivalent of the child's 
game of 'Go Fish' ... keyword searches usually are not very effective."' 5 7 The 
court ultimately ordered the parties to "agree on search terms and protocols," and, if 
either party so desired, that they agree to use "predictive coding techniques and 
other more innovative ways to search."5 8 

In Global Aerospace, Inc. v. Landow Aviation, L.P., a Virginia state court in a 
two-page order similarly granted the defendants' motion for a protective order and 
their use of predictive coding software in response to the plaintiffs' requests for 
production from a corpus of 250 GB of data containing over two million 
documents. 59 The defendants argued that given the volume of documents to be 
reviewed, using predictive coding would be faster and more cost-effective. 60 The 
plaintiffs countered that the defendants should produce "all responsive documents" 
and not just the documents that a predictive coding program selects.61 The order 
did not require the parties to agree on a search protocol for the production of 

52 Moore v. Publicis Groupe SA, No. 11 Civ. 1279(ALC)(AJP), 2012 WL 1446534, at *3 (S.D.N.Y.  
Apr. 26, 2012).  

53 Moore v. Publicis Groupe, No.11 Civ. 1279(ALC)(AJP), slip op. at 1 (S.D.N.Y. May 14, 2012).  
54 Nat'l Day Laborer Org. Network v. U.S. Immigration & Customs Enforcement Agency, No. 10 

Civ. 3488 (SAS), 2012 WL 2878130, at *11 (S.D.N.Y. July 13, 2012).  
1 Id. at *1.  
56 Id. at *12.  
57 Id. at *11.  
58 Id. at *13.  
59 Global Aerospace, Inc. v. Landow Aviation, L.P., No. CL 61040 (Va. Cir. Ct., Loudon County, 

Apr. 23, 2012).  
60 Matthew Nelson, First State Court Issues Order Approving the Use of Predictive Coding, E

DISCOVERY 2.0 (Apr. 27, 2012), http://www.clearwellsystems.com/e-discoveryblog/2012/04/26/ 
first-state-court-issues-order-approving-the-use-of-predictive-coding-in-ediscovery/.  

61 Id. (emphasis in original).
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documents, but, if needed, the order provided the plaintiffs with the ability to raise 
issues with the court regarding the completeness of the defendants' production. 62 

Similarly, the plaintiffs in Kleen Products, LLC v. Packaging Corp. of 
America asked a court in the Northern District of Illinois to order the defendants to 

use predictive coding software for the defendants' document production.63 But the 
plaintiffs did so after the defendants had nearly completed their document review.6 4 

At the time of the plaintiffs' motion, the defendants had already produced over a 
million documents, and the plaintiffs did not reveal any significant flaws in the 
productions they received.65  The plaintiffs' principal argument was that 
conventional keyword searching was not as accurate as predictive coding 
technology - an assertion that was hotly contested by the defendants. 66 On August 
21, 2012, the plaintiffs withdrew their demand as it applied to their production 
requests prior to October 1, 2013.67 After that time, the parties agreed to 
renegotiate their document production methods and file a motion with the court if 
they are unable to agree on a method. 68 

Predictive coding software may not be appropriate for all purposes and all 
cases. Whether it should be used depends upon the number of documents that must 
be reviewed and produced and the financial and personnel resources of the litigants.  
Litigants must understand that predictive coding does not replace keyword 
searching or manual review. Keyword searching is but one tool in the litigator's 
toolbox that can be used to filter documents from the corpus and create sample seed 
sets. After each time the software passes through the corpus, manual review is still 
required to check the accuracy of the predictive coding process and adjust it as 
necessary.  

Moreover, to ensure a satisfactory production of relevant documents, it is 
imperative that the parties agree on a set of protocols (i.e., keywords, date ranges, 
custodians, document types, etc.) that will be used for producing documents. This 
agreement must occur prior to implementing any predictive coding process. The 
best time to address these issues is at the Rule 26 initial discovery conference, when 
the parties can be apprised early on that predictive coding software may be used for 

62 Id.  
63 Id.  
64 Id.  
65 Id.  
66 Nelson, supra, note 60.  
67 Kleen Prods., LLC v. Packaging Corp. of Am., No. 10 C 5711, 2012 WL 4498465, at *5 (N.D. Ill.  

Sept. 28, 2012) (stating that in the ESI Search Order issued August 21, 2012, "[p]laintiffs agreed 
to withdraw their demand ... [and] agreed not to argue or contend that Defendants should be 
required to apply... 'predictive coding' methodology with respect to any requests for productions 
served on any Defendant prior to October 1, 2013."); Sean Doherty, 'Kleen' Plaintiffs Withdraw 
Demand for Predictive Coding, L. TECH. NEWS (Aug. 22, 2012), http://www.law.com/jsp/ 
lawtechnologynews/PubArticleLTN.jsp?id=1202568465547&Kleen_Plaintiffs_Withdraw_ 
Demand_for_PredictiveCoding.  

68 Kleen Prods., 2012 WL 4498465, at *5.
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document production. Some recent judicial cost-cutting initiatives, in fact, now 
require the parties to address their e-discovery issues as part of their discovery plan.  

III. Judicial Cost-Cutting E-Discovery Initiatives 

A. Federal Circuit Model Order Regarding E-Discovery in Patent Cases 

On September 27, 2011, before a packed ballroom at the Joint Eastern District 
of Texas and Federal Circuit Bench and Bar Conference in Dallas, Texas, Chief 
Judge Randall R. Rader of the U.S. Court of Appeals for the Federal Circuit 
unveiled a "Model Order Regarding E-Discovery in Patent Cases" drafted by the E
Discovery Committee of the Federal Circuit Advisory Counsel. The Advisory 
Council's E-Discovery Committee was comprised of district court judges and 
practitioners from across the United States. The Advisory Council "was 
established ... to review, study, and make recommendations regarding the rules of 
practice and internal operating procedures of the court [and to] ... serve[] as a 
conduit between the public and the court regarding the court's procedural rules." 69 

The E-Discovery Committee drafted the Model Order as a starting point to 
supplement "all other discovery rules and orders. .. and [to] streamline[] 
Electronically Stored Information ('ESI') production to promote a 'just, speedy, 
and inexpensive determination' of [patent infringement] action[s]." 70 The Model 
Order includes cost-shifting provisions for parties that serve "disproportionate ESI 
production requests" and whose requests exceed the agreed email production 
request limits in the order.7 1 The email production request limits include a starting 
point of five custodians per producing party and five search terms per custodian per 

party.7 The parties may negotiate modifications to these limits without a court's 
leave but must show "good cause" to modify the order once the court approves it.73 

The email production requests shall only be used for specific issues, not general 
discovery of a product or business, and shall be negotiated after the parties have 
exchanged initial disclosures, rudimentary documents about the patent(s)-in-issue, 
prior art, accused products, processes, or methods, and relevant financial 
documents. 74 

To date, a number of courts have implemented various versions of the Federal 
Circuit Model E-Discovery Order, and some courts have adopted their own model 
orders. The Eastern District of Texas, the Northern District of California, and the 
U.S. International Trade Commission are three courts that have implemented or are 

69 Advisory Council, UNITED STATES COURT OF APPEALS FOR THE FEDERAL CIRCUIT, 

http://www.cafc.uscourts.gov/the-court/advisory-council.html (last visited Jan. 9, 2013).  
70 E-DISCoVERY COMM. OF THE FED. CIRCUIT ADVISORY COUNCIL, [MODEL] ORDER REGARDING E

DISCOVERY IN PATENT CASES 1 (2011), available at http://www.cafc.uscourts.gov/images/ 
stories/the-court/EdiscoveryModel_Order.pdf.  

71 Id. 3,10,11.  

72 Id. 10, 11.  
73 Id. 11 2, 5.  

74 Id. 7, 8.
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considering implementing a version of the Federal Circuit's Model E-Discovery 
Order.  

1. The Eastern District of Texas 

A working group of the Eastern District 'of Texas Local Rules Advisory 
Committee recently drafted a Model Order Regarding E-Discovery in Patent Cases 
("E.D. Tex. Model E-Discovery Order"), starting with the Federal Circuit's Model 
E-Discovery Order and incorporating the district's recent e-discovery decisions 
preceding the Model Order.75 The court added the E.D. Tex. Model E-Discovery 
Order as Appendix P to the local rules to provide the court and parties with the 
flexibility to tailor and interpret the order's provisions on a case-by-case basis 
without effect to the local rules. The working group made the following 
modifications to the Federal Circuit Model E-Discovery Order: 

1. Permitted the order to be modified "in the Court's discretion or by agreement 
of the parties" versus after a showing of "good cause" to reflect the flexible 
nature of the model order. 76 

2. Eliminated the cost-shifting provision for "disproportionate ESI production" 
requests as redundant under Federal Rule of Civil Procedure 26(c).7 7 

7 See, E.D. TEX. LOCAL RULES app. P, [Model] Order Regarding E-Discovery in Patent Cases 
(2012), available at http://www.txed.uscourts.gov/cgi-bin/viewdocument.cgi?document= 
22218&download=true [hereinafter Appendix P]. See also, e.g., Digital Reg. of Tex., LLC v.  
Adobe Sys. Inc., No. 6:1 1-CV-305-LED (E.D. Tex. Jan. 4, 2012) (entering parties' agreed order 
after parties agree to: (1) meet and confer regarding further discovery after initial disclosures and 
document productions; (2) any e-mail or "custodial document" requests would be limited to five 
custodians and ten search terms; and (3) additional discovery on motion showing good cause); 
Achates Reference Publ'g, Inc.v. Symantec Corp., No. 2:11-CV-294-DF (E.D. Tex. Dec. 14, 
2011) (Defendant sought entry of discovery order similar to Federal Circuit Model E-Discovery 
Order. Plaintiff wanted 30(b)(6) depositions prior to any agreement as to e-discovery. Court 
ordered e-mail production requests limited to eight custodians and ten search terms per 
custodian.); Intravisual Inc. v. Fujitsu Microelectronics Am., Inc., No. 2:10-CV-90-JRG (E.D.  
Tex. Oct. 28, 2011) (ordering entry of parties' agreed order tracking language of Federal Circuit 
Model E-Discovery Order); Effectively Illuminated Pathways LLC v. Aston Martin Lagonda of 
N. Am., Inc., No. 6:11-CV-34-LED-JDL (E.D. Tex. Oct. 20, 2011) (Plaintiff wanted limited e
mail discovery. Defendant wanted to take a wait and see approach. Court orders five custodians 
and "fewest and most relevant" search terms.); Stambler v. Atmos Energy Corp., No. 2:10-CV
594-DF (E.D. Tex. Sept. 29, 2011) (Plaintiff wanted defendant to name fifteen custodians from 
which it would pick and no limitations on search terms. Defendant wanted to wait and see 
whether e-mail searching was necessary. Court ordered parties to meet and confer and identify 
five custodians and ten search terms.).  

76 LOCAL RULES ADVISORY COMM. OF THE E. DIST. OF TEX., APPENDIX P, [MODEL] ORDER 
REGARDING E-DISCOVERY IN PATENT CASES (ANNOTATED) 2 (2012), available at 
http://www.txed.uscourts.gov/cgi-bin/view-document.cgi?document=22223&download=true 
[hereinafter Annotated Appendix P]; Michael C. Smith, Eastern District of Texas E-Discovery 
Model Order-Analysis of Redline Version with Commentary, EDTEXWEBLOG (Mar. 1, 2012, 
15:34 CST), http://mcsmith.blogs.com/eastern_district_oftexas/2012/03/eastern-district-of-texas
e-discovery-model-order.html.  

7 Annotated Appendix P, supra note 76, at former 3.
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According to the working group, "any cost shifting issues will be considered in 
the context of a request to enlarge or reduce the order's limits." 78 

3. Added compliance with mandatory disclosure requirements as traditionally 
utilized by courts in the district.79 

4. Added ESI production requirements, including (A) producing documents in 
Tagged Image File Format (TIFF), (B) producing text-searchable documents if 
stored as such, (C) producing documents containing production numbers, (D) 
producing native-format documents upon request, and excepting the production 
of (E) backup data, and (F) voice-mails and mobile device data.80 

5. Deleted the prior language that email production requests "shall only be 
propounded for specific issues"81 as "redundant" and "a potential source of 
objections and motion practice." 82 

6. Added language that helps identify (1) the "fifteen most significant listed e
mail custodians," (2) search terms, and (3) the "proper time frame for e-mail 
production requests" after exchanging (a) initial disclosures, (b) infringement 
and invalidity contentions under Local Patent Rules 3-1 to 3-4, (c) preliminary 
damages information, (d) "up to five written discovery requests," and (e) "one 
deposition per producing party." 83 Moreover, "[t]he Court may allow 
additional discovery upon a showing to good cause."84 

7. Limited the total number of e-mail custodians to eight (versus five) and e-mail 
search terms to ten (versus five) per producing party, but allowed the parties to 
agree jointly to change these numbers without the court's intervention.85 If the 
number of custodians and search terms is contested, the parties must request the 
court to increase or reduce the numbers, at which time the court will have 
control over whether the number of e-mail custodians and search terms will 
change, if at all, based on a case-by-case proportionality analysis.8 6 

8. Removed paragraph 12 that stated that privileged ESI shall not be used by an 
opposing party as redundant in view of, and conflicting with, old paragraph 13 
(now new paragraph 10), which stated that under Federal Rule of Evidence 
502(d), inadvertently produced privileged ESI is not a waiver of privilege in the 
present or any other proceeding.87 

78 Id. at 5-6.  
79 Id. 4.  
80 Id. 5.  
81 Id. at former 7.  
82 Id. at 5.  
83 Annotated Appendix P, supra note 76, at 7.  
84 Id.  
85 Id. at 8, 9.  
86 Id. at 5-6.  
87 Id. at 10, former 12.
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9. Added new paragraph 12 that provides, "Except as expressly stated, nothing in 

this order affects the parties' discovery obligations under the Federal or Local 
Rules." 88 

The Eastern District of Texas was the first jurisdiction to adopt a version of 

the Federal Circuit's Model E-Discovery Order and the first jurisdiction to adopt its 

own model e-discovery order based on the Federal Circuit's Model Order. Later, 

the Northern District of California also adopted a version of the Federal Circuit's 
Model Order.  

2. The Northern District of California 

On November 2, 2011, U.S. Magistrate Judge Paul Grewal granted defendant 

Checkpoint Technologies, LLC's motion to adopt an e-discovery order similar to 

the Federal Circuit's Model Order. 89 Plaintiff DCG Systems, Inc. objected to the 
motion because, as it argued, the Model Order was designed for limiting e

discovery in Non-Practicing Entity (NPE) cases and that Federal Rules of Civil 

Procedure 26 and 34 should govern the parties' e-discovery requests. 9 0 Because 
DCG and Checkpoint are direct competitors and DCG is not a "patent troll," the 
Model Order, according to DCG, should not apply.9 1 Checkpoint, on the other 

hand, felt that the case was "as good as any" to adopt the Model Order.9 2 The court 

agreed with Checkpoint and did not find any suggestion in the text of the Federal 
Circuit Model Order or in Chief Judge Rader's speech at the Eastern District of 

Texas Bench and Bar Conference that the Model Order was intended only for NPE 
cases. 93 

The only substantive modification to the Model Order that the court made 

was requiring ten (versus five) email custodians per producing party, with the 
option of adding five custodians sixty days after a party's receipt of initial email 
production requests. 94 The court also granted a total of twenty (versus five) email 

search terms per custodian per party, with the option of adding five search terms to 
subsequent email production requests. 95 The court would consider contested 
requests for up to five additional custodians and search terms per custodian.9 6 The 

court further made clear that its model order was a test case and that the court 
would entertain the parties' motions to modify the order's other requirements if the 

88 Id. 12.  
89 DCG Sys., Inc. v. Checkpoint Techs., LLC, No. C-11-03792 PSG, 2011 WL 5244356, at *1 (N.D.  

Cal. Nov. 2, 2011).  
90 Id. at *1.  
91 Id. at *2.  
92 Id.  

93 Id.  

94 Exhibit B, Order Regarding E-Discovery 10, DCG Sys., Inc. v. Checkpoint Techs. LLC, No. C
11-03792 PSG (N.D. Cal. Nov. 2, 2011).  

95 Id. 11.  
96 Id. 10,11.
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parties found that the requirements were not helpful with limiting e-discovery costs 
or in providing the discovery that the parties need.9 7 

As of the date of this writing, the DCG case is the only known case in the 
Northern District of California to adopt a version of the Federal Circuit Model E
Discovery Order. Whether the Northern District adopts its own version of the 
Model Order for its patent cases, as the Eastern District of Texas has done, remains 
to be seen. Notable is that Chief Judge James Ware was a member of the Federal 
Circuit E-Discovery Subcommittee, as were District Judge Virginia Kendall of the 
Northern District of Illinois and former U.S. Magistrate Judge Chad Everingham of 
the Eastern District of Texas.  

3. The International Trade Commission 

The United States International Trade Commission (ITC) is charged with 
enforcing the importation limitations of 19 U.S.C. 337, including investigating 
allegations of patent and trademark infringement by imported goods. The primary 
remedy available in section 337 investigations is an exclusion order that directs the 
U.S. Customs and Border Protection Agency to stop infringing imports from 
entering the United States. In addition, the ITC may issue cease and desist orders 
against named importers and other persons engaged in unfair acts that violate 
section 337.  

The ITC is a true "rocket docket" compared to most federal district courts 
because it schedules its hearings (or bench trials in the district court context) within 
six to eight months after the filing of a complaint. 98 Its accelerated schedule leads 
to extremely high discovery costs within a compressed timeframe.9 9 The ITC, 
however, has not significantly modified its discovery rules since 1994.100 As a 
result, it has been considering changes to its discovery rules for over a year and 
gathering suggestions from district court judges, patent attorneys, bar associations, 
and law professors. 101 The ITC Trial Lawyers Association and the Intellectual 
Property Law Section of the American Bar Association submitted their proposals 
for streamlined e-discovery in January and May 2012, respectively. 102 

On January 11, 2012, Chief Judge Rader and three members of the Federal 
Circuit Advisory Council (Council Chairman Ed Reines of Weil, Gotshal & 
Manges; Tina Chappell of Intel Corporation; and John Whealan, Associate Dean of 
Intellectual Property Studies at the George Washington University School of Law) 

97 DCG Sys., 2011 WL 5244356, at *2.  
98 Michels, supra note 2.  
99 Id.  
100 Id.  
101 E-Discovery Limits-USITC Considers Proposal to Streamline Section 337 Investigations, U.S.  

INT'L TRADE COMM'N, http://www.usitc.gov/pressroom/documents/featurednews/ediscovery_ 
article.htm (last visited Sept. 3, 2012).  

102 Michels, supra note 2.
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visited the ITC and proposed e-discovery rules tailored specifically for section 337 

investigations.' 0 3 Under the proposal, parties would: 

1. indicate whether electronic documents such as email are being sought or 
not; 

2. presumptively limit the number of custodians . . . whose files will be 
searched, the locations of those documents, and the search terms that will be 
used (if litigants exceed the specified limits, they would assume the 
additional costs); 

3. use focused search terms limited to specific contested issues; and 

4. allow privileged documents to be exchanged without losing privilege. 104 

Chief Administrative Law Judge (ALJ) Charles Bullock and ITC Chairman 
Deanna Tanner Okun both expressed their appreciation for Chief Judge Rader and 
the Council's presentation. Chairman Okun indicated that the Council's e

discovery presentation "will be a topic of serious discussion within the 

agency ... to cut the costs of section 337 proceedings."1 05  After the presentation, 
Chief ALJ Bullock stated that he was "optimistic that the USITC will come up with 

a suitable approach to address litigants' legitimate discovery needs while balancing 
the costs associated with e-discovery in section 337 investigations."106 

B. Model E-Discovery Orders in Other Federal Jurisdictions 

Cost reduction in e-discovery has not been limited to patent infringement 

cases. Other jurisdictions have also adopted model e-discovery orders addressing 
ESI production in all complex commercial litigation cases. These jurisdictions 

include the district courts in the Seventh Circuit Court of Appeals, the District of 
Delaware, and the Southern District of New York. Each of these courts has 

managed cases involving high volumes of e-discovery exchanges and has needed a 

method of managing e-discovery across their extensive commercial litigation 
dockets.  

As of the submission of this paper for publication, the ITC has issued a set of 
proposed e-discovery rules that are aimed specifically at reducing the discovery 

costs of section 337 investigations.107 The proposed rules would give explicit 

discretion to ALJs to limit e-discovery requests.10 8 

1. Seventh Circuit Electronic Discovery Pilot Program 

Since October 1, 2009, the Seventh Circuit Court of Appeals, which includes 

the popular patent jurisdictions of the Northern District of Illinois and the Eastern 

and Western Districts of Wisconsin, has initiated an Electronic Discovery Pilot 

Program to develop procedures and practices that minimize the cost and burden of 

103 E-Discovery Limits, supra note 101.  
104 Id.  
105 Id.  
106 Id.  
107 Rules of General Application, Adjudication, and Enforcement, 77 Fed. Reg. 60,952 (Oct. 5, 2012) 

(to be codified at 19 C.F.R. pt. 210).  
108 Id.
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e-discovery.' 09 The pilot program has completed its first two phases and is now in 
its third, and final, phase. At the end of each phase, a committee studies feedback 
from the district judges and lawyers involved in the pilot program and recommends 
changes to the program based on the feedback it receives.  

Eleven principles guide the program to "secure the just, speedy, and 
inexpensive determination of every civil case, and to promote, whenever possible, 
the early resolution of disputes regarding the discovery of electronically stored 
information ("ESI") without Court intervention."" 0 The pilot program drafted and 
the district courts adopted a model e-discovery order that implements these 
principles."11  The principles address the issues of (1) cooperation and 
proportionality; (2) early case assessment; and (3) the importance of judges, 
counsel, and parties becoming educated on e-discovery matters. 1 2 Moreover, the 
principles "provide guidance on how to streamline the discovery process (e.g., 
suggesting formats of electronic discovery which are generally not required to be 
preserved, thus requiring a party to discuss the need for such formats early in the 
pretrial litigation process) and how to resolve disputes regarding electronic 
discovery."11 3 These principles include: 

" Principle 2.01 (Duty to Meet and Confer on Discovery and to Identify 
Disputes for Early Resolution). Prior to the initial status conference with the court, 
the parties are to discuss unresolved ESI disputes, how their ESI data is stored and 
retrieved, and the discovery process, including (1) methods for identifying an initial 
subset of relevant ESI sources, (2) ESI preservation, (3) ESI production formats, (4) 
phased discovery, (5) a Federal Rule of Evidence 502(d) protective order, and (6) 
procedures for handling the inadvertent production of privileged information and 
privilege waiver issues." 4 

* Principle 2.02 (E-Discovery Liaison(s)). In the event of a dispute 
concerning ESI preservation or production, each party shall designate at least one 
individual to act as an e-discovery liaison for purposes of meeting, conferring, and 
attending court hearings on the subject. The individual(s) must be (a) prepared to 
participate in e-discovery dispute resolution, (b) knowledgeable about the party's e

109 See Statement of Purpose and Preparation of Principles, DISCOVERY PILOT, http://www.  
discoverypilot.com (last visited Sept. 12, 2012) [hereinafter Statement of Purpose] (discussing 
how the pilot program seeks to streamline the discovery process).  

110 7TH CIRCUIT ELECTRONIC DISCOVERY COMMITTEE, PRINCIPLES RELATING TO THE DISCOVERY OF 
ELECTRONICALLY STORED INFORMATION 1 (Aug. 1, 2010), available at http://www.discoverypilot.  
com/sites/default/files/Principles8_10.pdf.  

111 [Proposed] Standing Order Relating to the Discovery of Electronically Stored Information, 
DISCOVERY PILOT, http://www.discoverypilot.com/sites/default/files/Standingrde8_l0.pdf (last 
visited Sept. 12, 2012).  

112 7TH CIRCUIT ELECTRONIC DISCOVERY COMMITTEE, supra note 110, at 1-6.  
113 Statement of Purpose, supra note 109.  
114 7TH CIRCUIT ELECTRONIC DISCOVERY COMMITTEE, supra note 110, at 1-2.
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discovery efforts, (c) familiar with the party's electronic systems and capabilities, 

and (d) knowledgeable about the technical aspects of e-discovery. 15 

" Principle 2.03 (Preservation Requests and Orders). Preservation letters 

shall contain (1) the parties' names, (2) the factual background of the legal claim(s) 

and cause(s) of action, (3) the witnesses' names, (4) the relevant time period, and 

(5) other relevant information regarding what information to preserve. Responses 

to preservation requests shall include information that identifies (a) the information 

the responding party is willing to preserve, (b) any disagreement(s), and (c) any 
additional preservation issues. 116 

* Principle 2.04 (Scope of Preservation). Preservation is the responsibility of 

all parties to an action to confer with one another prior to seeking discovery.  
Parties shall attend the Rule 26(f) initial discovery conference ready to discuss their 

claims and defenses, production deadlines, damages, and targeted discovery. The 

following ESI is not discoverable: (1) "deleted," "slack," "fragmented," or 

"unallocated" data on hard drives; (2) random access memory (RAM); (3) on-line 

access data such as temporary internet files, history, cache, cookies, etc.; (4) 
metadata; (5) backup data; and (6) inaccessible ESI. 1 7 

" Principle 2.05 (Identification of Electronically Stored Information). At the 

Rule 26(f) conference, counsel shall discuss their methods for identifying ESI, 

including (1) eliminating duplicative ESI; (2) filtering data based on file type, date 
ranges, sender, receiver, custodian, search terms, or other similar parameters; and 

(3) using keyword searching, mathematical or thesaurus-based topic or concept 

clustering, or other advanced culling technologies (such as predictive coding, 

discussed in Section III of this paper). 118 

* Principle 2.06 (Production Format). Parties shall make a "good faith 

effort" to agree on the format(s) for ESI production. They shall confer on the 

accessibility of ESI stored in a database or a database management system. ESI 

and other documents that are not text-searchable do not need to be made text

searchable. Requesting parties are responsible for the costs of creating copies of its 
requested documents. 119 

* Principle 3.01 (Judicial Expectations of Counsel). Counsel is expected to 

understand (1) the ESI provisions of the Federal Rules of Civil Procedure, (2) the 

Advisory Committee Report on the 2006 Amendments to the Federal Rules of Civil 
Procedure, and (3) these Principles. 120 

" Principle 3.02 (Duty of Continuing Education). Judges, attorneys, and 

parties are expected to stay abreast of (a) current electronic discovery law; (b) 

115 Id. at 2.  
116 Id. at 3.  
117 Id. at 3-4.  
118 Id. at 5.  
119 Id.  
120 7TH CIRCUIT ELECTRONIC DISCOVERY COMMITTEE, supra note 110, at 5-6.
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statutes; (c) the Federal Rules of Civil Procedure and Evidence; and (d) The Sedona 
Conference, court, and bar organization publications relating to e-discovery. 21 

The survey results for phases one and two showed that all of the judges who 
responded said that e-discovery liaisons "contributed to a more efficient discovery 
process."12 Moreover, the majority of the responding judges felt that the Principles 
"increased or did not affect the lawyers' levels of cooperation," "likelihood to reach 
agreements," "attempts to resolve discovery disputes without the court," 
"promptness in bringing unresolved disputes," and "ability to obtain relevant 
documents." 123 

Similarly, nearly all of the attorneys who responded to the surveys indicated 
that the Principles had "[n]o effect" or "increased" their ability to represent their 
clients zealously.12 4 Most attorneys also felt that the Principles had no effect on the 
fairness of the e-discovery process, but a large minority of them (forty to forty-five 
percent) felt that the Principles increased or greatly increased fairness.5 In those 
cases that the attorneys perceived an effect, most felt that the effects were 
"overwhelmingly positive" with respect to cooperation and amicably resolving 
disputes, obtaining relevant documents, zealously representing their clients, and 
"providing fairness to the process." 126 

The Seventh Circuit Electronic Discovery Pilot Program is a prime example 
of the courts and the bar partnering to tackle the growing challenge of managing e
discovery in complex commercial cases. The District of Delaware is another 
jurisdiction where the bench and bar have cooperated to develop procedures for 
handling e-discovery in complex commercial cases, including patent infringement 
actions.  

2. District of Delaware Electronic Discovery Default Standards 
and Access to Source Code 

On December 8, 2011, the District of Delaware released its "Default Standard 
for Discovery, Including Discovery of Electronically Stored Information" (ESI 
Standard)127 and its "Default Standard for Access to Source Code" (Source Code 

121 Id. at 6.  
122 7th Circuit Electronic Discovery Pilot Program-Final Report on Phase Two, DISCOVERY PILOT, 

4 (May 2, 2012), http://www.discoverypilot.com/sites/default/files/Phase-Two-Final-Report
Appendix.pdf.  

123 Id.  
124 Id.  
125 Id.  
126 Id.  
127 AD Hoc COMM. FOR ELEC. DISCOVERY OF THE U.S. DIST. COURT FOR THE DIST. OF DEL., DEFAULT 

STANDARD FOR DISCOVERY, INCLUDING DISCOVERY OF ELECTRONICALLY STORED INFORMATION 
("ESI") (Dec. 8, 2011), available at http://www.ded.uscourts.gov/sites/default/files/Chambers/ 
SLR/Misc/EDiscov.pdf [hereinafter DEFAULT STANDARD FOR DISCOVERY].

120
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Standard). 128 The court's Ad Hoc Committee for Electronic Discovery, including 
District Judge Sue Robinson, Magistrate Judge Mary Pat Thynge, and private 
practice attorneys and in-house counsel that regularly appear in the district, 
developed the new default standards. The ESI Standard is divided into five 
sections: (1) General Provisions, (2) Initial Discovery Conference, (3) Initial 
Disclosures, (4) Initial Discovery in Patent Litigation, and (5) Specific E-Discovery 
Issues.  

The General Provisions require parties to "reach agreements cooperatively on 
how to conduct discovery" under Federal Rules of Civil Procedure 26 to 36.129 If 
the parties cannot agree on the topics that are addressed in the ESI Standard, the 
default provisions of the standard will control. 13 0 The parties are expected to "use 
reasonable, good faith and proportional efforts to preserve, identify and produce 
relevant" ESI and non-ESI information and identify "appropriate limits to 
discovery," including the number of custodians, subject matter, and time periods.13 1 

Non-duplicative discoverable information in the possession, custody, or control of 
the parties shall be preserved.13 2 

Thirteen categories of data as listed in Schedule A need not be preserved for 
production. These categories, summarized into eight groups, are (1) forensic data; 
(2) data stored in temporary memory; (3) frequently updated metadata (except 
metadata as listed in section 5.e); (4) duplicate data; (5) voice and instant messages; 
(6) PDA email, calendar, and contact data; (6) cell phone call logs; (7) network 
logs; and (8) unintelligible archived data. 133 The parties shall confer on the 
categories of information that are to be included in privilege logs, excluding 
privileged information created after the complaint's filing date and activities for 
preserving information. 13 4  A joint non-waiver order regarding privileges under 
Federal Rule of Evidence 502 is required from the parties. 13 5 Until the court enters 
this order, any privileged material shall be returned if it appears to have been 
inadvertently-produced or if notice if its adadvertent production is provided within 
thirty days. 136 

The Rule 26(f) initial discovery conference shall occur before the Rule 16 
scheduling conference so that the parties can discuss their (1) issues, claims, and 

128 AD Hoc COMM. FOR ELECT. DISCOVERY OF THE U.S. DIST. COURT FOR THE DIST. OF DEL., DEFAULT 

STANDARD FOR ACCESS TO SOURCE CODE (Dec. 8, 2011), available at http://www.ded.uscourts.  
gov/sites/default/files/Chambers/SLR/Misc/DefStdAccess.pdf [hereinafter DEFAULT STANDARD 
FOR ACCESS TO SOURCE CODE].  

129 DEFAULT STANDARD FOR DISCOVERY, supra note 127, l.a.  
130 Id.  
131 Id. 1.b.  
132 Id. 1.c(i).  
133 Id. 1.c(ii), sched. A.  
134 Id. 1.d(i)-(iii).  
135 DEFAULT STANDARD FOR DISCOVERY, supra note 127, 1 .d(iv).  
136 Id.
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defenses; (2) likely sources of witness, custodian, ESI, and non-ESI information; 
(3) production formats; (4) privileged information; and (5) ESI preservation 
procedures, before they provide the court with their proposed litigation schedule.13 7 

Moreover, within thirty days of the Rule 16 conference, the parties shall disclose 
the ten custodians and non-custodial sources that are most likely to have non
duplicative and relevant information in their possession, custody, or control. 13 8 The 
parties shall also identify any inaccessible ESI, third-party, and foreign production 
issues, or they risk waiving these issues. 13 9 

The ESI Standard also includes provisions specific to initial discovery in 
patent litigation that are similar to the local patent rules of the Eastern District of 
Texas and other jurisdictions. These provisions include the plaintiff's identifying 
each defendant's accused product(s), process(es), system(s), or method(s) 
(collectively, the "accused product(s)") and producing each asserted patent and its 
file history within thirty days of the Rule 16 scheduling conference. 140 Within 
thirty days thereafter, each defendant shall produce its technical documents related 
to each accused product. 141 Plaintiff shall then serve its initial claim charts 
mapping the accused product(s) to the asserted claim(s) of each patent within the 
next thirty days. 142 Thirty days thereafter, each defendant shall serve its initial 
invalidity contentions and prior art. 14 3 Discovery is limited to six years before the 
filing date of the complaint, except that discovery related to prior art, conception, 
and reduction to practice for the patent(s)-in-issue is not limited to any specific time 
frame. 144 

The fifth section of the ESI Standard addresses specific e-discovery issues.  
No on-site inspections are permitted absent a showing of "specific need" and "good 
cause." 145 Producing parties shall reveal their search terms to requesting parties, 
and requesting parties may request that up to ten additional search terms be used. 14 6 

Focused, versus broad, terms shall be used, and custodial and non-custodial data 
sources shall be searched. 14 7 Text-searchable PDFs and/or TIFFs shall be produced 
that preserve the ESI's integrity.148 Files not easily convertible to TIFFs (e.g., 
Excel and Access files) shall be produced in native format. 14 9 

137 Id. 2.  
138 Id. 3.a-b.  

139 Id. 3.c.  
140 Id. 4.a.  
141 DEFAULT STANDARD FOR DISCOVERY, supra note 127, 4.b.  
142 Id. 4.c.  

143 Id. 4.d.  
144 Id. 4.e.  
145 Id. 5.a.  
146 Id. 5.b.  
147 DEFAULT STANDARD FOR DISCOVERY, supra note 127, 5.b.  

148 Id. 5.c.  
149 Id. 5.d.
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If the parties do not agree to a protective order for source code production, the 
Source Code Standard automatically applies. The Source Code Standard provides 
that the code provider shall deliver a single electronic copy of source code via a 
password-protected, stand-alone computer.150 The stand-alone computer shall be 
housed with an escrow agent.151 If the parties cannot agree on an escrow agent, the 
court will select one. 152 Upon notice, two requesting counsel and up to two of their 
experts shall be allowed access to the computer, and the provider shall not have 
access to the computer once it is in place. 153 Source code shall not be copied or 
printed without the producing party's or the court's permission.154 The producing 
party shall provide an electronic and paper-copy manifest that lists all the 
executable files on the computer.15 5 The parties may install software utilities that 
allow the requesting counsel and their experts to search, view, and analyze the 
source code. 156 The requesting party may obtain relief from the court if key files 
are missing from the computer, at which point the court may order that the 
computer be reloaded with all the relevant source code, including "build scripts, 
compilers, assemblers," and user instructions.15 7 

3. Southern District of New York Pilot Program for E-Discovery 

Like the Seventh Circuit Court of Appeals and the District of Delaware, the 
bench and bar of the Southern District of New York partnered to develop 
procedures for handling e-discovery in complex commercial cases, including patent 
and trademark infringement actions. On November 1, 2011, the Southern District 
of New York Judicial Improvements Committee (JIC) launched a "Pilot Project 
Regarding Case Management Techniques for Complex Civil Cases" (Pilot 
Project). 158 According to the court's press release, the JIC launched the Pilot 
Project "[a]s a response to the federal bar's concerns about the high cost of 
litigating complex civil cases." 159  An advisory committee of thirty-two counsel 
assisted the JIC to "develop a set of procedural rules the court can follow" to 
"shorten the timeline for certain actions, reduce motion practice, and flag issues 
requiring judicial intervention at an earlier stage in the litigation process." 16 0 The 
Pilot Project is scheduled to run eighteen months, or until May 1, 2013. At that 
time, the JIC will evaluate the success of the Pilot Project and determine if its 

150 DEFAULT STANDARD FOR ACCESS TO SOURCE CODE, supra note 128, 1, 2.  

151 Id. 3.  
152 Id.  

153 Id. 4.  
154 Id. 5.  
155 Id. 6.  
156 DEFAULT STANDARD FOR ACCESS TO SOURCE CODE, supra note 128, 7.  
157 Id. 8.  
158 Press Release, Office of the Dist. Court Exec., SDNY Implements Innovative Pilot Program to 

Improve the Quality of Judicial Case Management in Complex Civil Cases (Nov. 4, 2011), 
available at http://www.nysd.uscourts.gov/file/news/complexcivilcasepilot.  

159 Id.  

160 Id.
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procedures should be written into a permanent standing order. The Pilot Project is 
intended for complex commercial disputes, such as "stockholders' suits, patent and 
trademark claims, product liability disputes, multi-district litigation, and class 
actions" that involve copious motion practice, discovery, litigation costs, and 
time.16 

The Pilot Project, implemented by Standing Order M10-468 (Standing 
Order), requires parties to submit, no later than seven days before the Rule 26(f) 
initial discovery conference, a report containing a "protocol and schedule for 
electronic discovery, including a brief description of any disputes regarding the 
scope of electronic discovery." 162  Parties shall also provide "[a]ny 
recommendations for limiting the production of documents, including electronically 
stored information." 163 Exhibit A to the Pilot Project is an initial pretrial 
conference checklist, and Exhibit B is a proposed model order for joint electronic 
discovery submission (model e-discovery order). 164 

The model e-discovery order requires counsel to "certify that they are 
sufficiently knowledgeable" about their clients' computer storage systems and can 
competently discuss issues regarding e-discovery, or have a substitute available to 
take their place. 165 The model e-discovery order requires parties to discuss ESI 
preservation, search, and review requirements (including keyword searches) and 

production sources.166 It requires discussing production limitations (i.e., the 
number and identity of custodians, date limitations, data locations, production 
deadlines, third-party ESI, and cost allocation) and formats (e.g., PDF, TIFF, or 
native). 167 Parties must address the issue of privileged material, inadvertent 
production/claw-back agreements, and how to handle these contingencies under 
Federal Rule of Evidence 502.168 

Unlike the model orders and pilot programs in the Federal Circuit, the Eastern 
District of Texas, the District of Delaware, and the Seventh Circuit, the Southern 
District of New York's E-Discovery Pilot Program requires parties and their 
counsel to estimate the costs of ESI production and develop strategies that reduce 
those costs. 169 The Pilot Program suggests using common e-discovery vendors or 

161 Id 
162 JUDICIAL IMPROVEMENTS COMM. OF THE S. DIST. OF N.Y., PILOT PROJECT REGARDING CASE 

MANAGEMENT TECHNIQUES FOR COMPLEX CIVIL CASES 1 (Oct. 2011), available at http://www.  
nysd.uscourts.gov/rules/ComplexCivilRules_Pilot.pdf.  

163 Id.  
164 Id. at 15-17, 18-29.  
165 Id. at 19.  
166 Id. at 20-23.  
167 Id. at 23-25.  
168 JUDICIAL IMPROVEMENTS COMM. OF THE S. DIST. OF N.Y., supra note 162, at 25-26.  
169 Id. at 26-27.
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sharing document repositories to reduce these costs.170 A number of these vendors 
also offer predictive coding technology as part of their e-discovery solution.  

IV. Using the AIA to Reduce Discovery Costs 
Regardless of the strategies litigants enlist to reduce the costs of ESI 

discovery, the benefits of those strategies may be offset by the recently enacted 
Leahy-Smith America Invents Act (AIA). 171 The AIA contains a joinder provision 
in 35 U.S.C. 299 that prohibits plaintiffs from naming in a single complaint for 
patent infringement multiple defendants that do not make, use, import into the 
United States, offer for sale, or sell "the same accused product or process." 17 2 

Moreover, "accused infringers may not be joined in one action as defendants or 
counterclaim defendants, or have their actions consolidated for trial, based solely 
on allegations that they each have infringed the patent or patents in suit." 173 This 
joinder provision creates a tension between defendants' desires to try their cases 
separately but also decrease their discovery and litigation costs. Defendants, 
however, can decrease their costs by (1) waiving the AIA's joinder provision; (2) 
consolidating their actions for pretrial matters, such as discovery, invalidity, and 
dispositive motions; and (3) coordinating pretrial litigation and discovery among 
defendants that are sued in different jurisdictions under the same patents.  

A. Reducing Discovery Costs by Waiving the AIA's Joinder Provisions 

A defendant that is sued under the same patent(s), but is not accused of 
infringing the same product or process as another defendant in a separate action, 
"may waive the [AIA's joinder] limitations ... with respect to that party" under 
section 299(c) and voluntarily opt into the other defendant's patent suit.17 4 But 
defendants that have competing interests likely will seek separate trials and not 
elect to waive section 299's joinder limitations when doing so may harm their 
prospects of obtaining dismissal, venue, claim construction, invalidity, non
infringement, willfulness, or damages rulings that favor their individual positions.  
The Federal Circuit has "explicitly held that a determination of patent infringement 
in an infringement suit, or even an explicit determination of patent validity, does 
not preclude the assertion of an invalidity defense in a second action involving 
different products." 175 Moreover, the Eastern District of Texas recognizes that 
"defendants in a later proceeding involving previously construed patents should 
have the opportunity to brief and argue the issue of claim construction, 
notwithstanding any policy in favor of judicial uniformity."17 6 

170 Id.  

171 Leahy-Smith America Invents Act, Pub. L. No. 112-29, 125 Stat. 284 (2011) (codified in 
scattered sections of 35 U.S.C.).  

172 35 U.S.C.A. 299(a) (West 2011).  
173 Id. 299(b).  
174 Id. 299(c).  
175 Nasalok Coating Corp. v. Nylok Corp., 522 F.3d 1320, 1326 (Fed. Cir. 2008).  
176 Tex. Instruments, Inc. v. Linear Techs. Corp., 182 F. Supp. 2d 580, 586 (E.D. Tex. 2002).



TEXAS INTELLECTUAL PROPER TYLA WJOURNAL

At the time of this writing, the author is unaware of any patent infringement 
defendant that has waived the AIA's joinder provisions. But defendants whose 
interests may be aligned may want to consider some of the cost-saving benefits of 
waiving the provisions. These benefits could include (1) sharing expert and 
discovery costs for claim construction, invalidity, and inequitable conduct defenses; 
(2) sharing costs for motions to dismiss, motions to transfer venue, and summary 
judgment motions; (3) allowing other defendants that have a greater interest in a 
case to take the lead or a more active role in defending the action; and (4) 
potentially negotiating more favorable settlement terms with a plaintiff when the 
plaintiff is faced with the alternative of battling the defendants in separate actions 
and forums across the country. Carefully weighing these benefits may lead to a 
more cost-effective outcome for law firms and their clients.  

B. Decreasing Discovery Costs by Consolidating Pretrial Litigation and 
Discovery 

Prior to the passage of the AIA, some courts permitted the joinder of multiple 
patent infringement defendants in a single action under Rule 20 of the Federal 
Rules of Civil Procedure. In these courts' views, complaints naming multiple 
defendants satisfied Rule 20's joinder limitations because the operation of the 
accused methods, products, or processes were "not dramatically different" and 
warranted their inclusion in a single complaint for the convenience of the courts 
and the parties involved.1 " 

The Federal Circuit in In re EMC Corp. recently rejected the "not 
dramatically different" test in a case that applied only to multiple defendant patent 
infringement cases filed before the AIA's enactment on September 16, 2011.178 In 
In re EMC, the defendants filed motions in the district court to "sever and transfer 
the claims against them to more appropriate venues, arguing that because there was 
no concert of action, the claims against them did not arise out of the same 
transaction or occurrence, as required by Rule 20 of the Federal Rules of Civil 
Procedure." 179 The district court denied the motions, and the defendants petitioned 
the Federal Circuit to order (or mandamus) the district court to grant the severance 
and transfer motions.1 80 

In a case of first impression, the Federal Circuit granted the petition and 
returned the case to the district court, ordering it to "determine whether the claims 
'aris[e] out of the same transaction, occurrence, or series of transactions or 
occurrences,' Fed. R. Civ. P. 20(a), under the correct legal standard" when deciding 

177 See, e.g., Oasis Research, LLC v. ADrive, LLC, No. 4:10-CV-435, 2011 WL 3099885, at *2 (E.D.  
Tex. May 23, 2011) (stating that "each Defendant offers an online backup/storage service to its 
customers that allegedly infringes Plaintiffs patents" and that "the Court finds this is sufficient to 
satisfy the first prong under Rule 20.").  

178 677 F.3d 1351, 1355-56, 1359, 1360 n.4 (Fed. Cir. 2012).  
179 Id. at 1353.  
180 Id.
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whether to grant the defendants' motions.181 The Court of Appeals stated, "the 
mere fact that infringement of the same claims of the same patent is alleged does 
not support joinder, even though the claims would raise common questions of claim 
construction and patent invalidity."18 2 Moreover, "the sameness of the accused 
products or processes is not sufficient." 183 The defendants must share "a logical 
relationship" having a "substantial evidentiary overlap in the facts giving rise to the 
cause of action against each defendant," i.e., they "must share an aggregate of 
operative facts."184 Some factual considerations that district courts should consider 
when deciding severance motions are (1) "whether the alleged acts of infringement 
occurred during the same time period"; (2) "the existence of some relationship 
among the defendants"; (3) "the use of identically sourced components, licensing or 
technology agreements between the defendants"; (4) "overlap of the products' or 
processes' development and manufacture"; and (5) "whether the case involves a 
claim for lost profits."185 

When Rule 20 prevents a court from joining multiple defendants in a single 
action, Rule 42 permits the court to "(1) join for hearing or trial any or all matters at 
issue in the actions; (2) consolidate the actions; or (3) issue any other orders to 
avoid unnecessary cost or delay" if they "involve a common question of law or 
fact."' 86 The purpose of Rule 42 "is to give the district court broad discretion to 
decide how cases on its docket are to be tried so that the business of the court may 
be dispatched with expedition and economy while providing justice to the 
parties."187 The Federal Circuit endorsed this purpose in In re EMC stating that "if 
joinder is not permitted under Rule 20, the district court has considerable discretion 
to consolidate cases for discovery and for trial under Rule 42 where venue is proper 
and there is only 'a common question of law or fact.',188 Even if there are some 
questions that are not in common, consolidation is not precluded.1 89 In exercising 

181 Id.  

182 Id. at 1357.  
183 Id. at 1359.  
184 EMC, 677 F.3d. at 1358.  
185 Id. at 1359-60.  
186 FED. R. Civ. P. 42(a).  
187 9A THE LATE CHARLES ALAN WRIGHT ET AL., FEDERAL PRACTICE AND PROCEDURE 2381 (3d ed.  

2008). See also id. 2382 ("[T]he existence of a common question by itself is enough to permit 
consolidation under Rule 42(a), even if the claims arise out of independent transactions.") 

188 EMC, 677 F.3d at 1360 (quoting FED. R. CIv. P. 42(a)). See also Luera v. M/V Albeta, 635 F.3d 
181, 194 (5th Cir. 2011) ("Rule 42(a) provides district courts with broad authority to consolidate 
actions that 'involve a common question of law or fact."').  

189 See Bottazzi v. Petroleum Helicopters, Inc., 664 F.2d 49, 50-51 (5th Cir. 1981) (consolidating 
cases on the basis that "the question of what [the psychological] state is and will be, present and 
future, presents a sufficient common question of fact to support the consolidation of [the] two 
cases").
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the discretion to consolidate, a court should weigh the time and effort consolidation 
would save with any inconvenience or delay it would cause. 190 

Faced with the specter of managing numerous patent infringement cases 
involving the same patent(s) and countless defendants, the courts are becoming 
increasingly creative with conserving judicial resources by severing its pre-AIA 
filed cases into separate actions and consolidating the actions for all pretrial issues.  
Doing so allows the courts to (1) manage uniform discovery schedules among 
multiple defendants, (2) issue a single claim construction order without creating 
conflicting rulings on individual terms, (3) dismiss multiple defendants on 
summary judgment based on the court's claim construction order, and (4) set 
similar trial dates to finalize the actions as uniformly as possible.  

The courts cannot prevent plaintiffs from filing multiple actions asserting the 
same patent(s) against individual defendants, but the courts can take proactive steps 
to manage their patent dockets efficiently and decrease the administrative burdens 
on their staff and those in other jurisdictions. Since the Federal Circuit's ruling in 
In re EMC, the Eastern District of Texas is the first jurisdiction to take such steps in 
the case of Norman IP Holdings, LLC v. Lexmark International, Inc.191 

In Norman IP Holdings, the plaintiff filed a patent infringement action against 
two defendants before the AIA's enactment. 192 After the enactment, the plaintiff 
twice amended its complaint and added twenty-three defendants to the action. 19 3 

The defendants later filed motions to dismiss for misjoinder, severance, and transfer 
venue. 194 Chief Judge Leonard Davis granted the defendants' motions to the extent 
they requested severance and consolidated the actions for pretrial purposes, except 
for venue.' 95 He kept the individual actions open to rule on the defendants' venue 
transfer motions and hold separate trials in the cases where the venue transfer 
motions were denied. 196 In the event that Chief Judge Davis granted any venue 
transfer motions, the court would retain those defendants until it issued a claim 
construction order that would apply to all the consolidated cases. 197 The court 
would then transfer the defendants whose venue transfer motions it had granted.198 

190 See Hendrix v. Raybestos-Manhattan, Inc., 776 F.2d 1492, 1495-96 (11th Cir. 1985) (affirming 
trial court's analysis of time and effort under Rule 42(a) and decision to consolidate cases); Huene 
v. United States, 743 F.2d 703, 704 (9th Cir. 1984) (same). See also Kramer v. Boeing Co., 134 
F.R.D. 256, 258 (D. Minn. 1991) (weighing time and effort saved when exercising discretion in 
consolidating cases).  

191 Nos. 6:12-CV-508, 6:11-CV-495, 2012 WL 3307942 (E.D. Tex. Aug. 10, 2012).  
192 Id. at *1.  
193 Id.  
194 Id.  
195 Id. at *1, *4.  
196 Id. at *1, *4-7.  
197 Norman IP Holdings, 2012 WL 3307942, at *4.  
198 Id.
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Judge Davis reasoned, first, that judicial resources would be conserved by 
requiring only one district court to address the disputed claim terms, and, second, 
that the danger of inconsistent rulings would be minimized. 199 Once the court 
issued its claim construction order, it would then solicit input from the remaining 
parties on how best to proceed with the individual actions. 20 0 Such input would 
include whether to consolidate any similarly-situated defendants or issues, such as 
invalidity and inequitable conduct, for the same trial. 201 

Similarly, on remand, the district court in In re EMC granted the defendants' 
severance motions, but, to promote efficient case management, it consolidated the 
individual cases for all pretrial issues. 20 2 Like Chief Judge Davis' ruling in Norman 
IP Holdings, the court would separately decide the severed defendants' venue 
transfer motions. 203 It also ordered the parties to submit briefings on the effect of 
consolidating the defendants for a trial on invalidity but then severing the 
defendants for their own trials on infringement and damages. 204 Following the lead 
of In re EMC and Norman IP Holdings, other courts in the Eastern District of 
Texas have issued similar severance and consolidation orders. 205 

An overly liberal application of consolidation orders by the courts could 
dilute the intent of the AIA's joinder provision to prevent the practice of naming 
numerous unrelated defendants in a single patent infringement complaint to force 
quick settlements. As a result, plaintiffs may routinely file multiple patent 
infringement actions against individual defendants knowing that the courts will 
simply consolidate their cases for all pretrial issues. Some proposed solutions to 
this problem may be for the courts to (1) sever defendants into separate actions but 
not consolidate the actions for all pretrial issues, 20 6 (2) transfer defendants before 

199 Id.  

200 Id. at *5.  
201 Id.  
202 Oasis Research, LLC v. Carbonite, Inc., No. 4:10-CV-435, 2012 WL 3544881, at *6-7 (E.D. Tex.  

Aug. 15, 2012).  
203 Id.  
204 Id.  
205 See, e.g., Rotatable Techs., LLC v. Nokia, Inc., Nos. 2:12-CV-265-JRG, 2:12-CV-292-JRG, slip 

op. at 2 (E.D. Tex. Aug. 17, 2012) (consolidating the captioned cases for all pretrial issues, except 
venue); Losys, LLC v. Brother Int'l Corp., Nos. 2:1 1-CV-90-JRG, 2:1 1-CV-272-JRG, 2:11-CV
283-JRG, 2:11-CV-284-JRG, 2:11-CV-286-JRG, 2:11-CV-287-JRG, 2:11-CV-288-JRG, 2:11
CV-289-JRG, slip op. at 2 (E.D. Tex. Aug. 17, 2012) (same); TQP Dev., LLC v. Aflac Inc., No.  
2:11-CV-397-MHS-CMC, slip op. at 11 (E.D. Tex. Aug. 16, 2012) (granting Aflac's motion to 
sever but denying its motion to transfer venue); Swipe Innovations, LLC v. Elavon, Inc.,.No. 9:12
CV-40-RC, slip op. at 5 (E.D. Tex. Aug. 14, 2012) (granting Elavon's motion to sever and 
consolidating the actions for all pretrial issues).  

206 See, e.g., Geotag, Inc. v. Circle K Stores, Inc., No. 2:1 1-CV-405-MHS, slip op. at 5-9 (E.D. Tex.  
Aug. 14, 2012) (severing fifty-four defendants into separate actions but not consolidating the 
actions for pretrial purposes; all the cases subsequently settled and closed on Aug. 28, 2012). See 
also In re EMC, 677 F.3d 1351, 1360 (Fed. Cir. 2012) ("[E]ven if a plaintiff's claims arise out of 
the same transaction and there are questions of law and fact common to all defendants, 'district 
courts have the discretion to refuse joinder in the interest of avoiding prejudice and delay,
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the court issues its claim construction order, and (3) require plaintiffs and their 
counsel in multiple defendant patent infringement cases to pay for defendants' legal 
costs of bringing severance and transfer motions if either motion is granted.  
Moreover, if a court holds in abeyance its deciding a defendant's venue transfer 
motion or transferring a defendant before the court issues its claim construction 
order, the defendant can petition the Federal Circuit for a writ of mandamus, 
ordering the court to do so. These proposed solutions may deter a skirting of the 
intent of the AIA's joinder provision, encourage parties to settle their cases without 
the threat of coercion, ensure that plaintiffs file patent infringement actions against 
defendants in the proper jurisdictions, and help the courts avoid the Hobson's 
choice of whether and when to transfer defendants and issue potentially conflicting 
claim construction orders.  

C. Reducing Discovery Costs by Coordinating Pretrial Litigation and 
Discovery Among Defendants That Are Sued in Different 
Jurisdictions Under the Same Patents 

In some cases, a plaintiff may file multiple patent infringement actions 
against different defendants across the country under the same patent(s). To reduce 
the costs of defending these actions, the defendants can coordinate and share their 
pretrial litigation and discovery costs when they share similar defense strategies.  
By doing so, defendants can share (1) expert and discovery costs for claim 
construction, invalidity, and inequitable conduct defenses and (2) costs related to 
motions to dismiss and summary judgment motions.  

Additionally, in these cross-jurisdiction patent infringement cases, parties are 
filing motions with the Judicial Panel on Multidistrict Litigation (JPMDL) to 
consolidate the cases in one district court. 207 From January 1, 2011, to October 1, 
2012, the JPMDL assigned twelve MDL patent infringement cases to federal 
district judges. 208 These judges manage all pretrial matters for the cases and then 

ensuring judicial economy, or safeguarding principles of fundamental fairness.' In a complicated 
patent litigation a large number of defendants might prove unwieldy, and a district court would be 
justified in exercising its discretion to deny joinder 'when different witnesses and documentary 
proof would be required."' (internal citations omitted and emphasis added)).  

207 See EMC, 677 F.3d at 1360 ("Common pretrial issues of claim construction and patent invalidity 
may also be adjudicated together through the multidistrict litigation procedures of 28 U.S.C.  

1407." (citing In re Cruciferous Sprout Litig., 301 F.3d 1343 (Fed. Cir. 2002))).  
208 See In re TR Labs Patent Litig., MDL No. 2396 (J.P.M.L. Oct. 1, 2012); In re Body Sci. LLC 

Patent Litig., MDL No. 2375 (J.P.M.L. Aug. 6, 2012); In re Unified Messaging Solutions LLC 
Patent Litig., MDL No. 2371 (J.P.M.L. Aug. 3, 2012); In re Nebivolol ('040) Patent Litig., MDL 
No. 2364 (J.P.M.L. Jun. 12, 2012); In re Parallel Networks, LLC ('111) Patent Litig., MDL No.  
2355 (J.P.M.L. Jun. 12, 2012); In re Maxim Integrated Prods., Inc., Patent Litig., MDL No. 2354 
(J.P.M.L. Jun. 8, 2012); In re Bear Creek Techs., Inc., ('722) Patent Litig., MDL No. 2344 
(J.P.M.L. May 2, 2012); In re Innovatio IP Ventures, LLC, Patent Litig., MDL No. 2303 
(J.P.M.L. Dec. 28, 2011); In re Webvention LLC ('294) Patent Litig., MDL No. 2294 (J.P.M.L.  
Dec. 15, 2011); In re Transdata, Inc., Smart Meters Patent Litig., MDL No. 2309 (J.P.M.L. Dec.  
13, 2011); In re Vehicle Tracking and Sec. Sys. ('844) Patent Litig., MDL No. 2249 (J.P.M.L.  
Sept. 6, 2011); In re Fenofibrate Patent Litig., MDL No. 2241 (J.P.M.L. May 23, 2011).
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transfer them back to their originating courts for trial and post-trial litigation.20 9 

The defendants in MDL cases have the same cost-saving advantages as the 

defendants that waive section 299's joinder limitations as discussed in Section IV.A 
of this paper.  

D. Multiple Party Patent Infringement Cases Going Forward 

While plaintiffs may not now join defendants with unrelated products or 
processes in a single patent infringement action, multiple defendants that are 
involved in the making, using, selling, offering for sale, or importing of the same 
accused products or processes in the U.S. may still be named in the same patent 
infringement action.210 For example, (1) companies that design and manufacture 
microprocessors that are incorporated by (2) original equipment manufacturers into 
the products (e.g., computers, televisions, smartphones, PDAs, etc.) of (3) brand 
name retailers may all be named as liable for direct and/or indirect infringement of 
patent(s) containing claims directed to the microprocessors or certain functionalities 
contained therein. In this example, the parties' infringing actions "aris[e] out of the 
same transaction, occurrence, or series of transactions or occurrences." 211 

Furthermore, the AIA's joinder provision explicitly permits the naming of joint 
infringers that together, directly infringe a process claim.212 

The Federal Circuit's recent en banc decision in Akamai Technologies, Inc. v.  

Limelight Networks, Inc. also makes it easier to include multiple defendants 
accused of induced patent infringement in a single complaint. 213 The court's 
opinion overrules past Federal Circuit precedent, which held that parties must first 
be liable for direct infringement before they can be liable for induced 
infringement. 214 Now, a party can be liable for induced infringement even if it does 
not directly perform any steps of a method claim. A plaintiff need only show that 
the party induced others to infringe directly each step of a method claim, either 
singly or in combination. 215 Akamai did not address, and thereby did not affect, the 
Federal Circuit's current precedent that joint infringement does not apply to method 
claims. 216 

209 28 U.S.C. 1407(a) (2006).  
210 35 U.S.C.A. 299(a)(1) (West 2011).  
211 Id.  
212 Id. ("[P]arties that are accused infringers may be joined in one action as defendants ... if... any 

right to relief is asserted against the parties jointly .... ".(emphasis added)).  
213 692 F.3d 1301 (Fed. Cir. 2012).  
214 See id. at 1306 (overruling BMC Res., Inc. v. Paymentech, L.P., 498 F.3d 1373 (Fed. Cir. 2007), 

which held that in order for a party to be liable for induced infringement, some other single entity 
must be liable for direct infringement).  

215 See id. ("[W]e hold that all the steps of a claimed method must be performed in order to find 
induced infringement, but that it is not necessary to prove that all the steps were committed by a 
single entity.").  

216 See id. at 1307 ("Because the reasoning of our decision today is not predicated on the doctrine of 
direct infringement, we have no occasion at this time to revisit any of those principles regarding
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V. Conclusion 

The cost of e-discovery in patent infringement cases is an issue that grows in 
complexity in relation to the growth of technology. As technology advances, so do 
the kinds and amounts of ESI. Parties must define early in a patent infringement 
action the strategies they will use to search for, review, and produce ESI in their 
possession, custody, or control, while at the same time striving to save resources 
and reduce e-discovery costs. The Rule 26 initial discovery conference provides 
such an opportunity.  

At the Rule 26 conference, the parties should discuss whether they intend to 
use predictive coding technology and which protocols they will use to ensure a 
transparent and defensible discovery process. The parties should also discuss if the 
jurisdiction in which their action is filed has implemented an e-discovery policy or 
model order that would assist with defining how their e-discovery ought to be 
conducted.  

Litigants and the courts may further consider how Rule 42 and the AIA's 
joinder provision would best benefit them in reducing discovery and litigation costs 
and managing their patent infringement dockets. The AIA was intended to 
streamline the patent system, spur innovation, reduce litigation costs, and advance 
the economy. With the proper discovery strategies, litigants and the courts can 
work together to meet the AIA's cost reduction intent.

the law of divided infringement as it applies to liability for direct infringement [of method claims] 
under 35 U.S.C. 271(a).").
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I. Introduction 

For many men that stumble at the threshold 
Are well foretold that danger lurks within.  

WILLIAM SHAKESPEARE, The Third Part of King Henry the Sixth, act 4, sc. 7.  

U.S. Patent No. 480, "Machine for Threshing and Winnowing Grain" to 
Moses Davenport of Phillips, Maine, Fig. 1 (Nov. 23, 1837).
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In the wake of Bilski v. Kappos, an internecine battle is brewing within the 
Federal Circuit Court of Appeals over what to do about 35 U.S.C. 101 (Section 
101), the statutory provision that defines which inventions are eligible to be 
patented, and which are not.2 That battle is only going to heat up as the Federal 
Circuit wrestles with the Supreme Court's latest statement on patentable subject 
matter; the unanimous opinion authored by Justice Breyer in Mayo Collaborative 
Services v. Prometheus Laboratories, Inc., 3 an opinion that united the often
fragmented Court, but threatens to further divide the Federal Circuit.  

In one camp, the self-proclaimed pragmatists suggest that Section 101 should 
be treated like a wealthy, but disreputable, relative, only consulted in direst need. 4 

We call this position the "functional view" because it sees Section 101 as a tool for 
testing the validity of the claims of individual patents, a tool that should be 
evaluated or ignored solely based on its (in)ability to perform that function.  

In the other camp are those who insist that, as a matter of law and logic, 
Section 101 poses "an 'antecedent question' that must be addressed before [the 
Federal Circuit] can consider whether particular claims are invalid as obvious or 
anticipated." 5 If Section 101 is a true "threshold test," 6 they argue, then a court has 
no choice but to apply Section 101 before considering any other potential 
weaknesses within a claimed invention.' We refer to this view as the "jurisdictional 
view" because it sees Section 101 as the doctrine that maps the boundaries of the 
patent laws (and consequently also maps the boundaries of the Federal Circuit's 
patent law jurisdiction).  

Recent cases suggest that the Federal Circuit is primed for a post-Bilski, post
Mayo, Section 101 dispute. But a funny thing happens on the way to the Federal 
Circuit: patent infringement actions pass through federal district courts. At least 
some of those district courts appear to see Section 101 not as a jurisprudential 

130 S. Ct. 3218 (2010).  
2 Id. at 3223-24.  
3 132 S. Ct. 1289 (2012).  
4 See DealerTrack, Inc. v. Huber, 674 F.3d 1315, 1335 (Fed. Cir. 2012) (Plager, J., dissenting) ("I 

believe that this court should exercise its inherent power to control the processes of litigation, and 
insist that litigants, and trial courts, initially address patent invalidity issues in infringement suits 
in terms of the defense provided in the statute: 'conditions of patentability,' specifically 102 
and 103, and in addition 112 and 251, and not foray into the jurisprudential morass of 101 
unless absolutely necessary." (internal citation omitted)); MySpace, Inc. v. GraphOn Corp., 672 
F.3d 1250, 1261 (Fed. Cir. 2012) ("[C]ourts should avoid reaching for interpretation of broad 
provisions, such as 101, when more specific statutes ... can decide the case."). See also Dennis 
Crouch & Robert P. Merges, Operating Efficiently Post-Bilski by Ordering Patent Doctrine 
Decision-Making, 25 BERKELEY TECH. L.J. 1673, 1674 (2010) ("Rather than try to cut through the 
complexity of Bilski, or predict how it will be applied, we talk about how to avoid it.").  

5 MySpace, 672 F.3d at 1264 (Mayer, J., dissenting).  
6 Bilski, 130 S. Ct. at 3225.  
7 But see Research Corp. Techs., Inc. v. Microsoft Corp., 627 F.3d 859, 868 (Fed. Cir. 2010) 

(arguing for a limited application of Section 101 as the "patent-eligibility inquiry is only a 
threshold test" (emphasis added)).
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"morass," but as the straightest line to a final judgment. In this article, we lay out 
the terms and the stakes of the debate between the functional and jurisdictional 
views articulated in the Federal Circuit's post-Bilski case law. We then consider 
what light district court decisions applying Section 101 at an early stage of 
litigation can shed on the respective merits of those views by asking how the 
decisions were reached; what their fate was (or may be) on appeal; what influence 
they may have on district court practice in patent cases; and, most importantly, 
what they tell us about the proper role of Section 101 in patent litigation. We 
conclude by casting our lot with the jurisdictionalists.  

II. We Need to Have a Talk About Section 101 
In a 2001 lecture, then Judge and now Chief Judge, Randall R. Rader of the 

Federal Circuit called his court "a unique institution, one of the most unique 
judicial bodies in the entire world."8  "It is," the judge continued, "the only 
institution of its kind where the development and enforcement of one critical body 
of international commercial law is committed to a small group of judicial officers." 9 

One consequence of this special status, Judge Rader concluded, was that "[the] 
range and the pace of [the Federal Circuit's] common law is accelerated." 10 As 
Judge Rader noted, the limited subject matter jurisdiction of the Federal Circuit 
entails that it will decide more cases more quickly in its limited areas of jurisdiction 
than its sister courts will decide in any one subject area within their general 
jurisdiction." Thus, not only does the Federal Circuit have to keep pace with the 
high speed of technological development, it must also keep pace with the higher 
speed of legal developments in the defined areas it oversees. 12 The rapid pace at 
which the court renders decisions in the limited areas of law within its exclusive 
jurisdiction also increases the speed at which "intra-circuit conflicts" arise.13 And, 
because no other judicial circuit can decide such cases, "intra-circuit conflicts" 
within the Federal Circuit on patent law issues are the equivalent of circuit splits 
between two or more of the other Circuit Courts of Appeals in other fields of 
federal law.14 

Only two years after the Supreme Court's opinion in Bilski, such an intra
circuit split has arisen once again over the interpretation and application of Section 

8 Randall R. Rader, The United States Court of Appeals for the Federal Circuit: The Promise and 

Perils of a Court of Limited Jurisdiction, 5 MARQ. INTELL. PROP. L. REv. 1, 3 (2001).  
9 Id.  
10 Id. at 9.  
" See id. at 4 (noting that at that time the Federal Circuit decided ninety-six patent cases per year 

while regional circuit courts decided on average three-and-a-half copyright cases per year, 
although the total number of patent and copyright cases filed in federal courts per year was 
roughly equivalent).  

12 See id. at 7-9 ("[T]o have come from uncertainty to some measure of closure in just a matter of 

years is an alarming pace of development.").  
13 Id. at 9.  
14 Rader, supra note 8, at 9.
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101-a split with potentially far-reaching implications for litigants, judges, patent 
lawyers, and litigators. This split of opinion and authority not only underscores 
competing visions of the rule of Section 101 in the scheme of the patent laws, but 
also highlights competing visions of the state of United States patent law and what 
the Federal Circuit is and should be. The stakes, in a word, are high.  

The Supreme Court's Bilski opinion is more notable for what it did not do 
than what it did. In affirming the ineligibility of a patent that, from the outset, few 
believed would survive, the Court rejected the Federal Circuit's machine-or
transformation test by holding that, although it offered "a useful and important 
clue" and "an investigative tool," neither that test nor any other was the one true 
test of patent eligibility.15 The Court also rejected a bright-line rule against 
business method patents.16 Instead of offering or sanctioning such potentially 
useful guidance, or, as the Court put it, "adopting categorical rules that might have 
wide-ranging and unforeseen impacts, the Court resolve[d]" 17 Bilski on what the 
Court characterized as the narrower ground "that petitioners' claims are not 
patentable processes because they are attempts to patent abstract ideas." 18 Some 
business methods may be patentable so long as they are not too abstract, but there is 
no single test of abstractness.  

In sum, the Supreme Court drove the Federal Circuit to abstraction. Under 
controlling Supreme Court authority, three areas of activity have been ruled outside 
the bounds of Section 101: "'laws of nature, physical phenomena, and abstract 
ideas."' 19 While some "manageable" standards may arguably have been worked 
out for the first two, the concept of abstractness has remained elusive.2 0 What, 
then, is a court charged with exclusive jurisdiction over the patent laws to do with 
the provision of law that defines what may and may not be patented? 

A. The Functional View 

One possible response is to ask, what good is Section 101? What does it do? 
What do we need it to do? And does it do what we need it to? These are the 
functional questions that animate the functional view expressed most forcefully by 
Judge Plager. If the Federal Circuit's efforts to characterize patent eligibility are 
really no more than questions of taste "reminiscent of the oenologists trying to 

15 Bilski v. Kappos, 1305 S. Ct. 3218, 3327 (2010).  
16 Id. at 3229 ("[T]he Patent Act leaves open the possibility that there are at least some processes 

that can be fairly described as business methods that are within patentable subject matter under 
101.").  

17 Id.  
18 Id. at 3229-30.  
19 MySpace, Inc. v. GraphOn Corp., 672 F.3d 1250, 1258 (Fed. Cir. 2012) (quoting Bilski, 130 S. Ct.  

at 3225).  
20 See id. at 1259 ("When it comes to explaining what is to be understood by 'abstract ideas' in terms 

that are something less than abstract, courts have been less successful. The effort has become 
particularly problematic in recent times when applied to that class of claimed inventions loosely 
described as business method patents.").
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describe a new wine,"2 1 then prudence and good sense suggest that Section 101 is 
best left alone if at all possible. That is the functionalist proposal: the courts should 
exercise their authority to manage litigation to privilege the other validity defenses 
(anticipation, obviousness, indefiniteness, written description, etc.) and insist that 
litigants present those defenses first.2 2 "If that were done in the typical patent case, 
litigation over the question of validity of the patent would be concluded under these 
provisions, and it would be unnecessary to enter the murky morass that is 101 
jurisprudence." 23 Only in cases of absolute necessity would a district court or the 
Federal Circuit venture onto the uncertain ground of Section 101.  

The functionalist analogizes Section 101 to the United States Constitution, 
and urges that the Federal Circuit adopt and impose a patent analogue to the 
"doctrine of avoidance," which dictates that courts should avoid constitutional 
questions in favor of other grounds for decision whenever possible.24 "Following 
the Supreme Court's lead, courts should avoid reaching for interpretations of broad 
provisions, such as 101, when more specific statutes, such as 102, 103, and 
112, can decide the case."25 Crouch and Merges point to some empirical evidence 
to support the view that other invalidity doctrines can do the job of Section 101.  
They argue that two studies, one performed by Lemley, Cotropia, and Sampat, and 
one performed by Crouch and Merges themselves, demonstrate that the majority of 
patent claims that were rejected by examiners in the United States Patent and 
Trademark Office ("Patent Office") on the ground of subject matter eligibility were 
also rejected on one or more of the other grounds Judge Plager cites.2 6 Crouch and 
Merges note that Bilski itself likely would have fallen into this category as the 
general concept of hedging risk "was likely obvious at the time of the invention." 2 7 

To recapitulate the functional view, it begins with the premise that Section 
101 presents an intractable problem of giving definition to the concept of 
abstractness. That problem can be readily avoided by doing precisely that, 
avoiding Section 101 under the patent law equivalent of the constitutional doctrine 
of avoidance. If, in the majority of cases, invalid patents can be invalidated on 
other, narrower grounds, then the judiciary can by and large avoid wading into a 
jurisprudential morass. There may be rare cases in which "it is clear and 
convincing beyond peradventure" that a patent claim is "over the line" of 
abstractness that can be caught by the "coarse filter" of Section 101.28 Such an 
approach would have the further benefit of discouraging litigants from treating 

21 Id.  
22 Id. at 1260.  
23 Id.  
24 Crouch & Merges, supra note 4, at 1681.  
25 MySpace, 672 F.3d at 1261.  
26 Crouch & Merges, supra note 4, at 1686-87.  
27 Id. at 1687.  
28 MySpace, 672 F.3d at 1261. Cf Research Corp. Techs., Inc. v. Microsoft Corp., 627 F.3d 859, 

869 (Fed. Cir. 2010) (describing Section 101 as a "coarse eligibility filter").

2013] 139



TEXAS INTELLECTUAL PROPERTY LA W JOURNAL

Section 101 as a "toss-in for every defendant's response to a patent infringement 
suit, particularly in business method litigation." 29 By avoiding the problem of 
Section 101, the court might thereby also make (or encourage) the problem to go 
away as litigants discovered its fruitlessness.  

Before describing what we call the jurisdictional view, let us pause for a 
moment to consider certain assumptions inherent in the functional view. First, the 
functional view assumes that Section 101 is but one of many equivalent tools for 
evaluating the validity of individual patents or patent claims. Its value, like the 
value of Sections 102, 103, and 112, is predicated on its ability to perform the task 
of winnowing invalid claims. By that measure, it is a poor tool that should be 
rarely used. It offers high risks-lack of clarity, indeterminacy of outcomes-and 
low rewards because other doctrines are likely to reach the same end more 
efficiently. Second, the functional view assumes that the problem of invalid patents 
is a micro-problem, that is, a problem with individual patents and their individual 
claims, not larger subclasses or classes of patents or claims. While the functionalist 
acknowledges that the issue of abstractness is "particularly problematic ... when 
applied to business method patents,"30 he or she does not view business method or 
software patents per se as any more problematic than other classes of patents.  
Third, the functional view implicitly takes the role of the Federal Circuit to be 
neither more nor less than the traditional role of common law appellate courts: to 
decide individual cases. Section 101 serves the court only if it serves the case.  
Fourth, the functional view, although flexible as to which validity doctrine will 
decide a case, necessarily imposes a certain rigidity in case management on the 
district courts, a rigidity presently embodied in the local patent rules of such district 
courts as the Northern District of California or the Eastern District of Texas. That 
is, each patent case must proceed through discovery to claim construction, followed 
by summary judgment practice where invalidity issues such as anticipation and 
obviousness may be addressed, followed by trial if necessary. By their nature, the 
doctrines of anticipation and obviousness, for example, require the direct 
comparison of individual or small groups of prior art references with individual 
patent claims. That work can rarely be accomplished before the court has defined 
the claims in claim construction after an exchange of infringement and invalidity 
positions and related discovery.  

B. The Jurisdictional View 

The contrast between the functional view and the jurisdictional view could 
hardly be sharper. (Indeed, it is a great credit to the exponents of both views that 
they have expressed their divergent views with such clarity so that it takes no great 
effort to see the contours of the dispute.) Where proponents of the functional view 
see Section 101 as a clumsy tool for weeding out bad patents, advocates of the

29 MySpace, 672 F.3d at 1261.  
30 Id. at 1259.
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jurisdictional view see Section 101 as the only barricade against invasive species 
that periodically threaten to overwhelm the patent ecosystem.  

The jurisdictional view takes seriously the Supreme Court's admonition in 
Bilski that Section 101 is a "threshold test" of patents, a view shared by the 
majority and concurring opinions.3 1 "The issue of whether a claimed method meets 
the subject matter eligibility requirements contained in [Section 101] is an 
'antecedent question' that must be addressed before this court can consider whether 
particular claims are invalid as obvious or anticipated."3 2 Under this view, the 
Federal Circuit has a duty to consider whether a patent is directed to patentable 
subject matter first. Indeed, Judge Mayer's dissent in MySpace advocates a strong 
conception of this duty because he insists on resolving a Section 101 issue that was 
not raised by the parties below. 33 

It should now be evident why we call this the jurisdictional view of Section 
101. If the functional view analogizes Section 101 to the federal constitution for 
purposes of proposing a patent law doctrine of avoidance, the opposing view can be 
analogized to federal subject matter jurisdiction jurisprudence, under which a court 
"must assess whether [it] may exercise subject matter jurisdiction" before reaching 
the merits of the case "even if [it must] make that assessment on a sua sponte 
basis."34 On the jurisdictional view, Section 101, like subject matter jurisdiction, is 
a prerequisite that must be satisfied before the court may address the merits or 
demerits of particular patent claims under other, narrower invalidity doctrines.  

Against the functional view, the jurisdictionalist sees subject matter eligibility 
as a doctrine that is different in kind from anticipation, obviousness, and the other 
invalidity defenses found in Sections 102, 103, and 112. While those doctrines 
assess the validity of a claim against specific prior art references or standards of 
adequacy of the specification, Section 101 asks the Court to police the boundaries 
of what can and cannot be patented, a different enterprise with a different set of 
aims. If the former sections tell us whether a patentee played the game by the rules, 
the latter section tells us whether he or she was playing the game at all. Under this 
view, it is no surprise that Section 101 is less well-suited to testing the adequacy of 
individual claims because it is not designed to perform that function. The 
jurisdictionalist insists that it makes no sense to invalidate a patent claim as 
anticipated by a specific prior art reference if the law does not recognize the 
"invention" claimed as something that could ever be eligible for patent protection.  
On this view, the waste of judicial time occurs when courts treat claims to ineligible 

31 Bilski v. Kappos, 130 S. Ct. 3218, 3225 (2010). See also id. at 3236 (Stevens, J., concurring in 
the judgment) ("Section 101 imposes a threshold condition.").  

32 MySpace, 672 F.3d at 1264 (Mayer, J., dissenting).  
33 See id. at 1258 (noting that appeal was taken from summary judgment motions decided under 

Sections 102 and 103, and questioning whether court can "reach out for the 101 issue without 
having it raised by the parties or decided by the trial court").  

* Diggs v. Dep't of Hous. & Urban Dev., 670 F.3d 1353, 1355 (Fed. Cir. 2011).
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subject matter as if they were legitimate claims, and pore over the details of the 
prior art to (in)validate them.  

From the jurisdictionalist's vantage point Section 101 targets systemic 
problems. As Judge Mayer put the point, "[t]he methods disclosed in Bilski's 
application and in the GraphOn patents are not unpatentable because they lack any 
practical utility. To the contrary, they fall outside the ambit of Section 101 because 
they are too useful and too widely applied to possibly form the basis of any 
patentable invention." 35 The problem with abstract claims is not that they claim 
something insubstantial, but rather that they claim so much substance as to preempt 
entire fields of scientific or technological endeavor. An applicant should not be 
granted monopoly rights "over a basic concept or fundamental principle without a 
concomitant contribution to the existing body of scientific and technological 
knowledge." 36 When a rash of applications and patents seek to do just that-as 
with "[m]any software and business method patents [that] simply describe a basic, 
well-known concept that has been implemented or applied using conventional 
computer technology" 37--the solution cannot just be to weed them out claim by 
claim, patent by patent, as anticipated, obvious, lacking written description, or the 
like, but must be to establish precedent categorically denying the validity of such 
overbroad equations as "basic concept + computer = patent." 3 8 

The Supreme Court's recent Mayo opinion suggests support for the 
jurisdictional view on the high court, at least in the context of patents claiming 
inventions tied to "laws of nature" (as opposed to "abstract ideas").3 9 In Mayo, 
Justice Breyer envisions a spectrum of potential inventions tied to laws of nature 
that might be claimed in a patent. 40 On the patent-ineligible end of the spectrum, 
one finds patents that "simply recite a law of nature and then add the instruction 
'apply the law."' 4 1 The patent-in-suit in Mayo fails the Section 101 test because the 
Court concludes that it falls on this end of the spectrum. 42 Before concluding the 
opinion, however, Justice Breyer addresses the Government's amicus curiae 
argument in favor of the functional view of Section 101, and rejects it, writing that 
the functional approach "would make the 'law of nature' exception to 101 
patentability a dead letter." 4 3 While the Section 101 analysis may overlap with the 

3 MySpace, 672 F.3d at 1265 (Mayer, J., dissenting).  
36 Id. at 1266.  

3 Id. at 1267.  
38 See Dealertrack, Inc. v. Huber, 674 F.3d 1315, 1333-34 (Fed. Cir. 2012) (stating that claims to a 

"computer-aided" method of processing information through a clearinghouse were not patent
eligible); CyberSource Corp. v. Retail Decisions, Inc., 654 F.3d 1366, 1375-77 (Fed. Cir. 2011) 
(stating that method of detecting credit card fraud was not rendered patent eligible by reciting use 
of computers and the Internet to perform it).  

39 Mayo Collaborative Servs. v. Prometheus Labs., Inc., 132 S. Ct. 1289, 1297 (2012).  
40 Id.  
41 Id.  
42 Id. at 1297-98.  

43 Id. at 1303.
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analysis under other sections of the patent laws setting out validity requirements, 
"that need not always be so. And to shift the patent-eligibility inquiry entirely to 
these later sections risks creating significantly greater legal uncertainty, while 
assuming that those sections can do work that they are not equipped to do."44 The 
job of Section 101-here, determining whether the patented invention simply 
recites a law of nature and tells practitioners to apply it-is not duplicative of the 
work of Sections 102, 103, and 112.45 "These considerations lead us," Justice 
Breyer concludes, "to decline the Government's invitation to substitute 102, 
103, and 112 inquiries for the better established inquiry under 101 ,,46 The 
question remains open what influence Mayo will have on the treatment of the patent 
eligibility of inventions challenged as directed to "abstract ideas," a subject on 
which there appears to be less potential for agreement than "laws of nature."4 7 

As we did with the functional view, let us now identify (or revisit) the 
assumptions inherent in the jurisdictional view. First, as discussed, the 
jurisdictional view considers Section 101 to set forth a doctrine that is different in 
kind and broader in application than Sections 102, 103, or 112, a doctrine aimed at 
identifying categories of ineligible subject matter, not just individually invalid 
claims. Second, the committed supporter of the jurisdictional view believes that 
there has been (and can in the future be) a proliferation of broad categories of bad 
patents that cannot be adequately (or efficiently) dealt with on a claim-by-claim, 
case-by-case basis.48 Third, the jurisdictional view implies a vision of the Federal 
Circuit, in its unique role as an appellate court with limited subject matter 
jurisdiction but nationwide reach, as necessarily implicated in policy-making in the 
patent arena to an extent that none of its sister circuits is or could be. Fourth, the 
jurisdictional view, although rigid in its requirement that Section 101 eligibility be 
tested first, embraces a more flexible, and potentially more efficient, approach to 
case management at the trial court level because the Section 101 issue can at times 
be framed and decided early in the case before significant time and effort has gone 
into discovery or claim construction. Indeed, in one potential test case for this 
approach, a district court granted a pre-answer motion to dismiss a complaint on 
Bilski grounds. 49 It is to this case, and others at the district court level, that we now 

44 Id. at 1304.  
45 See Prometheus Labs., 132 S. Ct. at 1304 (describing the differences in inquiries under Sections 

101, 102, 103 and 112).  
46 Id. (emphasis added).  
47 See MySpace, Inc. v. GraphOn Corp., 672 F.3d 1250, 1259 (Fed. Cir. 2012) ("Over the years 

courts have found dealing with 'laws of nature' and 'physical. phenomena' reasonably 
manageable.").  

48 See Bilski v. Kappos, 130 S. Ct. 3218, 3259 (2010) (Breyer, J., concurring in the judgment) 
(noting "the granting of patents that 'ranged from the somewhat ridiculous to the truly absurd"' in 
the aftermath of State Street Bank & Trust Co. v. Signature Financial Group, Inc., 149 F.3d 1368 
(Fed. Cir. 1998) (quoting In re Bilski, 545 F.3d 943, 1004 (Fed. Cir. 2008))).  

49 See Ultramercial, LLC v. Hulu, LLC, No. CV 09-06918 RGK, 2010 WL 3360098, at *6-7 (C.D.  
Cal. Aug. 13, 2010), rev'd, 657 F.3d 1323 (Fed. Cir. 2011), vacated, 132 S. Ct. 2431 (2012).
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turn our attention with an eye to testing the assumptions underlying the functional 
and jurisdictional views of Section 101.  

III. The Starting Gate 

One practical test of the value of a threshold test is whether it can, in fact, be 
applied at the threshold of litigation. Although the existing sample is not large, we 
consider cases in which the Bilski issue was addressed early in the proceedings, on 
a motion to dismiss or on an early motion for summary judgment prior to claim 
construction. In Ultramercial, defendant WildTangent filed a motion to dismiss on 
grounds that the patent-in-suit did not cover patentable subject matter. Despite the 
early stage of the litigation, the district court agreed, concluding that the applicable 
patent did not satisfy the machine or transformation test and disclosed an abstract 
idea: "At the core of the '545 patent is the basic idea that one can use advertisement 
as an exchange or currency.... This core principle, similar to the core of the Bilski 
patent, is an abstract idea." 50 Noteworthy for purposes of this article, in granting 
the motion, the Court rejected the plaintiff's argument that the issue should not be 
decided before claim construction: 

While the Court (and the parties) consulted the claims and the specification, there 
is no need to formally construe any of the claims. The patent terms are clear, and 
Plaintiff has not brought to the Court's attention any reasonable construction that 
would bring the patent within patentable subject matter. Moreover, given the 
lack of clarity in this area of patent law, it is perhaps even more appropriate for 
this Court to render its decision at the earliest stage so that the parties may 
benefit from the ederal Circuit's guidance on the issue sooner rather than later, 
if they so desire.  

Ultramercial took up the Court's invitation to seek the guidance of the Federal 
Circuit, which reversed and remanded on the grounds that the claimed invention 
was a "process" falling within Section 101 patent-eligible subject matter (in other 
words, not an abstract idea, but a practical application of that abstract idea), and 
was not "so manifestly abstract as to override the statutory language."52 However, 
in so doing, the Federal Circuit noted that it had "never set forth a bright line rule 
requiring district courts to construe claims before determining subject matter 
eligibility." 53 Rather, "because eligibility is a 'coarse' gauge of the suitability of 
broad subject matter categories for patent protection, . . . claim construction may 
not always be necessary for a 101 analysis."5 4 

With the door left open for early consideration of Section 101 claims, other 
district courts have followed the path left open in Ultramercial. In granting 
summary judgment in Bancorp Services, LLC v. Sun Life Assurance Co. of 

50 Id. at *6.  
5 Id.  
52 Ultramercial, LLC v. Hulu, LLC, 657 F.3d 1323, 1330 (Fed. Cir. 2011) (quoting Research Corp.  

Techs. Inc. v. Microsoft Corp., 627 F.3d 859, 869 (Fed. Cir. 2010)), vacated, 132 S. Ct. 2431 
(2012).  

53 Id. at 1325.  
5 Id. (internal citation omitted).
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Canada55 on grounds that the asserted claims flunked the Bilski test, the Court 
faced the "preliminary issue" that the motion may be "premature" before the 
completion of claim construction.56 Citing Ultramercial, the Court declined to 
table consideration of the Section 101 arguments until after claim construction 
noting that there "is no requirement that claims construction be completed before 
examining patentability."5 7 

Even when the patent passes initial muster, Section 101 provides an option for 
early consideration of validity, whether through a judgment on the pleadings, 58 or 
through an early consideration of claim terms and an accelerated summary 
judgment briefing schedule. 59 In other instances, defendants have adopted the 
plaintiffs preferred claim constructions for purposes of a summary judgment 
motion on Bilski grounds in order to forestall the argument that the motion is 
premature.60 

"On many occasions, however, a definition of the invention via claim 
construction can clarify the basic character of the subject matter of the invention.  
Thus, claim meaning may clarify the actual subject matter at stake in the invention 
and can enlighten, or even answer, questions about subject matter abstractness."6 1 

A number of courts have reserved judgment on patent eligibility unless and until 
discovery and claim construction shed some light on the proceedings. 6 2 While 

5 771 F. Supp. 2d 1054 (E.D. Mo. 2011).  
56 Id. at 1058.  
57 Id. at 1059. See also OIP Techs., Inc. v. Amazon.com, Inc., No. C-12-1233 EMC, 2012 WL 

3985118, at *5 (N.D. Cal. Sep. 11, 2012) (granting motion to dismiss under Section 101); 
SmartGene, Inc. v. Advanced Biological Labs., SA, 852 F. Supp. 2d 42, 52 (D.D.C. 2012) 
(granting motion to dismiss noting "the section 101 analysis begins and ends the Court's inquiry 
as it reveals that the patents-in-dispute are not patentable"); Glory Licensing LLC v. Toys "R" Us, 
Inc., No. 09-4252 (FSH), 2011 WL 1870591, at *4 (D.N.J. May 16, 2011) (granting a motion to 
dismiss on grounds that the asserted patents claimed abstract ideas and were not patentable under 
Section 101); Graff/Ross Holdings LLP v. Fed. Home Loan Mortg. Corp., No. 07-796 (RJL)(AK), 
2010 WL 6274263, at *8 (D.D.C. Aug. 27, 2010) (treating motion to dismiss on Section 101 
grounds as a motion for summary judgment, but finding that defendant had "met its burden and 
has shown that the asserted claims attempt to patent an abstract idea").  

58 See Iconfind, Inc. v. Google, Inc., No. 2:11-CV-0319-GEB-JFM, 2012 WL 158366, at *3 (E.D.  
Cal. Jan. 18, 2012) (denying Google's motion for judgment on the pleadings because Google did 
not meet the standard for showing that Iconfind's patent was invalid under Section 101).  

59 See Sparks Networks USA, LLC v. Humor Rainbow, Inc., No. 2:1 1-CV-01430-JHN-JEMx, 2011 
WL 7277589, at *3 (C.D. Cal. July 7, 2011) (surmising that based on the parties argument, there 
may not be a need to conduct claim construction or at most minimal claim construction).  

60 See Order Denying Defendants' Motion for Summary Judgment of Invalidity Based on Lack of 
Patentable Subject Matter, and Granting Plaintiff's Motion to Stay Pending Reexamination, Big 
Baboon Corp. v. Dell, Inc., 723 F. Supp. 2d 1224 (C.D. Cal. 2011) (No. CV 09-01198).  

61 Ultramercial, LLC v. Hulu, LLC, 657 F.3d 1323, 1325 (Fed. Cir. 2011).  
62 See, e.g., Investpic, LLC v. FactSet Research Sys., Inc., No. 10-1028-SLR, 2011 WL 4591078, at 

*1 (D. Del. Sept. 30, 2011) (declining to decide Bilski issue in the absence of either discovery or 
claim construction); Edge Capture, L.L.C. v. Barclays Bank PLC, No. 09 C 1521, 2011 WL 
494573, at *1 (N.D. Ill. Jan. 31, 2011) ("[D]efenses such as invalidity under 101 require a court 
to construe the claims at issue and are appropriately resolved by'summary judgment motions or
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these cases express a preference for structuring patent litigation in a traditional 
way-e.g., infringement contentions and invalidity contentions and/or discovery 
relating to infringement and invalidity, claim construction, then summary 
judgment-they do not demonstrate a principled opposition to early case resolution 
of the Section 101 issue, simply an opposition to resolution of the Section 101 issue 
so early in those particular cases on the records before those courts.63 These cases 
notwithstanding, a fair number of courts have found early case resolution of the 
Section 101 issue to be not only permissible, but practicable.  

That was the conclusion reached by the district court in an early case order 
granting summary judgment of invalidity in Digitech Information Systems, Inc. v.  
BMW Financial Services NA, LLC,64 issued after (and considering) Ultramercial, 
DealerTrack, and MySpace. In that case, decided before claim construction, the 
district court rejected the plaintiff's argument that claim construction was a 
necessary precursor to an invalidity analysis. 65 The court was equally dismissive of 
the plaintiff's assertion that it needed discovery and expert testimony on the issue 
presented by the defendant's summary judgment motion: whether the recited 
"computer" satisfied the machine-or-transformation test of patent eligibility.6 6 The 
court refused to put off the Section 101 analysis in light of MySpace, concluding 
that courts are not required to address other invalidity arguments before 
considering Section 101 issues, especially in the absence of summary judgment 
motions raising them.67 On the merits, the court concluded that, as in DealerTrack, 
the addition of a computer to the recited claims did not save them from invalidity. 6 8 

The court held them ineligible for patent protection because the claims failed the 
machine-or-transformation test and claimed an abstract idea (mathematical 
formulas) which, if granted patent protection, would "preempt the use of the 
formulas in all fields." 69 

adjudication at trial."); Progressive Cas. Ins. Co. v. Safeco Ins. Co., No. 1:10 CV 1370, 2010 WL 
4698576, at *4 (N.D. Ohio Nov. 12, 2010) (refusing to dismiss a claim on Bilski grounds without 
the benefit of the prosecution history and the parties' arguments on claim construction); (In 
Chambers) Order Denying Defendant Cento Inc.'s Motion for Judgment on the Pleadings and 
Denying Plaintiff's Motion to File a Sur-Reply as Moot, Mortg. Grader, Inc. v. Lenderfi, Inc., No.  
8:10-cv-01521-CJC-MLG, at 3 (C.D. Cal. Mar. 29, 2012) ("[I]t is not clear from the face of the 
complaint and the attached '694 patent that the claims are directed at unpatentable abstract ideas 
and not a patentable process.... To resolve Cento's invalidity defense requires an inquiry into 
matters outside the pleadings better reserved for summary judgment, as the court did in 
DealerTrack, or at trial.").  

63 See, e.g., Investpic, 2011 WL 4591078, at * 1 ("Defendants cited authority to the contrary is either 
authority I choose not to follow, . . . or cases which were resolved on summary judgment.").  

64 864 F. Supp. 2d 1289, 1297 (M.D. Fla. 2012).  
65 Id. at 1293.  
66 Id.  

67 Id. at 1293-94.  
68 Id. at 1294-95.  
69 Id. at 1297.
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These cases call into question the functionalist claim that "pragmatic 
considerations" favor the functional view. 70 As the foregoing cases attest, in at 
least some cases Section 101 questions can be asked and answered early in 
litigation before the parties and the court have invested considerable 
resources-how considerable will be discussed momentarily-in discovery, claim 
construction, and summary judgment practice. In such cases, a rule deferring 
decision on the Section 101 issue until after all other validity avenues have been 

explored would impose unnecessary costs on litigants, lawyers, and district courts.  

In addition, the functional view, on its own terms, appears to lead to the result 
that the Section 101 analysis is more likely to be performed in cases where it is 

least likely to matter. The patent laws already embody the assumption that patents 
are valid, and thus courts must honor that assumption.71 Assuming for the moment 
that the functionalist is right that invalidity is generally overdetermined-meaning 
that an invalid claim is likely to be invalid under more than one doctrine of 
validity-a district court following the functional approach will not reach Section 
101 issues in cases in which the disputed claims are invalid as those claims will be 

picked off by the other applicable validity doctrines. That means courts will reach 
Section 101 questions only in cases in which the disputed claims are found valid 

under the doctrines of anticipation, obviousness, written description, and 
indefiniteness because those are the cases in which the Section 101 issues will 
remain alive for decision. If Section 101 gets applied only to patents that survive 
the gauntlet of the other doctrines, then Section 101 truly will be a "dead letter," 

applicable only in cases in which it is virtually guaranteed to have no (significant) 
effect. 72 

A. Weeding Out the Weak 

Why care whether there is a route to short-circuit the usual, prescribed, 
meandering path of patent litigation through discovery to claim construction, 
summary judgment, and trial? Patent litigation is notoriously expensive.  
According to the American Intellectual Property Law Association, in 2007, when 
over $1 million was at stake, the average cost of defending a patent lawsuit was 
over $2.5 million. 73 In the field of e-commerce alone, one estimate pegs the cost of 
defending against e-commerce related patent infringement in 2011 at $1.9 billion.7 4 

70 Crouch & Merges, supra note 4, at 1675-76.  
71 See 35 U.S.C. 282 (2006) ("A patent shall be presumed valid.... The burden of establishing 

invalidity of a patent or any claim thereof shall rest on the party asserting such invalidity.").  
72 Mayo Collaborative Servs. v. Prometheus Labs., Inc., 132 S. Ct. 1289, 1303 (2012).  

7 See Christopher A. Harkins, Tesla, Marconi, and the Great Radio Controversy: Awarding Patent 
Damages Without Chilling a Defendant's Incentive to Innovate, 73 Mo. L. Rv. 745, 766-67 
(2008) (discussing rising costs of patent litigation at different stages).  

74 See Thad Rueter, Patent Defense Costs Increase 22% for the E-Commerce Industry, INTERNET 
RETAILER (Mar. 13, 2012), http://www.internetretailer.com/2012/03/13/patent-defense-costs
increase-22-e-commerce-industry (discussing the rising costs of defending against e-commerce 
based patent infringement claims).
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With so much at stake, taking a license for a few hundred thousand dollars may 
seem a more appealing business decision than defending the case to the bitter end, 
even if the patent is highly suspect. 75 

Indeed, in granting the motion to dismiss in Glory Licensing, the Court noted 
in a footnote that the patents-in-suit were part of the Eon-Net family, commenting 
on Eon-Net's past litigation history elsewhere-including imposition of Rule 11 
sanctions for filing "baseless" claims and bringing a suit for the "improper purpose 
of inducing a cheap settlement to avoid litigation expense.",76 

While the Washington court's holding in Eon-Net does not weigh on this 
Court's analysis of [defendant's] motion, this Court is cognizant that the arguments 
Glory advances on appeal would seem to suggest that any website offering an 
online shopping experience would infringe the Glory Patents. Additionally, 
Glory's counsel noted at oral argument that his clients have settled six or seven 
dozen cases alleging infringement of the three Glory Patents. 77 

The Federal Circuit has struggled, with limited guidance from the Supreme 
Court, to mark the bounds of patentable subject matter. But the recent decision in 
Mayo seems to reaffirm the need to treat Section 101 as a meaningful, threshold 
inquiry. As noted previously, while the United States argued that the "law of 
nature" exception to Section 101's patentable subject matter sphere should be 
narrowly construed-with other statutory provisions such as Section 102 (novelty), 
Section 103 (obviousness), and Section 112 (written description) performing a 
more vigorous secondary screening function-the Court disagreed: 

We recognize that, in evaluating the significance of additional steps, the 101 
patent-eligibility inquiry and, say, the 102 novelty inquiry might sometimes 
overlap. But that need not always be so. And to shift the patent eligibility 
inquiry entirely to these later sections risks creating significantly greater legal 
uncertainty, while assuming that those sections can do work that they are not 
equipped to do.78 

The Supreme Court's election to "decline the Government's invitation to 
substitute 102, 103, and 112 inquiries for the better established inquiry under 

75 See, e.g., Eon-Net LP v. Flagstar Bancorp, 653 F.3d 1314, 1327 (Fed. Cir. 2011) (defendant 
incurred nearly half a million dollars in attorneys' fees to win summary judgment although it 
could have chosen to settle for a license of between $25,000 and $75,000); Elen IP LLC v.  
ArvinMeritor, Inc., No. C11-140-RSM, 2011 WL 3651113, at *5 (W.D. Wash. Aug. 18, 2011) 
("The Court is concerned that here, where a non-practicing entity has sued a large number of 
defendants, that the defendants will be inclined to settle with plaintiff merely to avoid the costs 
associated with discovery, regardless of whether they believe they have a legitimate defense."); 
Darren Cahr & Ira Kalina, Of PACS and Trolls: How the Patent Wars May Be Coming to a 
Hospital Near You, 19 HEALTH LAWYER, Oct. 2006 at 15, 16 ("The patent troll offers a license for 
under $100,000. The end user makes a business decision-millions of dollars to defend a suit that 
might be lost, or $100,000 or less for certainty? The end user takes a license.").  

76. Glory Licensing LLC v. Toys "R" Us, Inc., No. 09-4252 (FSH), 2011 WL 1870591, at *1 n.1 
(D.N.J. May 16, 2011).  

77 Id. (internal citations omitted).  
78 Mayo Collaborative Servs. v. Prometheus Labs., Inc., 132 S. Ct. 1289, 1304 (2012).
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101" suggests that the functional view championed by Judge Plager may not find 
the supporters it needs at the Supreme Court, if and when the Supreme Court takes 

up the cudgels of the Bilski debate.79 

The opportunity to do so may arise soon. As discussed previously, one of the 
arguments that the jurisdictionalists raise for treating Section 101 as a true 

threshold inquiry is that a problematic class of patents may require stronger 
medicine than those remedies designed to deal with the odd patent or claim, such as 
those offered by Sections 102, 103, and 112. One such area is the field of software 
and business method patents, where patents crop up that apply a computer to a 

basic idea and seek the Patent Office's approval.80 

WildTangent's petition to the Supreme Court in Ultramercial has the 

potential to put the question of what to do with such a class of problematic patents 

squarely before the Supreme Court. (Whether the Supreme Court takes up the 
invitation again so soon after Bilski-and now Mayo-is open to question).  
Framing the question for review as "[w]hether, or in what circumstances, a patent's 

general and indeterminate references to 'over the Internet' or at 'an Internet 

website' are sufficient to transform an unpatentable abstract idea into a patentable 

process for purposes of 35 U.S.C. 101,"81 WildTangent focuses on the perhaps 

discrete, but increasingly problematic, application of Bilski to the growing number 
of software and business method patents, which are increasingly likely to be 
litigated.82 

WildTangent's argument is that Ultramercial seeks exclusivity not on the 

software or computer programming steps necessary to restrict access to content 

over the Internet, but rather on the basic concept of trading access to content based 

on advertisement viewing on "an Internet website." 83 By allowing this patent to 

79 Id.  

80 See DealerTrack, Inc. v. Huber, 674 F.3d 1315, 1333 (Fed. Cir. 2012) (holding that claims to a 

"computer-aided" method of processing information through a clearinghouse were not patent
eligible); CyberSource Corp. v. Retail Decisions, Inc., 654 F.3d 1366, 1372-77 (Fed. Cir. 2011) 
(explaining that method of detecting credit card fraud was not rendered patent eligible by reciting 
use of computers and the Internet to perform it).  

81 Petition for Writ of Certiorari at i, WildTangent, Inc. v. Ultramercial, LLC, 132 S. Ct. 2431 (2012) 
(No. 11-962), 2012 WL 379766.  

82 See eBay Inc. v. MercExchange, L.L.C., 547 U.S. 388, 397 (2006) (Kennedy, J., concurring) 
(noting the "burgeoning number of patents over business methods"); JAMES BESSEN & MICHAEL J.  

MEURER, PATENT FAILURE 8-9, 22 (2008) (estimating that approximately 11,000 patents cover 

various aspects of the Internet; and approximately 200,000 software patents have been issued).  

See also Brief of Electronic Frontier Foundation et al. as Amici Curiae Supporting Petitioner at 3, 

Ultramercial, 132 S. Ct. 2431, 2012 WL 755081 [hereinafter EFF Brief] ("In the United States, 
for example, software patents are more than twice as likely to be the subject of a lawsuit than 

other patents and account for one quarter of all patent lawsuits.").  

83 Petition for Writ of Certiorari, supra note 81, at 4-5. See also Brief of Google Inc. & Verizon 

Commc'ns Inc. as Amici Curiae Supporting Petitioner at 8, Ultramercial, 132 S. Ct. 2431, 2012 
WL 755080 [hereinafter Google Brief] ("Crucially, there are countless ways to implement this 
abstract business method online-and Ultramercial is claiming every possible one of them.").
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pass Section 101 muster, so reasons WildTangent, the Federal Circuit essentially let 
the phrase "on the Internet" transform an abstract idea to a practical, patentable, 
invention. 84 Put in language used by the Supreme Court, WildTangent argues that 
reciting an abstract idea and claiming its use "on the Internet" would make patent 
eligibility "depend simply on the draftsman's art."8 5 "On the Internet," on this 
view, become the magic words known to the patent lawyer that render a patent
ineligible abstract idea patentable. 86 

In urging review, WildTangent emphasizes that the importance of the question 
is twofold, "given the function served by 101 and the role of the Internet in our 
economy." 87 "One of the most important areas where the 101 question has 
frequently arisen is patents that refer to the use of the Internet or a general purpose 
computer necessary to access the Internet."88 Critically, as WildTangent notes and 
the previous discussion indicates, "commentators have already recognized that the 
Federal Circuit's post-Bilski case law with respect to computer-related processes is 
in disarray and internally conflicted." 89 

It is possible, even likely, that the Court may simply remand Ultramercial for 
further consideration in light of the Mayo decision, a result envisioned by 
WildTangent.90 That was the Court's approach to the case challenging the 
patentability of DNA sequences. 9 1 However the Ultramercial case plays out, the 
stakes it highlights in the present debate in the Federal Circuit emphasize one key 
underpinning of the jurisdictionalist view: potentially-problematic software patents 
cost this country billions. 92 In that light, clarity as to the bounds of Section 101 

84 Cf Mark A. Lemley, Michael Risch, Ted Sichelman & R. Polk Wagner, Life After Bilski, 63 
STAN. L. REv. 1315, 1330 (2011) ("Overclaiming under 101 ... is primarily concerned with 
removing obstructions to follow-on innovation. The question is not whether one could make the 
embodiments claimed, but rather whether the inventor has contributed enough to merit a claim so 
broad that others will be locked out.").  

85 Mayo Collaborative Servs. v. Prometheus Labs., Inc., 132 S. Ct. 1289, 1294 (2012) (quoting 
Parker v. Flook, 437 U.S. 584, 593 (1978)).  

86 See Petition for Writ of Certiorari, supra note 81, at 1-2.  
87 Id. at 2. See also EFF Brief, supra note 82, at 8-9 (emphasizing the importance of the Internet in 

modem commerce).  
88 Petition for Writ of Certiorari, supra note 81, at 8.  
89 See id. at 10 (citing Recent Case, CyberSource, 125 HARV. L. REv. 851, 857 (2012); Jonathan 

Masur, Patent Inflation, 121 YALE L.J. 470, 530 & n.256 (2011); id. at 20 (noting tension between 
CyberSource and Ultramercial, and collecting authorities). See also EFF Brief, supra note 82, at 
9-11 (finding recent Federal Circuit precedent "irreconcilable").  

90 Petition for Writ of Certiorari, supra note 81, at 21-24.  
91 See Order, Ass'n for Molecular Pathology v. Myriad Genetics, No. 11-725 (Mar. 26, 2012) 

available at http://www.supremecourt.gov/orders/courtorders%5Co32612zor.pdf (last visited 
March 27, 2012) (granting certiorari, then vacating the judgment and remanding it to the Federal 
Circuit court for consideration in light of the Mayo case). See also Ass'n for Molecular Pathology 
v. Myriad Genetics, 689 F.3d 1303 (Fed. Cir. 2012) (on remand from the Supreme Court, 
affirming-in-part, reversing-in-part, and remanding).  

92 See EFF Brief, supra note 82, at 4 ("From 1996 to 1999, for example, litigation concerning 
software patents cost U.S. companies $3.88 billion (in 1992 dollars) in market value per annum.
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jurisprudence becomes necessary not to nip the occasional outlying patent in the 

bud, but to prune the garden of the weeds that threaten to overtake it.93 Whether or 

not one agrees with the positions taken by WildTangent and its amici, the legal 

question they pose is one that can only be meaningfully addressed under Section 

101, not Sections 102, 103, or 112. The question is one of patent eligibility; it was 

raised in an early case motion to dismiss; and it is now ripe for consideration by the 

Supreme Court. Whether that consideration results in high court review, dismissal 

of the petition for certiorari, or some other outcome such as a remand for 

reconsideration in light of Mayo, the Ultramerical case offers a vehicle for deciding 

a difficult question of wide import, which could not have been posed at this time 

and in this way (or perhaps ever) under the functional view of Section 101.  

IV. Conclusion 

If the Federal Circuit faces the fork in the road between the functional and 

jurisdictional path, which should it choose? Of the two, we believe the 

jurisdictional view is the sounder approach.  

First, we believe that Section 101 has a critical-and different-role to play 

in the scheme of the federal patent laws. Justice Breyer articulated that role in the 

Mayo opinion. The patent laws impose a duty on the judiciary to protect future art 

as well as prior art. Patents that claim nothing more than a law of nature or an 

abstract idea, however novel, risk the "danger that the grant of patents that tie up 

their use will inhibit future innovation premised upon them."9 4 The other tools of 

validity-anticipation, obviousness, written description, or indefiniteness-do not 

address this concern because they were not intended to.  

Second, we believe that the role of Section 101 is vital in addressing the 

proliferation of subclasses of patents that share this defect, but may not share any of 

the defects covered by the other doctrines of validity. It does little (or significantly 

less) good to eliminate such patents one by one on the narrowest possible grounds.  

As patents compound the cost of doing business and the cost of patent litigation 

continues to rise above the value of many patented inventions, the difficult work of 

defining the scope of patent eligibility becomes increasingly vital. Whether that 

scope is conceived more or less broadly, inventors, patent examiners, litigants, 

lawyers, and district judges need ongoing guidance on how to conceive those 

During this same period, the aggregate annual profits attributable to patented software-profits 

beyond what would be generated without patents-were only $100 million (again in 1992 

dollars)."); Google Brief, supra note 83, at 11-12 (finding that suits by patent assertion entities 

(PAE) were associated with half a trillion dollars of lost wealth to defendants from 1990 through 

2010).  
93 See Google Brief, supra note 83, at 12 ("Although Ultramercial may not be a PAE, the decision 

below will facilitate such innovation-taxing patent traps. '[O]verbroad, vague claims' can be 

asserted against a broader range of activity, yet are harder for innovators to identify ex ante." 

(alteration in original)).  
94 Mayo Collaborative Servs. v. Prometheus Labs., Inc., 132 S. Ct. 1289, 1301 (2012).
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boundaries so that they may value their patents, evaluate patent applications, make 
business decisions regarding licensing, advise their clients on whether to sue or 
settle, and decide cases.  

Third, and relatedly, we agree with Chief Judge Rader that the Federal 
Circuit's unique bailiwick as the single appellate court charged with interpreting the 
patent laws offers the court special challenges and special opportunities in shaping 
patent law. Because the court's rapidly evolving jurisprudence is matched by the 
rapid evolution of technology-and because the Federal Circuit has no peer courts 
that might reach contrary conclusions on key questions of patent law-we believe 
the court should take up the challenge of policing the boundaries of its domain, 
however difficult, rather than passing on that challenge as often as possible. As 
between the constitutional and jurisdictional analogies, we believe the jurisdictional 
analogy has the superior claim to accuracy. Section 101 asks the Federal Circuit to 
determine the breadth and width of the patent playing field by instructing the Patent 
Office and the district courts on what characteristics make a (proposed) claim 
eligible or ineligible for patent protection.  

Fourth, and finally, we do not believe the available evidence supports the 
conclusion that the functional view is the more practical view. The post-Bilski 
district court case law applying Section 101 at early stages of patent cases suggests 
that early case consideration of Section 101 can produce dispositive results without 
the need for the court and the parties to spend their time and money unnecessarily 
on extensive discovery, claim construction, and summary judgment practice. Such 
results serve the interests of justice and efficiency, and suggest that Section 101 
need not present the feared "morass" at the district court level. If a district court 
has the opportunity to invalidate a bad patent on Section 101 grounds through early 
case motion practice-an opportunity less likely to be available for other grounds 
that require comparison of the patent claims and specific prior art, for 
example-the functional view would categorically deny the district court that 
opportunity. The district courts would be left to apply Section 101 only in those 
cases in which they had already found the patent valid under Sections 102, 103, and 
112, creating extra work for the court precisely where such extra work would do the 
least good.  

In closing, we note that events may prove the functional and jurisdictional 
positions to have more common ground than their competing articulations would 
lead one to believe. Judge Plager, after arguing for a strong functional approach, 
acknowledges: 

[I]n certain technology fields, and particularly when laws of nature or physical 
phenomena are the issue, efficiency may dictate applying the coarse filter of 

101 first to address legitimate questions of patent eligibility. Even when the 
patent invokes the abstractness issue, such as in a business method patent, if it is 
clear and convincing beyond peradventure-that is, under virtually any meaning
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of "abstract"-that the claim at issue is well over the line, then a case $uld be 
made for initially addressing the 101 issue in the infringement context.  

A similar accommodation might be made on the jurisdictional side for cases 
in which it was obvious that the Section 101 question did in fact require stepping 
into the "morass" Judge Plager describes as the norm.  

It is the district courts in the first instance that face the question whether and 
when to take up the Section 101 issue in the course of litigation, and it may turn out 
that as they work their way through patent cases, they will find that Section 101 
offers a greater or lesser opportunity to reach an early case resolution on the merits.  
As they do so, it is our view that they should not be hamstrung by a strong 
functional approach dictated by the Federal Circuit that would prohibit them from 

considering the Section 101 issue until they had first dealt with other invalidity 
arguments. To do so, we believe, would be both bad and inefficient policy.  
Section 101 has a vital role yet to play in patent examination and litigation-and 
the judicial review of decisions made in both of those contexts-a role of high legal 
and practical significance.

95 MySpace, Inc. v. GraphOn Corp., 672 F.3d 1250, 1261 (Fed. Cir. 2012).
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