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If Congress enacted into law something different from what it intended, then it
should amend the statute to conform it to its intent. "It is beyond our province to
rescue Congress from its drafting errors, and to provide for what we might think
is the preferred result."'

-Justice Anthony Kennedy

I. Introduction
There is a popular proverb about a missing nail that brought down a king
dom. 2 The corollary among lawyers and legislators is the proverb of the "errant
comma" that had a disastrous effect on a contract, pleading, or statute. 3 This article
examines one such grammatical error in the Trademark Dilution Revision Act of
2006 (TDRA). 4 It involves an error in organizing a statute's text rather than a mis
placed comma, but the effects are still potentially devastating for trademark own
ers. The only thing that remains to be seen is whether the drafting error in the sta
tute will be the subject of cautionary tales involving unlucky trademark owners, or
whether Congress will cure the drafting error before any serious damage is done.
When Congress enacted the Federal Trademark Dilution Act of 1995 5
(FTDA), it created a provision-- 43(c)(3) of the Lanham Act--that made owner
ship of a federal trademark registration a complete bar to dilution claims based on
state law. By giving federal registrants immunity from state dilution claims, Con
gress sought to encourage federal registration of marks, ensure the supremacy of

1

Lamie v. U.S. Tr., 540 U.S. 526, 542 (2004) (citation omitted) (discussing a legislative drafting
error in U.S. Bankruptcy Code).

2

See For Want of a Nail (Proverb), WIKIPEDIA, http://en.wikipedia.org/wiki/ForWantof aNail_
(proverb) (last modified Nov. 12, 2010) ("For want of a nail the shoe was lost. For want of a shoe
the horse was lost. For want of a horse the rider was lost. For want of a rider the battle was lost.
For want of a battle the kingdom was lost. And all for the want of a horseshoe nail.").

3

For examples of such tales, see Barbara Mikkelson, Million Dollar Comma, SNOPES.COM,
http://www.snopes.com/legal/comma.asp (last updated Sep. 22, 2010) (describing how the U.S.
government lost one million dollars in revenue because of a misplaced comma in the Tariff Act of
1872, which was intended to exempt "fruit plants" from import duty fees but instead exempted
"fruit, plants"), and Grant Robertson, Comma Quirk Irks Rogers, THE GLOBE AND MAIL (Toron
to), Aug. 6, 2006, http://www.thegloveandmail.com/report-on-business/article838561.ece (ex
plaining how a misplaced comma in a contract cost a company $2.13 million in Canadian dollars).

4 Trademark Dilution Revision Act of 2006, Pub. L. No. 109-312, 120 Stat. 1730 (2006) (codified
as amended in scattered sections of 15 U.S.C.).

5 Federal Trademark Dilution Act of 1995, Pub. L. No. 104-98, 109 Stat. 985 (1996) amended by
6

Trademark Dilution Revision Act of 2006, Pub. L. No. 109-312, 120 Stat. 1730, 15 U.S.C.
1125, 1127 (2006).
Lanham Act, 15 U.S.C.
1051-1127 (2006).
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the federal trademark registration system, and protect federal registrants' right to
7
use their marks without interference from state laws.
Congress sought to expand the scope of the federal registration defense in the
TDRA by replacing 43(c)(3) of the Lanham Act with a newly created provision
43(c)(6)-making ownership of a federal registration a complete bar to a broader
range of state dilution claims. As a result of a drafting error in the Senate version
of the bill, however, the text of the statute now makes ownership of a federal regis
tration a complete bar to all dilution-type claims under state and federal law
effectively giving federal registrants complete immunity from liability for dilution.
This article chronicles in Part II the origins of the drafting error in 43(c)(6)
of the Lanham Act. It begins by tracing the evolution of the federal registration de
fense, including the creation of 43(c)(3) as part of the FTDA in 1995. It explores
the meaning and intent of 43(c)(3) by placing it in historical context and explain
ing the policy goals that the federal registration defense was meant to serve. Part II
concludes by describing Congress's motives for expanding the federal registration
defense in the TDRA, and explaining how-as a result of a drafting error-newly
created 43(c)(6) gives federal registrants immunity from liability for dilution un
der state andfederal law, contrary to the legislative history and policy goals of the
federal registration defense.
Part III surveys the impact of the drafting error in 43(c)(6) since its enact
ment in 2006, including its treatment by courts, the United States Patent and
Trademark Office (PTO), and trademark publications. Part III outlines the risks
created by the drafting error in 43(c)(6), including the threat that the error poses
to the protection of famous trademarks and to the predictability and uniformity of
federal trademark law and practice.
Part IV presents the most compelling arguments for amending 43(c)(6) to
cure the drafting error in the statute before problems arise and proposes language
for such an amendment. It explains how the proposed amendment reflects the leg
islative history of the TDRA, furthers the policy goals of the federal registration de
fense, promotes greater uniformity in federal trademark law and practice, and ulti
mately, increases the protection of famous marks. Part IV concludes by drawing on
the history of a similar drafting error in the FTDA to argue for the wisdom and
prophylactic value of curing the drafting error in the statute by congressional
amendment rather than trying to manage the error by judicial or administrative
means, and for doing so before the risks created by the drafting error cause serious
harm to trademark owners.

7

See infra Part

IIA-C. (tracing the evolution of the federal registration defense).
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II. The Past: Origin and Evolution of the Federal Registration Defense
A. USTA Trademark Review Commission Report and Recommendations
The federal registration defense in federal dilution law traces its origins to a
1987 report by the United States Trademark Association (USTA). 8 In 1984, in an
ticipation of the fortieth anniversary of the Lanham Act of 1946, the USTA created
a Trademark Review Commission to review and recommend changes to federal
trademark law.9 After more than two years of review, the Commission submitted
its "Report and Recommendations" on August 21, 1987.10
In its report, the Commission described "a trademark protection vacuum in
the United States" created by the lack of protection against trademark dilution. 1 It
noted that, although 23 states had dilution laws, the development of dilution law in
the U.S. had been "fitful." 12 More than half the states still did not have dilution
laws, and-in states with dilution laws-court decisions often relied on "inconsis
tent" and "illogical" reasoning that was "frequently. . . influenced by reputational
factors" such as "tarnishment of good will" that are "unrelated to the classical
Schechter concept of dilution." 13
To fill this gap in trademark protection, the Commission urged Congress to
add "a narrowly drawn dilution section to the Lanham Act, protecting only regis
tered marks which have become famous throughout a substantial part of the United
States." 14 The proposed statute included provisions defining dilution, identifying
factors to determine if a mark was famous, and prohibiting others from commenc
ing use of marks that cause "dilution of the distinctive quality" of a registered mark
after it has become famous. 15

8

The USTA changed its name to the International Trademark Association (INTA) in 1993. Histo

ry, INTA, http://www.inta.org/index.php?option=com_content&task=view&id=26&Itemid=122
9

&getcontent=4 (last visited Sept. 12, 2010).
The United States Trademark Association Trademark Review Commission Report and Recom
mendations to USTA Presidentand Board of Directors,77 TRADEMARK REP. 375, 380 (1987) [he

reinafter USTA Report].
10 Id. at 375. The USTA's President and Board of Directors adopted the Commission's report in its
entirety on September 13, 1987. Id.
"1

Id. at 455.

12

Id. at454.
USTA Report, supra note 9, at 454-55, 455 n.134. The Commission noted that the origins of dilu
tion law in the United States could be traced back to "the seminal article by Frank Schechter." Id.
at 454 n.132 (citing Frank I. Schechter, The Rational Basis of TrademarkProtection, 40 HARV. L.
REV. 813 (1927)).
USTA Report, supra note 9, at 456.
Id. at 458-59. The Commission considered but ultimately declined to recommend the creation of
a "strong mark register" for famous marks that would be protected against dilution. See id. at
412-13 (discussing the possibility of a strong mark register).

13

14
15
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The Commission recommended including a provision in the federal dilution
law that would make ownership of a federal trademark registration a complete bar
to dilution claims brought under state law. It proposed the following language for
the provision: "The ownership of a valid registration. . . shall be a complete bar to
an action brought by another person, under the common law or statute of a state,
seeking to prevent dilution of the distinctiveness of a mark... ."16
Importantly, the provision created a bar only to dilution claims based on state
law but not dilution claims based on the proposed new federal law.
The Commission offered several justifications for including a federal registra
tion defense. First, it would ensure the supremacy of the federal trademark regis
tration system in cases of potential conflict with state dilution laws. 17 Second, it
would assure federal registrants the right to market their goods or services through
out the United States, subject only to trademark owners who have prior rights in
confusingly similar marks.18 Third, it would encourage federal registration of
marks by providing greater protection for registered marks. 19 Finally, it would give
effect to Congress's stated intent in 43 of the Lanham Act to protect registered
marks from interference by state laws. 20
B. The Trademark Law Revision Act of 1988
The USTA Report became the basis for the Trademark Law Revision Act of
1988.21 As originally drafted, the legislation created a new federal cause of action
for trademark dilution and included a federal registration defense that was virtually
identical to the USTA's proposal. 22 The provision read: "Ownership of a valid reg
istration ... shall be a complete bar to an action brought by another person, under

16

Id. at 459.

The full text of the proposed statute read:

The ownership of a valid registration under the Acts of 1881 or 1905 or on the
principal register shall be a complete bar to an action brought by another person,
under the common law or statute of a state, seeking to prevent dilution of the dis
tinctiveness of a mark, label, or form of advertisement.
18

Id. at 459.
Id. at 462.

19

USTA Report, supra note 9, at 462.

20

Id. at 458.
H.R.. REP. No. 100-1028, at 2 (1988), available at http://ipmall.info/ hostedresources/lipa
/trademarks/PreLanhamAct_080_A_Report_07.htm ("Both bills were based on recommendations
of the United States Trademark Association, which, through its Trademark Review Commission,
reviewed the status of the current law, and concluded that Congress should revise and update that
law.").
See supra note 16 and accompanying text (providing the full text of the statute).

17

21

22
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the common law or statute of a State, seeking to prevent dilution of the distinctive
nessofamark. .,,23
Like the USTA proposal, the federal registration defense in 43(c)(3) was
limited in two important respects. First, it was limited to state claims. It made
ownership of a federal registration a defense to dilution claims based on state law,2 4
but not claims based on federal law. USTA's President testified before Congress
that making ownership of a federal registration a defense to state dilution claims
would ensure the supremacy of the federal registration system over state laws, as
sure federal registrants the right to use their marks throughout the United States
without interference from state laws, and encourage federal registration of marks.25
Other testimony explained the need to allow owners of famous marks to assert dilu
tion claims under the new federal law as a basis for canceling federal registrations
for marks that dilute their famous marks. 26
Second, the defense was limited to one type of dilution claim. Section
43(c)(3) barred only claims for "dilution of the distinctiveness of a mark," com
monly known as "dilution by blurring." 27 But it did not bar claims for injury to the
goodwill or reputation of a mark, commonly known as "dilution by tarnishment." 2 8
In this respect, the bill reflected the view in the USTA Report that "tarnishment"

23

S. 1883, 100th Cong. (1987), reprinted in 10 JEROME GILSON ET AL., GILSON ON TRADEMARKS VI

26 (2007). The full text of the provision read:
Ownership of a valid registration under the Act of 1881 or the Act of 1905 or on
the principal register established herein shall be a complete bar to an action
brought by another person, under the common law or statute of a State, seeking
to prevent dilution of the distinctiveness of a mark, label, or form of advertise
ment.
24

100 Cong. Rec. S16546 (daily ed. Nov. 19, 1987) (remarks of Senator DeConcini on introduction
of S. 1883), reprinted in GILSON ET AL., supra note 23, at VI-54 ("It would ... make a federal reg
istration a complete defense to an action under state dilution law."); see also The Trademark Law
Revision Act of 1988: Hearing on S. 1883 Before the Subcomm. on Patents, Copyrights and
Trademarks of the Senate Comm. on the Judiciary, 100th Cong. (1988) [hereinafter Hearing on S.

1883.] (statement of John K. Uilkema, Chairman of Patent, Trademark, and Copyright Law Sec
tion, Am. Bar Ass'n) ("[T]he provision [ 43(c)(3)] does not preclude dilution actions from being
25
26

27
28

brought against the owner of a registration if the plaintiff owns a federal registration of its own
mark. Such an action would be available under Section 43(a), as amended.").
See Hearingon S. 1883, supra note 24 (statement of Robert J. Eck, USTA President) (explaining
why federal registration should bar state claims of dilution).
See id. (statement of Michael A. Grow, Law Firm of Ward, Lazarus & Grow, Washington, D.C.)
(testifying that dilution should be a ground for canceling a federal registration). Grow's testimony
pointed out the risk that an unscrupulous person could beat the owner of a "suddenly famous"
mark in the race for a federal registration for the mark. In such circumstances, the owner of the
famous mark would be barred from attacking the unscrupulous person's registration (or use) of
the mark based on dilution if ownership of a federal registration were a defense to all dilution
claims (under state and federal law). See id.

15 U.S.C.
Id

1125(c)(2) (1996).
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was "a separate form of legal wrong" that was "unrelated to the classical Schechter
concept of dilution," which defined "dilution" as the "blurring" of the distinctive
ness of a mark without any reference to tarnishing or otherwise injuring the good
will or reputation associated with a mark. 2 9
The dilution provisions were
mately enacted in 1988.31 Even so,
islation cannot be consigned to the
evidence of Congress's intent when
tion seven years later. 32

eventually removed 30 from the legislation ulti
the legislative history of the 1988 dilution leg
dustbin of history because it provides valuable
it enacted substantially similar dilution legisla

C. The Federal Trademark Dilution Act of 1995
In 1995, Congress passed and President Clinton signed the Federal Trade
mark Dilution Act. The FTDA consisted almost entirely of the dilution legislation
rejected seven years earlier, with few revisions. It created a federal cause of action
for trademark dilution, 33 and included a federal registration defense-in the newly
created 43(c)(3) of the Lanham Act-that largely duplicated the language pro

posed in 1988. It read:
The ownership by a person of a valid registration. .. shall be a complete bar to
an action against that person, with respect to that mark, that is brought by another

29

USTA Report, supra note 9, at 455, 455 n.134. The Commission noted that the concept of dilution
in the United States had historically focused on "the gradual whittling away or dispersion of the
identity and hold upon the public mind of [a] mark or name by its use upon noncompeting goods."
Id. at 453 n.132 (quoting Schechter, supra note 13, at 825). During Senate hearings, legislators
were urged to amend the legislation to include injury to business reputation (i.e., tarnishment) in
the definition of dilution, but declined to do so. See Hearing on S. 1883, supra note 24 (statement
of Michael A. Grow, Law Firm of Ward, Lazarus & Grow, Washington, D.C.). Congress also de
clined to follow the USTA's recommendation that Congress add a separate statutory provision in
43(a) of the Lanham Act to address tarnishment and disparagement. See USTA Report, supra
note 9, at 426-27, 434 (setting forth recommendations).

30

The Senate approved the proposed dilution legislation on May 13, 1988, but the House removed
the dilution provisions, including the federal registration defense, from the Senate bill. See H.R.
REP. No. 100-1028, at 2 (1988), available at http://www.ipmall.info/hosted_resources/ li
pa/trademarks/PreLanhamAct_080_AReport_07.htm (last visited Sept. 12, 2010); S. REP. No.
100-515 (1988); 134 CONG. REC. S5864 (daily ed. May 13, 1988), 134 CONG. REC. S 5864, at
*5867 (LEXIS); Bill Summary & Status, THE LIBRARY OF CONGRESS, http://thomas.loc.gov/cgi

31
32

bin/bdquery/z?dl00: HR05372:@@@L&summ2=m& (last visited Sept. 12, 2010) (detailing the
legislative history of H.R. 5372).
Trademark Law Revision Act of 1988, Pub. L. No. 100-667, Title I, 118, 102 Stat. 3935 (1988),
(codified as amended at 15 U.S.C. 1068 (1988)).
See, e.g., Moseley v. V Secret Catalogue, Inc., 537 U.S. 418, 430-31 (2003) (discussing the histo
ry of the 1988 dilution legislation as part of its analysis of the meaning of the dilution legislation
enacted in 1995).

3

Lanham Act

43(c), 15 U.S.C.

1125(c) (2006) (codified as amended).
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person under the common law or a statute of a State and that seeks to prevent di
lution of the distinctiveness of a mark .... 34

The federal registration defense in the FTDA was limited in the same two respects
as it had been in the 1988 legislation. 35 It barred dilution claims based on state law
but not federal law, and it barred claims for dilution by blurring but not dilution by
tarnishment.
D. The Trademark Dilution Revision Act of 2006
A decade after the FTDA was enacted, the TDRA was introduced in Con
gress.36 The primary purpose of the TDRA was understood to be replacing the "ac
tual dilution" standard applied by the U.S. Supreme Court3 7 under the FTDA with a
"likelihood of dilution" standard. 38 But, as part of the TDRA, Congress also sought
to expand the scope of the federal registration defense.
The TDRA draft legislation proposed to replace the federal registration de
fense in 43(c)(3) of the Lanham Act 39 with an amended provision in newly
created 43(c)(6) of the Lanham Act. 40 As originally introduced in the U.S. House
of Representatives, the proposed revision in 43(c)(6) read:
The ownership by a person of a valid registration. . . shall be a complete bar to
an action against that person, with respect to that mark, that is brought by another
person under the common law or a statute of a State and that seeks to prevent di
lution by blurring or dilution by tarnishment, or that asserts any claim of actual
or likely damage or harm to the distinctiveness or reputation of a mark.....

The proposed amendment expanded the federal registration defense to include all
types of dilution claims under state law. First, it replaced the FTDA's language
barring only claims for "dilution of the distinctiveness of a mark" (i.e., dilution by
blurring) with broader language specifically barring claims for "dilution by blurring

34

3

Federal Trademark Dilution Act of 1995, Pub. L. No. 104-98, 109 Stat. 985 (1996) (current ver
sion at 15 U.S.C. 1125 (2006)).
See supra notes 24-26, 29 and accompanying text (detailing the limitations in the 1988 legisla
tion).

36

H.R. REP. No. 109-23 (2005), reprintedin 2006 U.S.C.C.A.N. 1091.

37

See Moseley, 537 U.S. at 432-33 (holding that the text of the FTDA "unambiguously requires a

38

See 4 J. THOMAS MCCARTHY, MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITION

showing of actual dilution, rather than a likelihood of dilution").
24:101

(4th ed. 2009) ("One of the key reasons for the 2006 revisions to the FTDA was to replace the ac
tual dilution requirement with a softened requirement that only a 'likelihood of dilution' need be
proven.") (citing HOUSE JUDICIARY COMMITTEE REPORT, H.R. 109-23 on H.R. 683, 109th Cong.

40

1st. Sess., at 5 (2006)).
Federal Trademark Dilution Act of 1995, Pub. L. No. 104-98, 109 Stat. 985 (1996) (current ver
sion at 15 U.S.C. 1125(c)(3) (2006)).
15 U.S.C. 1125(c)(6) (2006).

41

H.R. 683, 109th Cong.

39

2 (2005).
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or dilution by tarnishment."42 Second, it included even broader, more general lan
guage barring "any claim of actual or likely damage or harm to the distinctiveness
or reputation of a mark." 43 This language served as a catch-all provision barring
any state law claim-even if identified by a different name-that is the substantive
equivalent of a claim for dilution by blurring (injury to the distinctiveness of a
mark) or dilution by tarnishment (injury to the reputation of a mark).44 The
amendment thus reflected Congress' attempt to expand the federal registration de
fense to bar all dilution-type claims under state law.
Importantly, the proposed legislation was not intended to expand the federal
registration defense to include dilution claims based on federal law. 45 The amend
ment limited the federal registration defense to dilution claims based on state law.
Its language indicated that the bar on dilution claims encompassed only claims
"brought . . . under the common law or a statute of a State."4 6 Testimony during
congressional hearings confirmed this understanding. The president of INTA 4 7 tes
tified: "A valid federal registration should ... be a complete bar to a state dilution
claim. This is the current law under the FTDA and it would remain unchanged by
H.R. 683."48 This interpretation is consistent with the legislative history of the fed
eral registration defense proposed in 1988 and adopted in 1995, both of which
barred only state dilution claims. 49 It is also consistent with ejusdem generis, the
canon of statutory construction which dictates that the proposed amendment be
read as barring only state law claims. 50

42

See id. (emphasis added); see also supra note 29 and accompanying text (noting that the FTDA
made ownership of a federal registration a complete bar to claims for dilution by blurring, but not
claims for dilution by tarnishment).

43

H.R. 683, 109th Cong.

44

Id. (defining "dilution by blurring" as an association "that impairs the distinctiveness" of a famous
mark, and defining "dilution by tarnishment" as an association "that harms the reputation" of a
famous mark).

45

See 4 MCCARTHY, supra note 38, 24:101 ("The intent was that federal registration was to be no
defense to a charge of dilution under the [TDRA].") (emphasis added).

46

H.R. 683, 109th Cong.

47
48

See supranote 8 (explaining that the USTA changed its name to INTA in 1993).

49

See supra Parts II.B.-C.
See BLACK'S LAW DICTIONARY 594 (9th ed. 2009) (defining ejusdem generis as a "canon of con
struction holding that when a general word or phrase follows a list of specifics, the general word
or phrase will be interpreted to include only items of the same class as those listed."). As applied
to the originally drafted House version of the TDRA, ejusdem generis dictates that the broader,
more general language referring to "any claim of actual or likely damage or harm to the distinc-

50

2 (2005).

2 (2005).

Trademark Dilution Revision Act of 2006: Hearing on H.R. 683 Before the Subcommittee on
Courts, the Internet, and Intellectual Property of the House, Committee of the Judiciary, 109th
Cong. 17 (2005) (testimony of Anne Gundelfinger, President of INTA); see also 4 MCCARTHY,
supra note 38, 24:101 (relying on Gundelfinger's testimony as evidence of the legislative intent
behind the TDRA because INTA was the "drafter and primary sponsor" of the legislation) (cita
tion omitted).
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On April 19, 2005, the House approved the legislation and sent it to the Se
nate. 51 In the Senate, however, 43(c)(6) suffered a damaging revision, apparently
the unintended and unwitting result of a drafting error. The Senate Judiciary
Committee adopted a substitute bill as an amendment to the House bill.52 In an ap
parent attempt to clarify the scope of the federal registration defense, the Senate
version of the bill reorganized 43(c)(6) by breaking it into two subsections. It
read:
The ownership by a person of a valid registration ... shall be a complete bar to
an action against that person, with respect to that mark, that

(A)
(i) is brought by another person under the common law or a statute of a State;
and
(ii) seeks to prevent dilution by blurring or dilution by tarnishment; or
(B) asserts any claim of actual or likely damage or harm to the distinctiveness or
reputation of a mark ....

The Senate bill made virtually no change to the wording in the statute. But by
reorganizing the language of the statute as it did, the Senate version drastically
changed the scope of the federal registration defense. As amended, it made owner
ship of a federal registration a complete bar to two separate, independent categories
of claims:
[Subsection (A)]
Any claim that (i) is brought by another person under the
common law or a statute of a State; and (ii) seeks to prevent dilution by blurring
or dilution by tarnishment;

or
[Subsection (B)] Any claim that asserts any claim of actual or likely damage or
harm to the distinctiveness or reputation of a mark.

On its face, subsection (A) bars only claims brought under state law. But
subsection (B) does not contain a similar limitation. Subsection (B) bars any claim
of actual or likely harm to the distinctiveness or reputation of a mark, whether
brought under state or federal law. Thus, unlike the House's version of the bill that

tiveness or reputation of a mark" should be interpreted as including only state law claims of the
sort specifically listed immediately before it (i.e., claims brought under state law that seek to pre
vent dilution by blurring or dilution by tarnishment).
51

See

52

bin/bdquery/z?d109:HR00683:@@@L&summ2=m& [hereinafter H.R. 683 History] (last visited
Sep. 12, 2010) (detailing the legislative history of H.R. 683).
Id

Bill

Summary

&

Status,

THE

LIBRARY

53

H.R. 683, 109th Cong. (as reported by S. Comm. on the Judiciary, Feb. 27, 2006), available at

OF

CONGRESS,

http://thomas.loc.gov/cgi

http://frwebgate.access.gpo.gov/cgi-bin/getdoc.cgi?dbname=109_congbills

&docid=f:h683rs.txt.pdf.
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merely barred a broader range of state law claims, the Senate's version barred all
dilution claims (i.e., all claims for "actual or likely damage or harm to the distinc
tiveness or reputation of a mark") brought under state or federal law.54 Unfortu
nately, the Senate's version of the bill was ultimately enacted as the TDRA of

2006.55
Disturbingly, nothing in the TDRA's legislative history indicates the reason
for the Senate's revision to the federal registration defense. 56 There is no evidence
that the members of Congress were aware of the substantive change to the federal
registration defense in the Senate's version, let alone that they intended to make it.
The Senate Judiciary Committee adopted the Senate's substitute bill, and both the
Senate and the House approved the Senate bill without any testimony, discussion,
or written report explaining the change to the federal registration defense in

43(c)(6) of the Lanham Act. 57
III. The Present: The Federal Registration Defense from 2006 to Present
The historical evidence surveyed in Part II leaves little doubt that Congress
did not intend to bar federal dilution claims when it amended the federal registra
tion defense in 2006. Rather, the legislative history and statutory language of the
legislation proposed in 1988, enacted in 1995, and amended in 2006 indicate that
the bar on federal dilution claims in 43(c)(6) of the TDRA was the unintended re
sult of a simple drafting error. 58

54

See 4 MCCARTHY, supra note 38,
24:101, 24:129 (noting that the text of the statute can be
viewed as barring dilution claims under both state and federal law).

5

See Trademark Dilution Revision Act of 2006, Pub. L. No. 109-312, 120 Stat. 1730 (2006) (codi

56

fied as amended in scattered sections of 15 U.S.C.); see also H.R. 683 History, supra note 51 (not
ing that the House passed the Senate version).
See 4 MCCARTHY, supra note 38, 24:101 ("The 2006 TDRA must largely speak from the text of
the statute itself. There is very little legislative history.").

57

See 152 CONG. REc. S1504 (daily ed. Feb. 27, 2006) (omitting any discussion of the change); 152
CONG. REC. S1921-23 (daily ed. Mar. 8, 2006) (same); 152 CONG. REc. H6963-65 (daily ed. Sep.
25, 2006) (same); H.R. 683 History, supra note 51 (same).

58

The only other commentators to address the drafting error in 43(c)(6) in the academic literature
have reached the same conclusion, with little discussion. See 4 MCCARTHY, supra note 38,

24:129, 24-400 to 24-401 (citations omitted):
The original 1996 FTDA provided a federal registrant a defense only to claims
under state, not federal, antidilution law. The 2006 revision was intended to con
tinue the same defense. However, due to the awkward wording and arrangement
of the statute, it could be viewed as broader in scope. That is, the word "or" fol

lowing

43(c)(6)(A)(ii)

could be read to mean that the paragraph of

43(c)(6)(B) stands as an independent defense for a federal registrant as against
a claim that "asserts any claim of actual or likely damage or harm to the distinc
tiveness or reputation of a mark, label, or form of advertisement." This could in
clude both state and federal antidilution claims.
Stacey L. Dogan & Mark A. Lemley, Symposium Review: The Trademark Use Requirement in
Dilution Cases, 24 SANTA CLARA COMPUTER & HIGH TECH. L.J. 541, 548-49 & n.42 (2007) (cita
tions omitted):
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To date, the impact of the drafting error in 43(c)(6) has been mercifully
slight. In the four years since the TDRA was enacted, neither the courts nor the
PTO have addressed the issue because litigants have failed to assert the defense
even in the limited situations where it was available. The PTO's rules continue to
allow parties to assert federal dilution claims as a basis for cancelling federal
trademark registrations, 59 even though the language in 43(c)(6)(B) bars such
claims. Both the PTO and the courts have permitted litigants to continue asserting
federal dilution claims against owners of federal registrations, apparently because
registrants have failed to assert 43(c)(6)(B) as a defense to such claims,60 which
may in part be due to the relative lack of attention given to the drafting error in
43(c)(6) in scholarly and practitioner publications. 6 1
43(c)(6) did not address whether
The only reported decision applying
43(c)(6)(B) bars federal dilution claims. In Jada Toys, Inc. v. Mattel, Inc., Mattel
asserted claims against Jada Toys for both dilution and infringement under state
and federal law. 62 Based on these claims, Mattel also sought cancellation of Jada's

[The TDRA] may have substantially expanded the preemption of state and per
haps even federal laws by expanding a defense for the owners of registered
marks, though it is not clear Congress intended this result.. . . While the plain
language of this provision would appear to bar all federal dilution claims against
owners of registered marks, the language almost certainly resulted from a draft
ing error. . . . The apparent preemption of all claims (federal and state) appeared
later [in the Senate version], and presumably inadvertently, as a result of the re
organization of the section.
59

See U.S. PATENT & TRADEMARK OFFICE, TRADEMARK TRIAL AND APPEAL BOARD MANUAL OF

PROCEDURE
60

303.01

(2d

ed.,

Rev.

1,

2004)

[hereinafter

TBMP],

available

at

(including damage by dilution under 43(c) as
http://www.uspto.gov/web/offices/dcom/ttab/tbmp/
a valid ground to "oppose or petition to cancel").
For examples of court cases, see Argus Research Group, Inc. v. Argus Media, Inc., 562 F. Supp.

2d 260, 266, 281-82 (D. Conn. 2008) (analyzing plaintiff's federal dilution claim against defen
dant's use of its mark ENERGY ARGUS, without discussing defendant's ownership of federal
registrations for the marks as a defense under 43(c)(6)) and Pan Am. World Airways, Inc. v.

Flight 001, Inc., No. 06 Civ. 14442, 2007 U.S. Dist. Lexis 51012, at *53-56 (S.D.N.Y.

July 13,

2007) (analyzing plaintiff's likelihood of success on its federal dilution claim based on defen
dant's use of its mark FLIGHT 001, without discussing defendant's ownership of federal registra
tions for the mark as a defense under 43(c)(6)).
For examples of cases before the PTO's Trademark Trial and Appeal Board (TTAB), see Outdoor

Kids, Inc. v. Parris Mfg. Co., Inc., Cancellation Nos. 92045687 and 92046943, 2009 TTAB
LEXIS 75, at *1-2, 31-32 (T.T.A.B. Mar. 9, 2009) (stating that "Section 14 [of the Lanham Act]
provides that dilution by blurring or by tarnishment under Section 1125(c) is a basis for bringing a
cancellation action," but denying petition to cancel federal registration on the ground that peti

tioner failed to prove that its mark was famous), aff'd, 2010 U.S. App. LEXIS 14092 (Fed. Cir.
July 9, 2010); Asics Corp. v. Chase Ergonomics Inc., Cancellation No. 92043354, 2006 TTAB
LEXIS 488, at *2-5 (T.T.A.B. Dec. 15, 2006) (denying federal registrant's motion for summary
61

judgment on petitioner's claim for cancellation based on dilution).
The drafting error garnered little more than a footnote in the academic literature. See supra note
58 (discussing the lack of attention).

62

Jada Toys, Inc. v. Mattel, Inc., 518 F.3d 628, 632-34 (9th Cir. 2008). The Ninth Circuit's deci
sion applying

43(c)(6) of the TDRA was an amended version of its earlier opinion applying its
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registration under 14 of the Lanham Act. 63 Jada moved to dismiss Mattel's state
dilution claim under 43(c)(6) on the ground that Jada owned a federal registration
for its mark. Jada did not assert its federal registration as a defense to Mattel's fed
eral dilution claim because the TDRA was not yet enacted. The trial court never
reached the merits of Jada's federal registration defense to Mattel's state dilution
claim because it held that the dissimilarity in the parties' marks precluded a finding
of infringement or dilution. 64
On appeal, the U.S. Court of Appeals for the Ninth Circuit affirmed the trial
court's holding in an initial opinion applying the FTDA, 6 5 and again in an amended
opinion applying the TDRA. 66 In both opinions, the Ninth Circuit reasoned that
Mattel's claim to cancel Jada's registration under 14, if successful, would elimi
nate Jada's federal registration defense to Mattel's state dilution claim.6 7 But the
court did not address whether the TDRA barred Mattel from asserting a federal di
lution claim as a basis for cancelling Jada's registration. It did not specify which of
Mattel's federal claims-infringement or dilution-provided a basis for cancelling
Jada's registration. It did not explicitly hold that Mattel could assert a federal dilu
tion claim as a basis for cancelling Jada's registration, nor is such a holding implicit
in the court's decision because Mattel's infringement claim provided an indepen
dent basis for cancellation. The court simply did not address the extent to which

43(c)(6)(B) bars federal dilution claims.
Despite its seemingly limited impact, however, the drafting error in 43(c)(6)
is far from harmless. By making federal registration a complete defense to federal
dilution claims, 43(c)(6) already creates conflicts with PTO procedures and
14
and 24 of the Lanham Act, which allow parties to assert dilution claims as a basis

statutory predecessor,
63

43(c)(3) of the FTDA. See Jada Toys Inc. v. Mattel Inc., 496 F.3d 974

(9th Cir. 2007) amended and superseded by 518 F.3d 628 (9th Cir. 2008).
See Jada Toys, 518 F.3d at 634-35 & n.4 (citing Lanham Act 14, 15 U.S.C.

1064 (2006)).

Section 14 states that a petition to cancel a registration on the principal register may be filed "by
any person who believes that he is or will be damaged, including as a result of a likelihood of di
lution by blurring or dilution by tarnishment under section 1125(c) of this title [ 43(c)(6) of the
Lanham Act], by the registration of a mark on the principal register." This includes both a claim
that a mark is likely to cause confusion and a claim that a mark is likely to cause dilution. See

Lanham Act 43(a)(1)(A), 15 U.S.C. 1125(a)(1)(A) (2006) (prohibiting use of a mark that is
"likely to cause confusion"); Lanham Act 43(c)(1), 15 U.S.C. 1125(c)(1) (2006) (prohibiting
use of a mark that is "likely to cause dilution by blurring or dilution by tarnishment"); TBMP, su
pra note 59, 307.02 (stating that 14 claims can be based on likelihood of confusion and/or di
lution).
64
65

66
67

Jada Toys, Inc. v. Mattel, Inc., No. 2:04-cv-02755-RGK-FMO, 4 (C.D. Cal. Mar. 28, 2005).
Jada Toys, 496 F.3d at 981 & n.4 (applying Lanham Act 43(c)(3), 15 U.S.C. 1125(c)(3)
(1994)).
Jada Toys, 518 F.3d at 634 n.2.
Jada Toys, 518 F.3d at 634-36 (discussing Mattel's dilution claim); Jada Toys, 496 F.3d at 980
82 (same).
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for cancelling existing federal registrations. 68 These conflicts pose an inherent risk
to the uniformity and certainty of federal trademark law and practice.
The drafting error in 43(c)(6) also poses a very real threat to the protection
of famous marks. Within a year after the TDRA was enacted, the federal registra
tion defense in 43(c)(6) threatened the protection of one of the most famous retail

clothing marks in the United States. In January 2006, WP IP LLC (WP) filed an
intent-to-use application to register the mark GP KIDS for home products. 69 Its ap
plication passed the PTO's ex parte examination and was published for opposition
in August 2006.70 Gap Apparel LLC (Gap)-owner of the federally registered and
famous mark GAP for clothing apparel and home products7 1-requested and re
ceived an extension of time to oppose WP's application. 72 But Gap failed to file its

68

Section 14 of the Lanham Act permits a party to petition to cancel a registration on the Principal
Register, and 24 of the Lanham Act permits a party to petition to cancel a registration on the

14, 24, 15 U.S.C.
1064, 1092 (2006). Both sec
Supplemental Register. See Lanham Act
tions permit such petitions to be based on the party's assertion that the registered mark is likely to
cause dilution of the party's mark in violation of

43(c) of the Lanham Act.

See Lanham Act

1064, 1092 (2006) (citing Lanham Act 43(c), 15 U.S.C. 1125(c)
14, 24, 15 U.S.C.
(2006)). The PTO's procedures follow this approach. See TBMP, supra note 59, 303.01 (per
mitting petitions to cancel existing federal registrations based on claims for dilution under
of the Lanham Act).
69

43(c)

U.S. Trademark Application Serial No. 78,788,349 (filed Jan. 10, 2006). The application covered
decorative pillows, tumblers, soap dishes, toothbrush holders, wastebaskets, bed sheets, pillow
cases, comforters, bedspreads, quilts, pillow shams, dust ruffles, bed skirts, duvet covers, bath to
wels, wash cloths, and shower curtains. Id.

70

Id.

71

Gap owns several federal registrations for a family of GAP-formative marks.

E.g., THE GAP,

Registration No. 0,944,941; BABY GAP, Registration No. 1,675,154; GAP ATHLETIC, Regis
tration No. 1,950,476; GAP OUTLET, Registration No. 2,020,323, GAP BODY, Registration No.
2,356,121; GAP SCENTS, Registration No. 2,006,270; GAP SILVER, Registration No.
3,535,001; GAP.COM, Registration No.-2,540,610; GAP SELECT, Registration No. 3,105,229;
and GAP KIDS, Registration No. 1,416,059. The TTAB has held that Gap's mark GAP is famous
for dilution purposes. See Gap (Apparel) LLC v. Gap One Enters. LLC, Opposition No.
91172505, 2008 TTAB LEXIS 621, at *16 (T.T.A.B. July 28, 2008) ("In view of the foregoing,
[Gap] has established that its GAP trademarks are famous and thus entitled to a broad scope of
protection.").
72

See File History for U.S. Trademark Application Serial No. 78,788,349 (filed Jan. 10, 2006),
available at http://tarr.uspto.gov/servlet/tarr?regser=serial&entry=78788349 (last visited Nov. 13,
2010) (noting that "Extension Of Time To Oppose Received" on Sept. 20, 2006); Gap's First 30
Day Request for Extension of Time to Oppose, U.S. Trademark Serial Application No.
78,788,349 (filed Sep. 20, 2006), available at http://ttabvue.uspto.gov/ttabvue/v?pno=78788349
&pty=EXT&eno=1 (last visited Nov. 13, 2010) (requesting extension of time to oppose); TTAB's
Grant of Extension of Time to Oppose, U.S. Trademark Serial Application No. 78,788,349 (filed
at
2006),
available
Sept.
20,
http://ttabvue.uspto.gov/ttabvue/v?pno=78788349&pty=EXT&eno=2 (last visited Nov. 13, 2010)
(noting that the extension of time was granted). Gap's request for extension of time did not speci
fy the nature of its opposition, but there are some likely possibilities: Gap may have believed that
WP's mark would dilute its famous GAP mark or infringe its GAP KIDS mark.
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opposition before the deadline. 73 As a result, WP's application was allowed for
registration,7 4 and WP was free to begin using the GP KIDS mark with immunity
under 43(c)(6) for any dilution it might cause to the famous GAP mark. In the
end, Gap was fortunate because WP never used its mark and abandoned its applica
tion.75 Owners of famous marks may not always be so lucky.
IV. The Future: Amending the Federal Registration Defense in

43(c)(6)

The legislative history and policy rationales for the federal registration de
fense suggest that Congress intended to draft 43(c)(6) as reflected below:

The ownership by a person of a valid
The ownership by a person of a valid
registration ... shall be a complete bar to registration... shall be a complete bar
to an action against that person, with re
an action against that person, with re
spect to that mark, that
spect to that mark, that

(A)
(i) is brought by another person
under the common law or a sta
tute of a State; and
(ii) seeks to prevent dilution by
blurring or dilution by tarnish
ment; or
(B) asserts any claim of actual or
likely damage or harm to the distinc
tiveness or reputation of a mark ...
76

(A) is brought by another person
under the common law or a statute
of a State; and
(B)
(i) seeks to prevent dilution by
blurring or dilution by tarnish
ment; or
(ii) asserts any claim of actual or
likely damage or harm to the dis
tinctiveness or reputation of a
mark....

73

See File History for U.S. Trademark Application Serial No. 78,788,349 (filed Jan. 10, 2006),
available at http://tarr.uspto.gov/servlet/tarr?regser=serial&entry=78788349 (last visited Nov. 13,
2010) (noting that "Extension Of Time To Oppose Process - Terminated" on Dec. 4, 2006).

74

See id. (noting that a notice of allowance was issued).

75

See id. (noting that the application was abandoned). Gap was also lucky because it still could
have asserted a claim against WP for infringement of its GAP KIDS mark, even though the PTO's
examining attorney found no likelihood of confusion between the parties' marks. See Office Ac
tion, U.S. Trademark Application Serial No. 78,788,349 (filed May 9, 2006) ("The examining at
torney has searched the Office records and has found no similar registered or pending mark which
would bar registration under Trademark Act Section 2(d), 15 U.S.C. 1052(d). TMEP 704.02.").
It is unclear if WP's decision was the result of a settlement agreement with Gap, fear of litigation,
or other business factors.

76

15 U.S.C.

1125(c)(6) (2006).
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Drafted in the latter way, the federal registration defense would serve as a bar
only to state law dilution claims, as intended by Congress. As in the current sta
tute, subsection (B) would maintain the broad bar on all types of dilution claims,
including claims for dilution by blurring, dilution by tarnishment, and any other
claim for damage or harm to the distinctiveness or reputation of a mark. Unlike the
current statute, however, subsection (A) would limit the bar in subsection (B) to on
ly state law claims, thereby ensuring that the statute does not bar dilution claims
brought under federal law. There are compelling reasons for amending 43(c) as
reflected above.
A. Fidelity to Legislative History and Intent
From its inception, the federal registration defense was intended to be a bar
only to dilution claims based on state law, as reflected in the legislative history and
statutory language of the federal registration defense first proposed in 1988 and lat
er adopted in 1995. The legislative history of the TDRA suggests that Congress
had no intention of expanding the federal registration defense to bar dilution claims
based on federal law as well. 77 Yet this is precisely what the text of the current sta
tute does. The legislative history thus provides perhaps the most immediate and
compelling reason for amending the federal registration defense in 43(c)(6): to
reflect the intent of Congress.
By barring only state dilution claims, the amendment proposed above would
more accurately reflect Congress's intent in enacting the TDRA and more closely
follow the history and purpose of the federal registration defense in federal trade
mark law. The amendment would also be more consistent with Frank Schechter's
original conception of dilution. In his 1927 article introducing the concept of dilu
tion in the U.S., Schechter relied on German cases where owners of famous marks
asserted dilution claims as a basis for cancelling existing German trademark regis
trations. 78 As currently drafted, however, 43(c)(6) bars trademark owners from
asserting dilution claims as a basis for cancelling existing federal registrations. By
allowing such claims under federal law, the proposed amendment would bring fed
eral dilution law in line with Schechter's vision.
The proposed amendment is also consistent with the policy goals that the fed
eral registration defense was intended to serve. 79 The bar on federal dilution claims
does not provide registered marks with any additional protection from state laws,

77
78

79

See supraPart II.
See Schechter, supra note 13, at 831-33 ("Our conclusion that the preservation of the uniqueness
of a trademark should constitute the only rational basis for its protection is fortified by the doc
trine that has developed within recent years in German law on this same point."); see also supra
note 13 (noting that the origins of dilution law in the United States can be traced back to Schech
ter's article).

See supra notes 20 and 25 and accompanying text (listing the goals of the federal registration de
fense).
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and does not further the supremacy of the federal registration system over state
laws. Although it encourages federal registration of marks, it provides an even
stronger incentive for unscrupulous actors to register marks that dilute famous
marks in order to get immunity from liability for dilution. Once registered, those
marks can be used with impunity to exploit famous marks or to extort money from
the owners of famous marks in exchange for abandoning their registrations of the
diluting marks, refraining from using-or licensing others to use-the marks, or
both. Worst of all, as discussed in the next section, the current statute threatens the
protection of famous marks-the ultimate goal of the federal dilution statute-by
limiting their owners' ability to police the use and registration of diluting marks.
The proposed amendment would cure these problems in the current statute and fur
ther these policy goals.
B. Greater Protection for Famous Marks
The drafting error in 43(c)(6) creates new and unintended risks to the pro
tection of famous marks. As discussed above, the current statute-by giving feder
al registrants immunity from liability for dilution-encourages unscrupulous actors
to register diluting marks in order to exploit famous marks or to extract money
from their owners. A registration for a diluting mark could even prevent registra
tion of a famous mark where the owner of the diluting mark actually beats the own
er of the famous mark in the race for federal registration. Testimony during con
gressional hearings on 43(c)(3) specifically highlighted this risk as a reason for
making federal registration a bar only to state law claims. 80
Current trademark law and practice make it less risky, less expensive, and
more feasible for unscrupulous actors to pursue such a strategy. First, federal law
and PTO procedures allow parties to file applications to register diluting marks
based on a mere intent to use a mark, 8 1 thereby eliminating the cost and risk of ac
tually using a diluting mark in commerce.
Second, the PTO's ex parte examination process is designed to identify and
reject applications for potentially infringing marks but not potentially diluting
marks, thereby making it more likely that applications for diluting marks will be
approved for registration. 82 Thus, a party can apply to register a diluting mark

80

81

See Hearing on S. 1883, supra note 24 (statement of Michael A. Grow) (discussing the risk that a
person could beat the owner of a "suddenly famous" mark in the race for federal registration,
which-if federal registration were a defense to federal dilution claims-would prevent the owner

of the famous mark from attacking the registration based on dilution).
See Lanham Act 1(b), 15 U.S.C. 1051(b) (2006) (allowing applications for federal registration
of marks based on a bona fide intention to use the marks in interstate commerce); 37 C.F.R.

2.34(a)(2) (2009) (PTO Rules of Practice in Trademark Cases) (same).
82

Apart from ensuring that applications comply with PTO filing requirements, the PTO's examining

attorneys review applications only to determine if applied-for marks are likely to cause confusion
with other marks that are the subject of existing federal registrations or pending applications. See
TBMP, supra 59, 702.03(b) (requiring PTO examining attorneys to review use-based applica-
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such as DUPONT for shoes, BUICK for aspirin, or KODAK for pianos83 --without
committing any resources or exposing itself to liability by using the mark. The dif
ferences in the goods associated with the diluting mark and the famous mark-e.g.,
BUICK cars versus BUICK aspirin, KODAK cameras versus KODAK pianos
make it more likely that the PTO will find no likelihood of confusion between the
marks and will approve the diluting mark for registration.
The TDRA gives owners of famous marks limited time and opportunity to
prevent the registration of diluting marks. Trademark owners must continuously
monitor the PTO's Official Gazette for marks that may be likely to dilute their
famous marks. 84 When an application for a potentially diluting mark is published,
the owner of the famous mark must file an opposition to the application within 30
days, or request additional extensions of time to do so (up to 180 days from the date
of publication). 85 If the owner of the famous mark fails to file an opposition by the
deadline, 86 the application will proceed to registration and the owner of the famous
mark will have lost its only opportunity to prevent the applicant from getting a reg
istration for its mark, and with it a defense to all dilution claims.

tions for likelihood of confusion with other marks); Id.

1102.01 (requiring PTO examining at

torneys to review intent-to-use applications for likelihood of confusion with other marks). The
PTO's examining attorneys do not review applications to determine if the applied-for mark is like
ly to cause dilution of a famous mark, even if the applied-for mark is similar or identical to a mark
that a court or the TTAB has previously found to be famous. As a result, marks that proceed to
registration are less likely to be cancelled based on infringement than on dilution because the
marks have already been screened by the PTO for likelihood of confusion (i.e., infringement).
83

84

See Moseley v. V Secret Catalogue, Inc., 537 U.S. 418, 431 (2003) (discussing Congress's use of
DUPONT shoes, BUICK aspirin, and KODAK pianos as examples of dilution that would be ac
tionable under the FTDA) (citing H.R. REP. No. 104-374, at 3 (1995); 141 CONG. REc. 38559-61
(daily ed. Jan. 11, 1995)).
After the PTO's examining attorney finds that an application is entitled to registration, notice of
the PTO's approval of the application is published in the weekly edition of the Official Gazette.

See Lanham Act

12, 15 U.S.C.

1062 (1995) (current version at 15 U.S.C.

1062 (2006). An

yone who believes that they will be damaged by registration of the applied-for mark can file a no

85

86

tice of opposition with the TTAB.
C.F.R. 2.101(b) (2009).
37 C.F.R. 2.102(c) (2009).

See Lanham Act

13(a), 15 U.S.C.

1063(a) (2006); 37

If an opposition is filed, the TTAB adjudicates the opposition in an inter partes administrative
proceeding similar to civil litigation in court. See generally TBMP, supra note 59, 102 (detail

ing the nature of TTAB proceedings). If an opposition is not filed or is filed but fails, the applica
tion proceeds to registration. See Lanham Act 13(b), 15 U.S.C. 1063(b) (2006). If the appli
cation was filed based on an intent to use the mark, the PTO will issue a "notice of allowance" for
registration but will not issue the actual registration until the applicant submits a "Statement to Al
lege Use" and accompanying evidence with the PTO demonstrating that it has begun using the

mark in commerce. See Lanham Act

1(d), 15 U.S.C.

1051(d) (2006) (describing the verified

statement that trademark is used in commerce); Lanham Act 13(b)(2), 15 U.S.C.
1063(b)(2)
(2006) (stating that a notice of allowance should be issued unless registration is successfully ap

pealed); TBMP, supra note 59,

901.02(b) (describing the process).

The applicant has six

months to file the statement of use and submit evidence of use to the PTO, but it can request addi
tional extensions of time to file the statement of use (up to three years from the date that the appli

cation was approved for registration). Lanham Act

1(d), 15 U.S.C.

1051(d) (2006).
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The TDRA also makes it less likely that trademark owners will be able to
successfully cancel the registration or prevent the use of a diluting mark once it has
been registered. Before the TDRA, users of diluting marks found little refuge in
federal trademark law. Owners of famous marks could challenge the registration
and use of marks at any time by asserting claims of dilution under federal law, even
after the diluting mark had been federally registered. 87 Under the TDRA, however,
trademark owners are less likely to be successful in cancelling the registration or
preventing the use of a diluting mark. The most effective tool, a claim for dilution,
88
is
is barred by 43(c)(6). The next most likely tool, a claim for infringement,
is
less likely to be successful against a mark that the PTO has already determined
89
A third
not likely to cause confusion with other marks on the federal register.
claim, that the diluting mark has become generic, provides a ground for cancelling
its registration, 90 but is rarely successful and could be taken as evidence that the
famous mark itself has become generic. 91 Barring evidence of a procedural defect
in the registration process, trademark owners lack other means of successfully at
tacking the registration and use of federally registered diluting marks. The only
remaining option for owners of famous marks is to pay the registrant of a diluting
mark to abandon its registration and use of the diluting mark. As noted above,
however, this strategy-even if effective-creates a strong incentive for even more
92
unscrupulous actors to register even more diluting marks.

87

88

See Lanham Act

43(c), 15 U.S.C.

43(A)(1)(a), 15 U.S.C.
89

1125(c) (1995) (current version at 15 U.S.C.

1125(c)

(2006)) (providing owners of famous trademarks with a civil cause of action for trademark dilu
14 and 24 of the Lanham Act
tion); see also supra note 68 and accompanying text (discussing
and PTO procedures allowing parties to assert dilution claims under federal law as a basis for can
celling existing federal registrations).
The Lanham Act defines trademark infringement as the use of a mark that is likely to cause confu
sion, mistake, or deception about the origin, sponsorship, or approval of a person's goods or about
Lanham Act
the person's affiliation, connection, or association with another person.

1125(A)(1)(a) (2006).

As explained above, the registration of a diluting mark reflects the PTO's determination that the
mark is not likely to cause confusion with (i.e., infringe) any mark on the Principal Register. See
supra note 82 and accompanying text (describing the review process). The ex parte determina
tions of the PTO's examining attorneys are not binding on courts or the TTAB, but some courts

90

give them weight. 6 McCARTHY, supra note 38, 32:95.
Lanham Act 14(3), 15 U.S.C. 1064(3) (2006).

91

To cause dilution, a diluting mark must be "identical or nearly identical" to the famous mark. See,

e.g., Thane Int'l, Inc. v. Trek Bicycle Corp., 305 F.3d 894, 906 (9th Cir. 2002) (citations omitted)
(applying the "identical or nearly identical" standard); Toro Co. v. ToroHead, Inc., 61 U.S.P.Q.2d
1164, 1183 (T.T.A.B. 2001) (citations omitted) (noting that marks need to be identical or substan
tially similar). If a diluting mark has become generic, it is highly likely that the famous mark it
92

allegedly dilutes has also become generic.
Consider, for example, how much the owners of famous marks like DUPONT, BUICK, and

KODAK might pay a party to abandon a federal registration for the mark DUPONT for shoes,
BUICK for aspirin, or KODAK for pianos-especially if it was the only way to cancel the regis
tration and prevent the use of the mark. See supra note 83 (noting Congress's use of DUPONT,

BUICK, and KODAK as examples).
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In the end, as the Gap example in Part III illustrates, the drafting error in
43(c)(6) has created significant risks to the protection of famous marks. While it
encourages the registration of federal marks, it also creates significant risks to the
protection of famous marks. The error effectively requires owners of famous
marks to continuously monitor PTO filings and oppose applications to register po
tentially diluting marks, or risk losing protection for their famous marks. The need
to police the PTO drives up the cost of protecting famous marks. In addition to po
licing the actual use of diluting marks in the marketplace, owners of famous marks
must now monitor filings and oppose applications to register marks that have not
even been used in commerce yet. Section 43(c)(6) also increases the risk and diffi
culty of protecting famous marks by creating potentially devastating consequences
for failing to prevent registration of a diluting mark. Because registration confers
immunity from liability for dilution, any error in opposing an application, no matter
how slight (in Gap's case, missing a filing deadline), may effectively forfeit a par
ty's ability to prevent the dilution of its famous mark. Given the limited tools
available to trademark owners to cancel the registration and prevent the use of a di
luting mark once it is registered, trademark owners may ultimately find themselves
forced to enter into costly agreements with unscrupulous actors to prevent the dilu
tion and protect the value of their famous marks.
C. Greater Uniformity in Federal Trademark Law and Practice
The proposed amendment would further Congress's overarching goal of
creating a uniform, harmonious federal trademark law. 93 Section 43(c)(6) ensures
the supremacy of federal law by preempting state laws that might interfere with the
federal registration and nationwide use of famous marks. But, as noted above, it
conflicts with other provisions in the Lanham Act that authorize parties to assert
federal dilution claims as a basis for canceling federal registrations. The amend
ment proposed above would resolve these conflicts by limiting the federal registra
tion defense to state law claims, ensuring the continued availability of federal dilu
tion claims as a basis for cancelling federal registrations under
14 and 24 of the
Lanham Act and PTO procedures based thereon. 94 It would also achieve greater
parity between federal claims for trademark infringement and trademark dilution by

93

See, e.g., Ringling Bros.-Barnum & Bailey Combined Shows, Inc. v. Utah Div. of Travel Dev.,
170 F.3d 449, 455 (4th Cir. 1999) (taking notice of the suggestion that "a state cause of action for
dilution might interfere with the federal policy of uniform, national trademark protection imple
mented under the Lanham Act" (citation omitted)); Transgo, Inc. v. AJAC Transmission Parts

Corp., 768 F.2d 1001, 1025 (9th Cir. 1985) (recognizing the "congressional purpose of uniformity
and simplicity in trademark laws"); Rickard v. Auto Publisher, Inc., 735 F.2d 450, 457 (11th Cir.
1984) ("[W]e guide ourselves generally by the purposes of the Lanham Act and the intent of Con
gress in enacting it. As a general rule, the cardinal purpose, intent or purport of the whole act
94

shall control, and all parts shall be interpreted as subsidiary and harmonious." (citation omitted)).
See supranote 68 and accompanying text (discussing the process).
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ensuring that both claims can be asserted against the owners of even federally reg
istered marks.
The amendment would also ensure greater uniformity among courts when ap
plying 43(c)(6). Courts guided by the plain language of the statute are likely to
interpret it as barring claims for dilution under federal law. But courts guided by
the legislative history of the statute may be tempted to apply the defense only to
state dilution claims. The resulting split of authority would undermine the unifor
mity of trademark law and practice unless and until Congress or the U.S. Supreme
Court intervenes. If Congress acts now to fix its own drafting error, it will provide
a more effective and permanent means of unifying federal trademark law and prac
tice than relying on the courts to attempt to reconcile the conflicts in the current sta
tute.
D. The Prophylactic Value of Proactive Legislation
The history of the FTDA provides an example of the risks inherent in a sta
tute whose intended meaning differs from the plain meaning of its text, and by ex
tension an argument for the prophylactic value of proactive legislation to fix such
drafting errors.
When it was enacted in 1995, the FTDA prohibited the use of a mark that
"causes dilution" of a famous mark. 95 Congress intended to create a statute prohi
biting the use of a mark that is "likely to cause dilution." 9 6 But, as a result of
"sloppy drafting," 97 the actual language of the FTDA required proof that a mark
"causes dilution." 98 When asked to apply that provision, some courts interpreted
the plain meaning of the statute's text to require proof of actual dilution, while oth
ers interpreted the legislative history of the statute to require proof of only a like

9s
96

15 U.S.C.

1125(c)(1) (1995) (current version at 15 U.S.C.

1125(c)(1) (2006).

See Oversight Hearing on the Federal Trademark Dilution Act Before the H. Subcomm. on
Courts, the Internet, andIntellectualProperty, 107th Cong. (Feb. 14, 2002) (statement of Kathryn
Park, INTA Executive Vice President), available at http://www.inta.org/index.php?op

tion=com_content&task=view&id=557&Itemid=152&getcontent=3

(last visited Sep. 12, 2010)

(testifying as to Congress's intent to adopt a "likelihood of dilution" standard in the FTDA); Sta
cey Dogan, What Is Dilution, Anyway?, 105 MICH. L. REV. FIRST IMPRESSIONS 103, 103 (2006),
("Congress al
available at http://www.michiganlawreview.org/articles/what-is-dilution-anyway
most certainly meant to adopt a 'likelihood of dilution' standard .... "); Matthew C. Oesterle, It's
As ClearAs Mud: A Call to Amend the Federal TrademarkDilution Act of 1995, 81 CHI.-KENT L.

97

REv. 235, 261-62 (2006) (discussing the "likelihood of dilution" standard in the USTA Report
that served as the basis for the FTDA).
Dogan, supra note 96, at 103 (explaining that the TDRA corrected "sloppy drafting" in the FTDA
by clarifying that the statute requires only proof that a mark is "likely to cause dilution," in re

98

sponse to court rulings interpreting the FTDA as requiring proof of "actual dilution").
Id. ("[T]he 2006 revisions correct [Congress's] sloppy drafting.... Congress had good reason to
correct its drafting error and restore a likelihood of dilution standard to the FTDA."); see also
Oesterle, supra note 96, at 260 (concluding that Congress's use of the phrase "causes dilution"
was "the result of poor drafting").
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lihood of dilution.9 9 In Moseley v. V Secret Catalogue, the U.S. Supreme Court re
solved the split of judicial authority by holding that the text of the statute "unambi
guously requires a showing of actual dilution, rather than a likelihood of dilu
tion." 100 The Supreme Court's decision finally prompted Congress to pass the
TDRA in 2006-a decade after the FTDA's enactment-to correct the sloppy
drafting in the FTDA and adopt statutory language clearly reflecting its intent to
prohibit the use of a mark that is "likely to cause dilution."10 ' For a decade prior,
however, trademark owners were left to navigate an unpredictable landscape of le
gal protection under federal dilution law, which injected an unnecessary degree of
risk and uncertainty in the protection of famous marks. The TDRA increased the
level of certainty and predictability in federal dilution law, but it did nothing to off
set or recoup the increased costs for trademark owners, their competitors, and con
sumers of operating for a decade in an uncertain legal environment.
The handling of the "sloppy drafting" in the FTDA by Congress and the
courts serves as both a cautionary tale and an instructive example for dealing with
the drafting error in 43(c)(6). It teaches us not to underestimate or ignore such
drafting errors. Imprudent observers may dismiss the drafting error 43(c)(6) as
inconsequential or non-existent because it has not had an impact on trademark
practice in the four years since the TDRA was enacted. But it was not until two to
four years after the FTDA was enacted that the first cases emerged to challenge the
meaning of the "causes dilution" standard in the statute. 102 The federal registration
defense may be a less significant issue than the standard of proof in dilution cases
because it arises less frequently, but this also explains why the drafting error in the
federal registration defense has not emerged in court or PTO proceedings-at least
not yet.' 03 This does not mean that the issue will never arise, or that when it does
arise its impact will be insignificant.

99

See Oesterle, supra note 96, at 260-62 (discussing the split between courts interpreting the FTDA
to require proof of "likelihood of dilution" based on the legislative history of the Act and courts
interpreting the FTDA to require proof of "actual dilution" based on the plain meaning of the sta
tute's text).

100

Moseley v. V Secret Catalogue, Inc., 537 U.S. 418, 433 (2003).

101 See V Secret Catalogue, Inc. v. Moseley, 558 F. Supp. 2d 734, 737-39 (W.D. Ky. 2008) (recount
ing the split among courts over whether the FTDA required proof of actual dilution, the Supreme
Court's holding in Moseley that it does, and Congress's passage of the TDRA amending the

FTDA to adopt a "likelihood of dilution" standard).
102 See, e.g., Westchester Media Co. v. PRL USA Holdings, Inc., No. H-97-3278, 1999 U.S. Dist.
LEXIS 12369 (S.D. Tex. Aug. 4, 1999) (noting a defense that sought relief under anti-dilution sta
tute); Ringling Bros.-Barnum & Bailey Combined Shows, Inc. v. Utah Division of Travel Devel.,

955 F. Supp. 605 (E.D. Va. 1997) (noting that Ringling sought relief under the Lanham Act),
aff'd, 170 F.3d 449 (4thCir. 1999).
103 The relative absence of scholarly and practitioner articles discussing the drafting error in
43(c)(6) also helps to explain why litigants have not yet raised the issue in court or PTO pro
ceedings. See supra notes 58 and 60.

2011]

Beware the Scrivener's Error

191

The FTDA example also teaches us not to rely on courts and the PTO to fol
low the legislative intent of a statute and ignore the plain meaning of its text. Thus
far, the PTO seems to be pursuing this approach in an apparent attempt to reconcile
conflicting provisions in the Lanham Act and PTO procedures;10 4 and some may
argue that courts should do the same. They may even attempt to reconcile the text
of the statute and its legislative history-by arguing, for example, that subsection
(B)'s bar on claims for "damage or harm to the distinctiveness or reputation of a
mark" does not expressly include claims for "dilution by blurring" and "dilution by
tarnishment" under federal law, and should not be interpreted as such. But the sta
tute expressly defines "dilution by blurring" as an association that "impairs the dis
tinctiveness" of a mark, and defines "dilution by tarnishment" as an association that
"harms the reputation" of a mark. 105 As such, there is no question that subsection
(B)'s bar on claims for injury to "the distinctiveness or reputation of a mark" in
cludes any claim for dilution by blurring or dilution by tarnishment, under state or
federal law. Like the unsuccessful efforts to reconcile the FTDA's "causes dilu
tion" language with its legislative history in Moseley, attempts to reconcile the
TDRA's unambiguous text with its conflicting legislative history are doomed to
fail. Reliance on courts to correct the drafting error is sorely misplaced. Justice
Kennedy's statement for a unanimous U.S. Supreme Court in Lamie v. U.S. Trus
tee, quoted at the outset of this article,106 is a stern reminder that courts will not res
cue Congress from its drafting errors. It therefore falls to Congress to fix its own
errors.
Finally, the FTDA example teaches us that an ounce of prevention is worth a
pound of cure. Some may acknowledge the drafting error in 43(c)(6) but argue
against amending the statute until problems arise. But the decade-long effort to fix
the "sloppy drafting" in the FTDA teaches us that Congress should act to cure the
scrivener's error in 43(c)(6) before its risks become a reality for trademark own
ers.
V. Conclusion
As the above discussion illustrates, there are compelling reasons for Congress
to cure the drafting error in 43(c)(6) of the Lanham Act. The bar on federal dilu
tion claims in the current statute does little to further the legislative objectives of
the federal registration defense, and actually undermines other important policy
goals. It undermines the uniformity and predictability of federal trademark law and
practice by creating conflicts with other provisions in the Lanham Act. Worst of
all, it threatens the protection of famous marks-the very reason for the existence

104 See supra notes 59-60 and accompanying text.

105 See supra note 44 (citing Lanham Act
106

(2006)).
See supra note 1

and accompanying text.

43(c)(2)(B)-(C),

15 U.S.C.

1125 (c)(2)(B)-(C)
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of dilution law-by limiting their owners' ability to police the registration and sub
sequent use of diluting marks, and even prevent the registration of famous marks
themselves.
In the end, as Justice Kennedy tells us, it falls to Congress to fix its own draft
ing error in 43(c)(6) of the Lanham Act. It is beyond the power of the courts or
the PTO to do so, even if they were inclined to make the attempt. The longer Con
gress waits to do so, the more it tempts fate that the error will be a harmless one,
and that the risks it has created will not come to pass. But history teaches us that
prevention is the best medicine because some harms-like the added burden of op
erating in an uncertain legal environment-are irreparable. The best cure for what
ails the federal registration defense is swift congressional action to amend
43(c)(6) of the Lanham Act.

International Cooperation and the Patent-Antitrust
Intersection
Stephen Yelderman*

Introduction ......................................................................................................

194

I. Background .................................................................................................. 196
A. What is the Patent-Antitrust Intersection?.......................... . . . . .. . . .. . . .. . . .. . .. 196
B. Theories of the Patent-Antitrust Intersection........................

198

C. International Treaties Affecting Patent-Antitrust Policy...............

201

II. National Patent Systems with International Benefits...................

203

A.

An Inventor's Expected Reward Depends on Patent Regimes
Around the World................................................................................... 203

B.

Various Economies Capture the Benefits of Rewarding Invention
with Varying Effectiveness .................................................................... 204

C.

Patent-Antitrust Rules Are a Factor in a Patentee's Expected
Rewards ................................................................................................. 206

D.

Putting It Together: The Costs and Benefits of a National Patent

Policy ..................................................................................................... 207
1. National Patent Policy without Coordination....................... 208
2. Coordinated Patent Policy..................................................................... 210
3. Partially Coordinated Patent Policy ...................................................... 212

III.

A Visit to the Real World: The TRIPS Agreement...................

214

A. The Patent Protection Requirements of TRIPS......................

214

B. TRIPS and Antitrust ................................................................................ 215
C. Non-Consensual TRIPS...........................................................................218
D. Extra-Treaty Coordination ...................................................................... 220

*

J.D., University of Chicago. I would like to thank Lisa Bernstein, Anu Bradford, Daniel Crane,
Shahar Dillbary, Lee Fennell, Alexandra Levy, Thomas Miles, and Randall Picker for their gener
ous help.

193

TEXAS INTELLECTUAL PROPERTY LA W JOURNAL

194

[VOL.

19:193

E. Evaluating TRIPS .................................................................................... 222
IV.

Refining the Model .................................................................................. 223

A. Domestic Patent Protection Creates Costs Abroad...................223
B. Inventors in Different Locations Have Different Incentives to Invent.... 226
V. Conclusion ................................................................................................... 227

Introduction
The immediate goals of patent and antitrust policy are necessarily in conflict
with each other. While antitrust law promotes competition by limiting the frequen
cy and scope of monopolies, patent law creates time-limited monopolies to encour
age investment in research and development. 1 If a patent grant is a special excep
tion to the anti-monopoly goals of competition law, then the proper scope of this
exception is often difficult to define.
For almost a century, courts and commentators categorized questions at the
intersection of patent and antitrust as belonging to either one domain or the other,
condoning some patentee practices as rewarding invention and condemning others
for reducing competition. 2 This vacillation between patent and antitrust goals led
to indeterminate rules and sometimes conflicting outcomes. 3 Louis Kaplow recog
nized this problem in 1984, and noted that solving the patent-antitrust dilemma re
quired coordination with other aspects of patent policy.4 Kaplow's Reappraisal
spawned a wealth of literature aimed at increasing the efficiency of patent policy,
typically by comparing the costs and benefits of patent-antitrust rules with the po
tential costs and benefits available by other changes in patent policy.5
Despite these advances, the existing approaches to patent system design tend
to treat the costs and benefits of granting patent monopolies as if they were fully

See Willard K. Tom & Joshua A. Newberg, Antitrust and Intellectual Property: From Separate

Spheres to Unified Field, 66 ANTITRUST L.J. 167, 171 (1997) (explaining that the purpose of pa
2

tent law is to protect the patentee in the monopoly of his invention, forming a mirror image to the
purpose of anti-monopoly laws in antitrust).
See Louis Kaplow, The Patent-Antitrust Intersection: A Reappraisal, 97 HARV. L. REV. 1813,
1815 (1984) (stating that patent-antitrust doctrine has been inconsistent for nearly a hundred
years).

3 Id.
4 Id. at 1816.
See, e.g., Daniel A. Crane, IntellectualLiability, 88 TEX. L. REV. 253, 272 (2009) (using Kaplow's
analysis as a starting point for analyzing patent rights); Yonatan Even, The Right of Integrity in
Software: An Economic Analysis, 22 SANTA CLARA COMPUTER & HIGH TECH. L.J. 219, 222-23
(2006) (criticizing the lack of economic analysis in intellectual property law).

201 1]

International Cooperation and the Patent-Antitrust Intersection

195

internalized by a single national economy. Today, however, there is significant
interplay among various patent systems.' Substantial international spillovers, pri
marily of benefits, create opportunities for countries to behave strategically in their
implementation of patent policy. For example, many countries benefit from ad
vancements stimulated by patent protection, regardless of whether that patent pro
tection is offered within their borders or elsewhere. 8 Acting unilaterally, such
countries may rationally decide to forgo the costs of operating a domestic patent
system, while continuing to enjoy the benefits of other jurisdictions' patent sys
tems.
This collective action problem calls for formal coordination; accordingly,
significant moves have been made towards standardizing the patent rights available
around the world. Most prominently, the Agreement on Trade-Related Aspects of
Intellectual Property Rights (TRIPS) sets substantive, minimal patent protections
that all signatories must provide.9 However, analogous antitrust harmonization ef
forts have repeatedly stalled. 10 As a result, questions at the patent-antitrust inter
section have been largely left to national discretion. Despite the appearance of in
ternational standards, significant components of substantive patent policy remain in
the hands of national policymakers.
Although the literature on international patent cooperation is extensive, com
mentators have generally focused on the distributional consequences of internation
al patent protection, rather than on how an agreed-upon amount of patent protection
might be optimally implemented." As a result, the efficiency of international pa

6

See, e.g., Stuart Minor Benjamin & Arti K. Rai, Fixing Innovation Policy: A Structural Example,

77 GEO. WASH. L. REv. 1, 2 (2008) (criticizing prior analysis of patent policy as too narrow).
Although it only tells part of the story, the frequency of cross-border patent filing illustrates the
magnitude of international spillovers across patent systems. Of the ten companies filing the most
U.S. patent applications in 2008, six were headquartered in another country. See Press Release,
IBM, IBM Shatters U.S. Patent Record; Will Openly Publish Many More Future Inventions; IBM
Research
to
Work
on Patent
Quality
Index
(Jan.
14,
2009),
http://www
03.ibm.com/press/us/en/pressrelease/26471.wss (listing the ten companies). In 2008, almost 50%
of all U.S. patent applications designated a country of origin outside the United States. Econom
ics & Statistics Division, WIPO, World Intellectual Property Indicators 2010, 48 (Sept. 2010),
http://www.wipo.int/ipstats/en/statistics/patents. Worldwide, non-resident applications accounted
for 44% of total patent applications in 2008. Id. at 35. During the same year, U.S. inventors filed
more than 37% percent of all new international applications before the World International Prop
erty Organization (WIPO). Id. at 48.
8

See infra Part II.B (discussing how various economies capture the benefits of rewarding invention
with varying effectiveness).
9

Agreement on Trade-Related Aspects of Intellectual Property Rights, art. 36, Dec. 15, 1993, 33

I.L.M. 81 [hereinafter TRIPS Agreement].
10

11

Daniel A. Crane, Substance, Procedure, and Institutions in the International Harmonization of
Competition Policy, 10 CHI. J. INT'L L. 143, 143 (2009).
See, e.g., Judith C. Chin & Gene M. Grossman, Intellectual Property Rights and North-South
Trade, in THE POLITICAL ECONOMY OF INTERNATIONAL TRADE: ESSAYS IN HONOR OF ROBERT E.

BALDWIN 90, 90-106 (Ronald W. Jones & Anne

O.

Krueger eds., 1990) (discussing the effects of
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tent cooperation remains largely unaddressed; the single-jurisdiction literature does
not consider the international effects of rewarding invention, while the international
literature does not evaluate the competing means for offering that reward.
This Article models the costs and benefits of offering patent protection when
there are spillovers from other patent jurisdictions. It predicts how national policy
makers will behave-both with and without formal coordination-and evaluates
the consequences of their predicted behavior. This analysis suggests that the cur
rent international patent regime is inadequate, and that improved outcomes are
available through increased cooperation.
Part I of this Article provides background on the tension between patent and
antitrust law and describes several approaches that have been used to address the
problem. This Article also introduces the international frameworks affecting patent
and antitrust policy today.
Part II of this Article models the costs and benefits of operating a national pa
tent system when the rewards of stimulating innovation are shared across econo
mies. The model predicts how a rational policymaker will set patent terms and pa
tent-antitrust policies, both in the presence and in the absence of a patent treaty
constraining the policymaker's behavior.
Part III of this Article uses the model from Part II to demonstrate that the ex
isting international patent regime is expected to lead to suboptimal results. It then
discusses the necessity and feasibility of improving the existing regime through in
creased coordination of patent-antitrust policies.
Part IV of this Article examines the assumptions of the model and evaluates
other factors that could cause the existing regime to produce outcomes better than
expected. Part V concludes this Article.
I. Background
A. What is the Patent-Antitrust Intersection?
A patent is a state-granted right to exclude others from making, using, selling,
or importing an invention.12 This right comprises two parts: state-provided en
forcement mechanisms, such as a civil cause of action in U.S. District Court, 13 and

patent protection in a country that does not produce new inventions); MEIR PEREZ PUGATCH, THE
INTERNATIONAL POLITICAL ECONOMY OF INTELLECTUAL PROPERTY RIGHTS 49-64 (2004) (discuss

ing the effects of an international intellectual property system on the production of intellectual
property related products); Arvind Subramanian, Putting Some Numbers on the TRIPs Pharma
ceutical Debate, 10 INT'L J. TECH. MGMT. 1, 1-17 (1994) (discussing the effects of patent protec
tion on pharmaceuticals).
12

35 U.S.C.

271(a) (2006); TRIPS Agreement, supra note 9, at art. 28.

35 U.S.C.

281 (2006). U.S. patents can also serve as the basis of a complaint of unfair competi

tion before the U.S. International Trade Commission. 19 U.S.C.

1337(a)(1)(B) (2006).
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antitrust immunity for conduct that might objectively reduce competition.4 A pa
tent holder has a prima facie right to monopolize the patented product and can in
voke the authority of the state to do so. 15
However, patent ownership does not create blanket antitrust immunity. For
example, courts have held that patentees exceeded the scope of their lawful mono
polies by charging royalties on expired patents, tying the sale of patented products
to the sale of unpatented products, and unreasonably restricting resale of patented
goods. 16 A patentee could find his attempted restriction on the licensee unenforce
able, or in some cases, be subject to antitrust damages for his conduct. Courts have
viewed other licensing constraints, such as field-of-use restrictions or production
limits on licensed products, more favorably. 17 The antitrust limitations on paten
tees have also changed over time, both through judicial and regulatory decision
making. 8
There are often significant differences in patent-antitrust policy across juris
dictions. For example, the European Commission (EC) is particularly hostile to

14

For the purposes of this Article, "patentee antitrust immunity" refers the set of patent-related prac
tices a patentee may undertake without incurring antitrust liability. See United States v. Line Ma
terial Co., 333 U.S. 287, 310 (1948) ("The monopoly granted by the patent laws is a statutory ex

ception to this freedom for competition."); SCM Corp. v. Xerox Corp., 645 F.2d 1195, 1206 (2d
Cir. 1981) ("[W]here a patent has been lawfully acquired, subsequent conduct permissible under
the patent laws cannot trigger any liability under the antitrust laws."). The European Commission
also has explicit-though malleable-antitrust exceptions for intellectual property holders. See

Commission Regulation 772/2004, art. 2, 2004 O.J. (L 123) 11, 11-13 (EC) [hereinafter Commis
sion Regulation] (exempting certain technology transfer agreements from antitrust agreements).

16

See 35 U.S.C. 271(d)(3)-(4) (2006) (giving patent holders rights to refuse to license and to sue
for infringement); 35 U.S.C. 283 (2006) (authorizing injunctive relief).
See Eastman Kodak v. Image Technical Servs., 504 U.S. 451, 461-62 (1992) (holding that a tying
agreement violates the Sherman Act); Brulotte v. Thys Co., 379 U.S. 29, 33 (1964) (holding that
royalties on expired patents are unenforceable and are impermissible monopolies); Int'l Salt Co. v.
United States, 332 U.S. 392, 395-96 (1947) (holding that a patent cannot be used to restrict the
use of an unpatented product by tying the unpatented product to a patented product); United States
v. Univis Lens Co., 316 U.S. 241, 251-52 (1942) (holding that an unreasonable resale restriction
on a patented item violates the Sherman Act). In recent years, however, there has been a shift in
enforcement of antitrust laws such that courts more often evaluate patentee practices under a rule
of reason. See Robert D. Anderson, The Interface Between Competition Policy and Intellectual
Property in the International Trading System, 1 J. INT'L ECON. L. 655, 663 (1998) (explaining that
antitrust enforcement has become less regimented and more liberal).

17

18

Gen. Talking Pictures Corp. v. W. Electric Co., 305 U.S. 124, 127 (1938) (upholding field-of-use
licenses); Atari Games Corp. v. Nintendo of Am., Inc., 897 F.2d 1572, 1578 (Fed. Cir. 1990)
(holding that limiting the number of licensed game cartridges does not constitute a per se violation
of antitrust law).

Leegin Creative Leather Prods., Inc. v. PSKS, Inc., 551 U.S. 877, 882 (2007) (overturning the rule

that it is per se in violation of the Sherman Act for a manufacturer to set minimum prices that dis
tributors must charge); see Anderson, supra note 16, at 662-65 (describing changes in U.S. regu
lations).
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territorial restrictions, a practice that Japan has consistently allowed. 9 The EC is
also skeptical of price maintenance clauses, which are subject to more lenient
treatment for both patentees and non-patentees in the United States. 20 Courts have
resolved other questions of patent-antitrust policy more consistently across jurisdic
tions. For example, the United States, E.C., and Japan uniformly condemn collec
tion of royalties after a patent has expired. 21 Many of the policies that differ from
jurisdiction to jurisdiction have a substantial impact on an inventor's reward.
A patent-antitrust controversy arises anytime a patentee engages in patent
related conduct that reduces competition. Broadly, the legal questions come in two
flavors: what kinds of contractual restrictions will a court enforce, and what prac
tices may a patentee engage in without being liable under antitrust laws. Antitrust
immunities are the competition-reducing activities a patentee may undertake with

out either losing rights or incurring liability. Practices within these bounds consti
tute legal exploitation of the patent; other activities are sanctionable anticompeti
tive conduct.
B. Theories of the Patent-Antitrust Intersection
Early attempts to define the bounds of patent protection achieved nebulous
and often contradictory results. For example, one case noted that "the primary pur
pose of our patent laws is not the creation of private fortunes for the owners of pa

19

See Anderson, supra note 16, at 665-67 (noting EC and Japanese approaches to licensing). The
United States is also comparatively more tolerant of restrictions on the location of resale. See

Cont'l T.V., Inc. v. GTE Sylvania Inc., 433 U.S. 36, 57 (1977) (holding there is no per se bar
against restrictions on territory).

2

Compare Commission Regulation, supranote 14, at art. 4 (singling out price maintenance clauses
as "hardcore restrictions"), with Leegin, 551 U.S. at 889-92 (noting numerous justifications for
resale price maintenance). See also ALAN S. GUTTERMAN, INNOVATION AND COMPETITION POLICY:
A COMPARATIVE STUDY OF THE REGULATION OF PATENT LICENSING AND COLLABORATIVE
RESEARCH & DEVELOPMENT IN THE UNITED STATES AND THE EUROPEAN COMMUNITY 265-326

(1997) (providing a detailed comparison of patent-antitrust policies in Europe and in the United
States).
See Brulotte, 379 U.S. at 32 (stating that "a patentee's use of a royalty agreement that projects
beyond the expiration date of the patent is unlawful per se"); Guidelines for the Use of Intellectual
Property Under the Antimonopoly Act, JAPAN FAIR TRADE COMMISSION, 21 (2007),
(imposing royalties after
http://www.jftc.go.jp/e-page/legislation/ama/070928_IP_Guideline.pdf
the patent term expires is an "unfair trade practice if it tends to impede fair competition"); Com

mission Decision of 2 December 1975 76/29/EEC, 1976 O.J. (L 6) 8 ("The obligation to pay
royalties after the expiration of the most recent patent in force when the agreement was made con
stitutes, in this case, an infringement of Article 85 because the licensee does not have the right to
terminate the agreement."). Paradoxically, this rare instance of international agreement reaches a
result that is widely thought to be unjustifiable. See Scheiber v. Dolby Labs., Inc., 293 F.3d 1014,

1017-18 (7th Cir. 2002) (discussing the Brulotte decisions and problems with it); Harold See

&

21

Frank M. Caprio, The Trouble with Brulotte: The Patent Royalty Term and Patent Monopoly Ex
tension, 1990 UTAH L. REV. 813, 814, 851 (explaining that royalties paid after the expiration of
the patent term do not "represent an extension in time of the patent monopoly").
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tents, but is 'to promote the progress of science and the useful arts."' 22 This finding
suggested a stern approach to patentees, who may have exceeded the scope of their
patents the moment they attempted to collect royalties. But another case held that a
practice was acceptable so long as it was "reasonably adapted to secure pecuniary
reward for the patentee's monopoly." 23 By invoking one principle or the other, a
court could justify almost any outcome in a conflict between patent and antitrust
law. Courts could condone a restrictive licensing practice by finding that the prac
tice rewards patentees, 24 while condemning a similar restrictive licensing practice
by finding that it harms competition.25
Other cases looked to the scope of the invention itself to determine whether a
patentee was acting within the proper bounds of his patent, reasoning that a paten
tee should have "exclusive use of just what his inventive genius has discovered." 2 6
Within those bounds, a patentee could seek the reward that he was "entitled to se
cure,"2 provided that he did not do anything "in [its] very nature illegal." 2 8
Given these hazy boundaries, it was difficult for an inventor to know in ad
vance whether he was undertaking a practice that was "in its very nature illegal" or
was merely seeking the reward he was "entitled to secure." The use of these con
clusive terms as a test for patentee practices was inherently circular and could not
inform a decision as to which combination of patentee rights would optimally pro
duce the desired reward for invention.
Louis Kaplow's landmark Reappraisal transformed the apparent conflict be
tween patent and antitrust policy into a balancing test in service of a common
goal. 29 Kaplow introduced a cost-benefit framework allowing for rational compari
son of various policy options.3 0 The social benefits of a patent system, he noted,
are obtained as a result of rewarding patentees, while the costs of the patent system
come in the form of deadweight losses from patent monopolies. 3 1 Kaplow argued

22

24

25

26

27
28

29

3
31

Motion Picture Patents Co. v. Universal Film Mfg. Co., 243 U.S. 502, 511 (1917) (quoting U.S.
CONST. art. I, 8).
United States v. Gen. Electric Co., 272 U.S. 476, 490 (1926).
See id. (allowing a price-restricted license so long as it was "reasonably adapted to secure pecu
niary reward for the patentee's monopoly").

See, e.g., Int'l Salt Co. v. United States, 332 U.S. 392, 395-96 (1947) (holding that tying a patent
license to the purchase of commodity inputs was per se anticompetitive).
Motion Picture Patents, 243 U.S. at 513.
Gen. Electric, 272 U.S. at 489.
See E. Bement & Sons v. Nat'l Harrow Co., 186 U.S. 70, 91 (1902) (noting that agreements will
generally be upheld unless they impose conditions that are illegal).
See Kaplow, supra note 2, at 1822-23 (stating that patent law and antitrust law should operate
together to provide a given level of protection at the lowest cost).
Id. at 1816.
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that candidate patent policies should be evaluated by comparing the policies' poten
tial wealth transfer to patentees to the deadweight loss they could be expected to
cause the society-the "ratio test."32
Kaplow's ratio test evaluates antitrust immunities just like the length of a pa
tent's term, the scope of a patent's exclusivity, or any other aspect of patent poli
cy-each having the potential to increase or decrease a patentee's reward at the
cost or savings of some incremental deadweight loss. 3 3 Kaplow called for classify
ing policies according to the reward they deliver to patentees per unit of dead
weight loss. 34 An optimal patent system would start with the policies producing the
greatest patentee reward per unit of deadweight loss, then gradually add increasing
ly inferior patentee rights until the marginal benefit to society from the increased
incentive to invent is no longer offset by the marginal deadweight loss. 35
Kaplow acknowledged that lack of empirical data may make it difficult to
implement the perfect patent system, 36 but his framework was nonetheless a break
through because it allowed for meaningful comparison of candidate patent policies.
After nearly a century of indeterminate formalisms, there now existed a rational
method for comparing one patent-antitrust policy to another.
Kaplow's model treated the costs and benefits of granting patent monopolies
as if they were fully internalized by a single national economy. 37 This assumption
is an elegant simplification and is inconsequential provided there are no significant
interactions across patent jurisdictions. However, developments in the last quarter
century-the increased availability of foreign markets under the World Trade Or
ganization (WTO), the arrival of competent non-U.S. patent jurisdictions, and dra
matic improvements in knowledge-sharing across borders-call for reexamination
of these assumptions. Moreover, various treaty commitments now constrain do
mestic patent law. 38 To effectively evaluate domestic patent policy, we must un
derstand the international context in which these decisions take place.

Id. at 1829-30.
Id. at 1831.
Kaplow, supra note 2, at 1829-30.
Id. at 1830-31; see also Crane, supra note 5, at 271-72 (evaluating antitrust privileges as a stick
in the bundle of rights that may be given to patentees).
36

See Kaplow, supra note 2, at 1842-43 (noting potential problems in implementing the frame
work).

38

Cf id. at 1819 (referring only to U.S. policymakers).
See TRIPS Agreement, supra note 9; Daniel S. Abrams, Did TRIPS Spur Innovation? An Analysis
of Patent Duration and Incentives to Innovate, 157 U. PA. L. REV. 1613, 1614 (2009) (citing nu
merous regional treaties).
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C. International Treaties Affecting Patent-Antitrust Policy
Today, decisions about patent-antitrust policy take place against two distinct
backgrounds: extensive international cooperation in the realm of patent law and vir
tually non-existent cooperation in the realm of antitrust law.
Antitrust harmonization efforts have been repeatedly unsuccessful. 3 9 The
1947 Havana Charter included basic antitrust provisions, 40 but the U.S. Senate re
jected the Charter and it never entered into force. 41 The next several decades saw
further attempts at international antitrust standards, but ultimately yielded only a
non-binding Restrictive Business Practices Code.4 2 Recent attempts to add compe
tition policy to the WTO framework were thwarted when negotiators took the issue
off the agenda for the Doha Round in the summer of 2004.43 As a result of these
setbacks, countries remain largely unconstrained in their power to create and en
force antitrust law. 44
Patent cooperation has a more extensive and successful history. Under the
1883 Paris Convention for the Protection of Industrial Property (Paris Convention),
signatory countries committed to offer nationals of other signatory countries the
same opportunity to receive and enforce patent right as they offer to their own na

39

See Damien Geradin, The Perils of Antitrust Proliferation:The Globalization ofAntitrust and the
Risks of Overregulation of Competitive Behavior, 10 CHI. J. INT'L L. 189, 193-96 (2009) (discuss
ing the failure of the International Trade Organization (ITO), the United Nations, and the WTO to
develop an antitrust agreement); Diane P. Wood, The Impossible Dream: Real InternationalAnti

trust, 1992 U. CHI. LEGAL. F. 277, 282-87 (1992) (discussing failed attempts of the ITO and the
United Nations in developing an international antitrust agreement); Anu Bradford, When the WTO

Works and How it Fails 12-13 (U. Chi. Pub. Law & Legal Theory, Working Paper No. 300,
2010), available at http://ssm.com/abstract=1569838.
40

41

42
43

United Nations Conference on Trade and Employment, Havana, Cuba, Mar. 24, 1948, art. 46,

U.N. Doc. E/CONF.2/78 (Mar. 24,1948).
Wood, supra note 39, at 282-84.
1dat 282-87.
See Decision of the General Council, Doha Work Programme-DecisionAdopted by the General
Council on 1 August 2004, WT/L/579 (Aug. 2, 2004) ("Interaction between Trade and Competi
tion Policy will not form part of the Work Programme ... and therefore no work towards negotia
tions ... will take place within the WTO during the Doha Round."); Geradin, supra note 39, at
195 ("Such negotiations were cut short by the issuance of the August 2004 Decision by the Gen
eral Council of the WTO, which stated that the 'Interaction between Trade and Competition Poli
cy' would not form part of the Doha Work Program."); see also Andrew T. Guzman, The Casefor
International Antitrust, in COMPETITION LAWS IN CONFLICT: ANTITRUST JURISDICTION IN THE

GLOBAL ECONOMY 99 (Richard A. Epstein & Michael S. Greve eds., 2004) (discussing the desira
bility of unified antitrust policy); David S. Evans, Why Different JurisdictionsDo Not (and Should
Not) Adopt the Same Antitrust Rules, 10 CHI. J. INT'L L. 161, 162-63 (2009) ("[C]ompetition au
thorities should seek antitrust rules and enforcement measures that balance their local needs
against the costs of divergence to competition by multinational firms in a global economy.").
44

There are, however, several important regional antitrust treaties. See Geradin, supra note 39, at
193-94 (mentioning the European Union (E.U.), North American Free Trade Agreement
(NAFTA), and Mercosur). However, with the exception of the E.U., none of these arrangements
are sufficiently specific to regulate patent-antitrust policy.

202

TEXAS INTELLECTUAL PROPERTY LA JOURNAL

[VOL.

19:193

tionals. 45 The Paris Convention was quickly and broadly accepted. 4 6 As a result,
almost every country in the world is formally committed to non-discrimination in
patent rights based on either citizenship or location of invention. 4 7
Notably, the Paris Convention does not require signatory countries to offer
any particular level of patent protection. So long as a signatory country offers the
same level of protection to all inventors regardless of nationality, it could offer a
trivial amount of protection and be in full compliance with the Convention. 4 8 For
over a century, international patent law was nothing more than a promise of nation
al treatment.
Subsequent patent treaties standardized the form of patent applications or
otherwise streamlined procedure, 49 but efforts to achieve global harmonization of
substantive rights were unsuccessful for many years. Finally, in 1994, minimum
patent protections were added to the General Agreement on Tariffs and Trade
(GATT) Uruguay Round. 50 These provisions-known as the Agreement on Trade
Related Aspects of Intellectual Property Rights (TRIPS)-became a requirement
for joining the World Trade Organization, and TRIPS was propelled to rapid and
widespread accession. 51

Paris Convention for the Protection of Industrial Property art. 2, Mar. 20, 1883, 21 U.S.T. 1538,

828 U.N.T.S. 305 [hereinafter Paris Convention].

46

48

All the major capitalist economies had acceded to the Convention by the end of the 1 9th century;
today there are 173 signatories. World Intellectual Property Organization, Contracting Parties,
http://www.wipo.int/treaties/en/ShowResults.jsp?treaty_id=2 (last visited Oct. 20, 2010).
Subject only to the constraint that applicants be nationals of or have commercial establishments in
signatory countries. Paris Convention, supra note 45, at arts. 2 & 3. This limitation is slight due
to the sheer number of signatories.
Id. Indeed, Switzerland had no patent system for the first ten years of its membership until suc
cumbing to pressure from Germany. See PUGATCH, supra note 11, at 65 (discussing Switzerland's
patent system adoption). The Paris Convention's lack of minimum protection guarantees is in
marked contrast to the approximately contemporaneous Berne Convention, which promised copy
right holders both national treatment and minimum terms. Berne Convention for the Protection of

Literary and Artistic Works art. 7, Sept. 9, 1886, S. Treaty Doc. No. 99-27.
Patent Cooperation Treaty art. 3, June 19, 1970, 28 U.S.T. 7645, 1160 U.N.T.S. 231; Convention
on the Grant of European Patents, Oct. 5, 1973, 13 I.L.M. 268 [hereinafter European Patent Con
vention]; Patent Law Treaty and Regulations Under Patent Law Treaty arts. 3 & 6, June 1, 2000,
S. Treaty Doc. No. 109-12. The European Patent Convention partially standardized substantive
patent policy by providing a single examination procedure that would lead to the grant of a patent
enforceable in all signatory states. However, after going through this procedure, an inventor is
only entitled to whatever national rights were previously offered by the various patent systems.
See European Patent Convention, supra, at art. 64. The Paris Convention did not standardize the
contents of those national rights.

General Agreement on Tariffs and Trade, Apr. 15, 1994, 1867 U.N.T.S. 187 [hereinafter GATTS
1994].
51

There are now 153 member states and additional "observer" states. World Trade Organization,
Understanding
the
WTO:
The
Organization-Members
and
Observers,
http://www.wto.org/english/thewtoe/whatis_e/tife/org6_e.htm (last visited Oct. 20, 2010) [he
reinafter Members and Observers]; see also Richard H. Steinberg, In the Shadow of Law or Pow-
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TRIPS sets certain minima for patentee rights, including a mandatory patent
term and basic rights of exclusive use.5 2 It also specifies the standards by which
new applications should be evaluated. 53 It does not, however, require members to
provide any specific antitrust immunities to patentees. 5 4 Despite the close coordi
nation of patent policy, questions of antitrust are largely delegated to member
states. 55
As a result of the divergent outcomes obtained from these parallel interna
tional harmonization efforts, national patent polices today operate in two distinct
spheres. Issues thought to be at the core of patent protection are largely standar
dized, while matters traditionally associated with antitrust law are left to national
discretion. 56
This Article now turns to evaluate how a policymaker pursuing his country's
self-interest can be expected to employ this discretion, as well as the consequences
for expected patentee rewards.
II. National Patent Systems with International Benefits
National patent policymakers do not make their decisions in a bubble; nearly
all domestic patent policies have effects, positive or negative, outside a country's
borders. Likewise, national patent policymakers should expect their domestic
economies to be affected by other countries' patent policies. Understanding the
cross-border consequences of national patent policy is the first step to evaluating
the potential for socially beneficial cooperation.
This section begins by presenting several assumptions useful for evaluating
how national patent jurisdictions interact. It then incorporates these assumptions
into a model for national policymaking. 57 Finally, it evaluates this model under
several scenarios with varying degrees of policy coordination across jurisdictions.
A. An Inventor's Expected Reward Depends on Patent Regimes Around
the World
Today, an inventor is entitled to secure a patent not only in his home country
but in practically any jurisdiction in the world. Under the terms of the Paris Con

52

er? Consensus-Based Bargaining and Outcomes in the GATT/WTO, 56 INT'L ORG. 339, 345
(2002) (discussing the issue-linkage of intellectual property and free trade).
TRIPS Agreement, supra note 9, at arts. 28 & 33.

Id. at arts.27 & 29.
See id. at arts. 8(2) & 40(2) (providing limited antitrust provisions).
This Article evaluates the antitrust requirements of the TRIPS Agreement in greater detail in Part
56

57

III.B, infra.
TRIPS Agreement, supra note 9, at arts. 27-34 (discussing standards for patent law regimes);
Bradford, supra note 39, at 2.
For an overview of Kaplow's framework, see supra Part I.B.
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vention, signatory countries, of which there are now 173, must afford foreigners the
same patent rights as the country's own nationals. 58 Regardless of where he lives
or works, an inventor may file a patent application in the country of his choosing.
Although many inventors choose to file patent applications only in their home
countries, the option of filing for international protection is an important compo
nent of an inventor's expected reward. 59 Patents from some jurisdictions will be
worth more than others, but an inventor's total reward is based on the expected
benefits he will receive from countries around the world.
To simplify the analysis, the Author starts with the assumption that inventors
have the same total incentive to invent regardless of where they live.6 0 Each patent
jurisdiction's offerings are a geographically neutral entitlement, the sum of which
(Z) is the expected reward available to an inventor anywhere in the world.
B. Various Economies Capture the Benefits of Rewarding Invention with
Varying Effectiveness
Inventors may have equal opportunity to take advantage of worldwide patent
protection, but national economies do not. Some countries will be better positioned
to benefit from increased investment in research and development than others. 6
For example, consider two engineers with the knowledge and resources to make an
important contribution to the field of semiconductor manufacturing-one in Cana
da, and one in the United States. Both inventors have the same opportunity to have
their inventions protected in the most important jurisdictions for this technology
area-including China, Japan, South Korea, and the United States6 2-and as a re
sult, have the same incentives to undertake the necessary research and develop
ment. However, the Canadian and U.S. economies do not receive the same benefit
when these inventors perform their work. The United States has a much more de

58

59

Paris Convention, supra note 45. Although the goal of this discussion is ultimately to inform on
international patent cooperation, the Paris Convention's longstanding establishment and wide

spread acceptance merits treating it as background material.
An issued patent may also be understood as a series of options. See Mark A. Lemley & Carl Sha
piro, ProbabilisticPatents, J. ECON. PERSPECTIVES, Spring 2005, at 75, 80-83 (2005) (analogizing
patents to lottery tickets); Alan C. Marco, The Option Value of Patent Litigation: Theory andEvi

60

61

dence, 14 Rev. FINAN. ECON. 323, 323-24 (2005) (treating patents as options).
This assumption is admittedly overbroad. The Author returns to evaluate the consequences of this
assumption in Part IV, infra.
See Thomas K. Cheng, Striking a Balance between Competition Law Enforcement and Patent
Policy: A Developing Country's Perspective, in THE EFFECTS OF ANTI-COMPETITIVE BUSINESS
PRACTICES ON DEVELOPING COUNTRIES AND THEIR DEVELOPMENT PROSPECTS 633,

62

646-48 (Has
san Qaqaya & George Lipimile eds., UNCTAD 2008) (noting that the optimal balance between
patent monopoly deadweight loss and rewarding invention will vary for different categories of de
veloping countries).
See generally Philip M. Parker, The 2006-2011 World Outlook for Semiconductor and Related
Device Manufacturing (ICON Group International 2005) (discussing the market potential for sem
iconductor and related device manufacturing in countries around the world).
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veloped semiconductor sector and is better positioned to capitalize on new devel
opments in the field regardless of where those developments are made. 6 3 Canada,
by contrast, has comparatively little stake in the state of semiconductor manufactur
ing. 64 The United States benefits more than Canada even when a Canadian engi
neer makes the next big improvement. A country captures the benefits of an inven
tion when it has the capability to design, manufacture, and conduct further research
for products based on that invention. 6 5
A country may also benefit from the opportunity to consume patented prod
ucts invented and produced in another country. Imagine that a new disease breaks
out in a country with a limited pharmaceutical sector-like Estonia.6 6 A country
with a sophisticated pharmaceutical sector-like Israel 67-might be capable of de
veloping a cure quickly, but have no domestic need for the treatment. Which coun
try benefits more from an international regime granting worldwide patent protec
tion for pharmaceuticals? Although royalties will flow from Estonia to Israel,
Estonia may benefit more from the treaty than Israel does because the treaty allows
the Israeli scientists to attend profitably to the Estonian disease. In the absence of
the treaty, Israeli scientists would most likely direct their attention to other, perhaps
more local problems. Estonians could lose the opportunity to receive treatment al
together. Consumption, and not just production, leaves people better off. 68
The benefits of encouraging innovation reach beyond the parties directly in
volved in a transaction of a patented product. A premise of the patent system is
that knowledge spills over, and that even a patent-protected advance has benefits
for the technology surrounding it. The new knowledge disclosed in a patent appli
cation may stimulate other discoveries, and, even if not disclosed, 6 9 new discove

63

64

65

See id. at 139, 163 (showing the projected percentage of semiconductor and related device manu

facturing done in the United States (23.13% in 2010) and Canada (1.81% in 2010)).
See id. at 139 (showing the projected percentage of semiconductor and related device manufactur

ing done in Canada (1.81% in 2010)).
See Cheng, supra note 61, at 654 (noting that the gains from domestic innovation are greatest for
innovative countries).

66

PANAS KANAVOS ET AL., WORLD HEALTH ORG. REG'L OFFICE FOR EUR., REVIEW OF THE ESTONIAN
PHARMACEUTICAL SECTOR: TOWARDS THE DEVELOPMENT OF A NATIONAL MEDICINES POLICY 80

67

68

69

(2009).
Alastair Bell et al., Microeconomics of Competitiveness: Israeli Biotechnology Sector 14-15, 20
22 (May 5, 2006) (unpublished report, Harvard Business School) (on file with Harvard Business
School), availableat www.isc.hbs.edu/pdf/Student Projects/Israel_Biotechnology_2006.pdf.
See Chin & Grossman, supra note 11, at 19-20 (noting that protection of foreign intellectual
property is beneficial if foreign research and development is highly productive and if domestic
consumption of the product developed is high).
This stimulation might happen, for example, if a firm undertakes research motivated by the possi
bility of patent protection, but later it decides to keep its discoveries as trade secrets instead.
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ries are often leaked or reverse-engineered. 70 Patented or not, advancements in
human knowledge are public goods, 71 and often, the benefits of public goods are
not constrained by national borders. 72
Estimating the benefit that a country receives from international patent pro
tection is not as simple as measuring royalty flows. Rather, the model presented
below evaluates patent policy based on the total benefit received (B) by a given na
tional economy as a result of invention being rewarded wherever it occurs.
C. Patent-Antitrust Rules Are a Factor in a Patentee's Expected Rewards
Antitrust immunity for a particular patentee practice benefits patentees while
inflicting costs on the jurisdiction granting the patent. 73 Both the length of the pa
tent term in a given jurisdiction (L) and the array of rights included in the patent
grant (R) affect the global expected return to inventors under an international patent
regime. 74
To illustrate the significance of patent-antitrust policy on inventor reward,
consider an inventor holding a patent essential to the 802.11 (Wi-Fi) standard.
Some jurisdictions have an essential facilities doctrine that requires reasonable and
non-discriminatory licensing in extraordinary circumstances. 7 5 Invoking this anti
trust doctrine would substantially reduce the cost of both granting the patent to the
inventor and that inventor's expected reward. Alternatively, the jurisdiction could
shorten the term of all patents relating to wireless technologies, similarly reducing
the costs of the monopoly and the benefit to the inventor. For some technologies,
forcing reasonable and non-discriminatory licensing would reduce the incentive to
invent more than shortening the patent term would. 76 In the case of a rapidly evolv

70

71
72

See generally J.T. Westermeier et al., Reverse Engineering, 984 PLI/PAT. 289, 304-05 (2009)
(explaining that reverse engineering is lawful in trade secret law).
See Chin & Grossman, supra note 11, at 1 (noting that knowledge is generally a
public good).
See generally Todd Sandler, IntergenerationalPublic Goods: Transnational Considerations, 56

SCOTTISH J. POL. ECON. 353, 353-69 (2009) (analyzing the benefits of public goods across trans
national borders and generations).
73

74

75

The Author discusses the possibility that patentee practices exert costs outside the jurisdiction
granting the patent in Part IV.
See Cheng, supra note 61, at 643-44 (noting that increasing the patent term or adding patent
rights increases the reward to an inventor).
The European Court of Justice generated an enormous amount of excitement when it invoked this

doctrine in Magill. See Joined Cases C-241/91 P & C-242/91 P, Radio Telefis v. Comm., 1995
E.C.R.

1-743,

46-58 (holding that refusal to license copyrights was an abuse of dominant posi

tion and ordering compulsory licensing); Thomas C. Vinje, The Final Word on Magill: The
Judgment of the ECJ, 17 EUR. INTELL. PROP. REV. 297, 301 (1995) (holding that in regards to cop
yrights, "the exercise of an exclusive right by a proprietor might, in exceptional circumstances,
involve abusive conduct").

76

Kristen M. Nugent, Patenting Medical Devices: The Economic Implications of Ethically Moti

vated Reform, 17 ANNALS HEALTH L. 135, 167-69 (2002) (recognizing that compulsory licensing
may have advantages, but increasing the patent term is simpler).
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ing field, such as wireless communications, the final years of the patent are proba
bly not worth much because there is a high probability that new developments will
7
However, being forced to offer reasonable
make the technology obsolete by then.
loss for the patentee, since he could
a
great
be
would
licenses
non-discriminatory
no longer hold out for the full value of the patented technology.
Effective patent cooperation requires coordination of both the patent term and
the rights of the patentee under the patent grant. However, this degree of coopera
tion is not equivalent to the complete harmonization of antitrust laws. Antitrust law
is only implicated to the extent it creates liability for practices related to procuring,
owning, licensing, and enforcing patents.
D. Putting It Together: The Costs and Benefits of a National Patent Policy
Based on the assumptions discussed above, the decision to provide national
78
patent protection can be modeled as follows:
A country setting out to design a patent system can set the length of the patent
term (Lo) and the rights, including antitrust immunities, granted to a patentee (a
vector Ro). Offering domestic patent protection causes some deadweight loss (C)
given by the function:
(1) C = C(Lo, Ro)
Meanwhile, this national patent system produces an expected reward (P) to an in
ventor, given by the function:
(2) P0 = Po(Lo,Ro).
As Kaplow suggested, the country in question derives some benefit B as a function
of P. However, the next step in Kaplow's model, maximizing (Po) - C, no longer
tells the whole story. Rather, as discussed in Part II.A, P0 is only part of the reward
expected by an inventor. The inventor's full expected reward (Z) is given by the
sum of the rewards available from all the patent systems in the world:

(3) Z =

nlaountriesPn

(Ln,Rn).

where P, is the expected reward to an inventor from the patent system of country n,
and Ln and Rn are, respectively, the temporal length and the set of rights granted to
a patentee by a given country n. Note that P describes an expectation-the reward

78

Nancy J. Linck et al., A New Patent Examination System for the New Millennium, 35 Hous. L.
REV. 305, 312 (1998) (noting that the value of a software patent at the end of the patent term is
low, but the value of pharmaceutical patent at the end of the patent term remains high).
The Author feels heavily indebted to Louis Kaplow for much of the framework that follows. This
model is essentially an adaptation of the one he presented in The Patent-AntitrustIntersection: A
Reappraisalto account for the availability of international patent protection. See Kaplow, supra
note 2.
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available in a given jurisdiction multiplied by the probability that an inventor will
choose to file there. 79
A country's benefit from invention being rewarded by patent systems around
the world, B, is a function of Z:

(4) B = B(Z(L, R)).
As discussed in Part II.B, various countries will benefit from Z with varying de
grees of effectiveness-that is, each country has its own function B(Z).
1. National PatentPolicy without Coordination
A national patent policymaker acting in his country's self-interest will seek to
maximize the benefits received from the global patent system while minimizing the
costs of running the country's domestic patent system. In other words, he max
imizes

(5) B(Z(L, R)) - C(Lo, No)
where Lo and Ro are the levers the policymaker has at his disposal. Replacing Z
with a summation of patentee rewards P (see equation 3), the policymaker actually
maximizes
allcountries

(6) B

alcountries

Pn (Ln,

n)

- C(Lo, No) =

n=0

B P(Lo, o) +

Pn (Ln

in)

- C(Lo,Ro).

Ln=1

Because the national policymaker does not make patent policy in other countries,
the benefits received from other countries' patent systems are beyond his control.
Taking the partial derivatives of equation 6 with respect to the variables he can
control (Lo and Ro) and setting them to zero results in

(B

8Z

aPo

aC

_OB

aPo

8C

-- ==0
dZ(7)
dP0 dLo---- dLo
dZ dLo

dLo

( B aZ aPo
-dZdPdRo

aC
dRo

and
(8)

--

__

aC
BaPo
-__----=
dRo
dZdRo

which tells our policymaker that his country's benefits less costs are maximized
when

79

Small jurisdictions may contribute only slightly to Z even if they offer very strong patent protec
tion, since tiny economies may not be worth the filing cost. Z reflects the value to an inventor of
the option to file anywhere in the world, even though it is rare for an inventor to file everywhere.

International Cooperation and the Patent-Antitrust Intersection

2011]

209

aPo
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(9)

-~1

OC

OR

aLo

8Z

and

(10)

aPo
8OI

o
aC

B

1

Even though a national policymaker can only control his country's patent pol
icy, the optimal amount of protection in his country depends on the total amount of
protection provided by other countries. 80 If the marginal benefit of rewarding in
81
a national
vention diminishes as the total reward available to inventors increases,
verse.
vice
and
less
offer
others
when
protection
policymaker will offer more patent
That is, when Z is close to zero, the increase in B is large for each additional in
crease in patentees' rights in any jurisdiction-this might occur, for example, when
an adventurous country is the first to offer some new kind of intellectual property
right. A proposed new patentee right or a patent term extension would have a very
low patentee reward per unit of deadweight loss hurdle to overcome, suggesting
that the first patent jurisdiction will offer strong patent rights.
At the other extreme, when Z is large, such as when all the significant juris
dictions are already offering generous patents rights, the increase in B is likely
small for any additional increase in patentees' rights. A proposed new patentee
right or a patent term extension would now have a very high patentee reward per
unit of deadweight loss hurdle to overcome, suggesting that later-blooming patent
82
jurisdictions will offer comparatively weak patent rights.
Without some form of informal or formal cooperation, this arrangement is
unstable. If Country A sets strong patent rights, Country B will rationally decide to
set weak patent rights. However, Country A may decide that this arrangement is
unfair and weaken its patent rights in retaliation for B's free riding. In response,
Country B may then decide to set strong patent rights-and the situation has re

80
81

Assuming thata is not constant for all Z.
See Kaplow, supranote 2, at 18, 25-26 n.29

82

At least until they are punished as free riders, a possibility discussed later.
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versed itself. It is possible they will reach a natural equilibrium, 83 but on its face,
this situation calls for coordination.
2. CoordinatedPatentPolicy
Suppose that a group of countries decides to coordinate their patent policies.
One way they could do this is by committing to follow the decisions of a national
policymaker in a lead country. 84 The participating countries, "member countries,"
would agree to have identical patent policies, while non-member countries would
continue to set their policies unilaterally. The sum of the expected reward to paten
tees from the patent systems of these member countries is given by X, where
membercountries

(11) X(Lo,ko) =

IPn(Lo,Ro)
n=o

and the sum of the expected reward to patentees from the patent systems of non
member countries is given by Y, where
nonmembercountries
(12)

Y =

Put Ln, Rn)

n=1

such that

(13) Z(Lo, io) = X(LO, Jo) + Y.
The policymaker maximizes
(14) B[Z(Lo,o)] - C(Lo,JRo) = B[X(Lo,JRo) + Y] - C(Lo, No)
Because the national policymaker does not make patent policy in non
member countries, the benefits received from these countries' patent systems are
beyond his control. Taking the partial derivatives of equation 14 with respect to the
variables he can control (Lo and Ro) and setting them to zero results in
ZOaX
B15)
aZ

X aLo

daC
aLo

_

aX
8Z aLo

OC
aLo

and

83

84

See infra Part III for a discussion of the likelihood of reaching equilibrium with regard to patent
antitrust policy.
Of course, this is an oversimplification-the various members of this arrangement would want to
have their own input into policymaking. However, the distribution of power within the member
countries is irrelevant. The Author needs only assume that they are able to reach agreement

somehow.

(16)
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However, by taking the partial derivatives of equation 11, note that

membercountries
aX

aPn

L=

(19) ---

_

0

n=o

and
membercountries
ai Pn

ax
---

(20)

0

IfaPn and
aLo

and

-x>->

-f.

~
-aRo

LR

n=0

are greater than zero for all member countries, 8 5 then>

aLo

aPn
aLo

Comparing equations 17 and 18 to equations 9 and 10, it is appar

ent that members of a patent treaty will elect to have stronger patent protection than
they would if they were making policy without coordination. A unilateral increase
in patent scope will need to overcome the threshold set out in equations 9 and 10.

85

In other words, increasing patent term and patentee rights never decreases patentee reward.
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But, if other countries commit to making the same increase, the contributions to X
made by the other countries' increase in patent scope will help the proposed policy
over the threshold. Thus, regardless of the total level of patent protection in the
world, countries will tend to grant stronger patent protection when they cooperate
than when they do not.
This does not mean that it always makes sense for a group of cooperating
countries to offer patent protection at all. When the worldwide level of patent pro
tection is high, the marginal return to rewarding invention will be small, and it may
be inefficient for even a cooperating group of countries to start offering patent pro
tection. For example, it is possible that a group of countries will jointly decide that
free riding on the rest of the world's patent systems would maximize their own wel
fare. However, holding

constant, a national policymaker will find stronger pa
tent protection more desirable when other countries agree to implement similar pro
tection.
a

3. Partially CoordinatedPatent Policy
Finally, suppose a group of countries coordinates their patent policies but
leaves patent-antitrust questions to the discretion of the individual members. 86 For
example, consider a patent policymaker whose choice of patent term (L) will be
followed by other countries, but who only has authority to set the scope of antitrust
immunities for his own country.
The told expected reward to inventors is now given by:
membercountries

(21) X(L 0 ,Th0 ) =

Pn(Lo, Rn)
n=0

.

because the reward offered by all member countries depends on L0 , but only the
reward offered by the policymaker's countries depends on R 0
The policymaker now seeks to maximize
(22) B[X(L 0 ,k 0 ) + Y] - C(L0 , R 0 ).
He does this by setting the derivatives with respect to both L0 and R 0 to zero.
When the policymaker takes the derivative with respect to L 0 , he obtains the same
result as in equation 15:

86

As discussed in Part III, this is essentially the substance of the TRIPS Agreement.
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That is, the policymaker will set the length of the patent term the same as if the
countries were coordinating all aspects of their patent policy.
When the policymaker takes the partial derivative with respect to no he gets

(24)

OBOZO8X
-Ro
aZ aP

OC
- aRo

OBO8X
OC_
- =
=
aRo-.
aRo
8Z

However, because member countries will follow only the policymaker's lead for
the patent term, Po, is the only component of X that depends on no. Therefore,
-

a0R

and the
- policymaker
R
actually seeks to achieve:
0

aB aPo

(25) OR-

aC

- O= =

Compared to the result stemming from equation 8, the policymaker will set
patent-antitrust policy in the same way as if the countries were not coordinating
their patent policies at all. Uncoordinated antitrust immunities will be weaker than
they would be if the member countries were also coordinating their patent-antitrust
policies.
If a national policymaker follows the guidance of equations 23 and 25, he will
set his national patent policy such that

Ox
(26)

LC

B

-

aLo

8Z

and

aPo
(27)

OR0
aoo

-

1
aZ

Note that partial coordination creates a preference for extending patent terms
rather than for increasing patent-antitrust immunities. Suppose the policymaker
can choose to implement either Policy A, an increase in the patent term, or Policy
B, an increase in antitrust immunity. Even if Policy A is a less efficient technique
for rewarding invention (i.e., it provides less reward to patentees per unit of cost), it
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is possible that the policymaker will select Policy A over Policy B, because Policy
A's increase in the patent term will be matched by the other member countries.
Because of the distorting influence of the partial coordination regime, policymakers
will select term extensions with lower marginal returns over increases in antitrust
immunity with higher marginal returns.
Of course, it is unrealistic that a single national policymaker has complete au
thority to adjust patent terms in all the member countries. Rather, when countries
coordinate the patent term, they typically negotiate it in advance, and fix it in a
treaty that is not easy to modify. 87 As a result, the primary tool remaining in the
hands of any national policymaker will be control of patent-antitrust policy. 88 Op
timizing patent-antitrust policy unilaterally under equation 27, the policymaker will
often find it unfavorable to grant any further patentee rights. If a large number of
significant patent jurisdictions have joined the treaty, Z will already be high, and
- will be small. In other words, the marginal benefit to the country from an addi
tional reward to inventors is slight. Without coordination, there may be few anti
trust immunities that can overcome the high hurdle set by these conditions. There
fore, it is expected that a treaty fixing the patent term, but leaving patent-antitrust
policy to the discretion of member states, would lead to increased antitrust liability
for patentees.
Countries could mitigate this effect by separately coordinating patent-antitrust
policies informally, a possibility considered in Part III.D. First, however, this Ar
ticle evaluates the formal agreements coordinating international patent policy to
day.

III. A Visit to the Real World: The TRIPS Agreement
The model presented above predicts that preferences for national patent poli
cy will depend on the extent and form of international cooperation. This Article
now turns to the most significant patent treaty in force today, the TRIPS Agree
ment, to evaluate the national incentives created by this prevailing treaty regime.
A. The Patent Protection Requirements of TRIPS
TRIPS includes several basic principles as well as specific minimum stan
dards of intellectual property protection. With regard to patents, TRIPS requires
member states to issue a patent for any invention that is new, involves an inventive

87

Although other methods of coordination are theoretically possible, cooperation through a binding
treaty appears to be the only form that has been successfully implemented. See infra Part III.D
(discussing extra-treaty cooperation).

88

Technically, the policymaker may be able to extend the national patent term beyond the minimum
requirements of the treaty, but a unilateral increase in the patent term faces the same hurdles as a
potential increase in patentee antitrust immunities: the marginal benefit of increasing patentee re
wards will likely be low, and the country that extends the scope of the patent will bear the full cost
of increasing patentee rewards while receiving only part of the benefit.
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step, and is capable of industrial application. 89 This patent protection must extend
for 20 years from the filing date, 90 and must include the right to exclude others
from "making, using, offering for sale, selling, or importing" infringing products. 9 1
The patent grant can not depend on the place of invention or the field of technolo
gy.92
If a member state offers intellectual property protection exceeding these min
imum standards, either to its own nationals or to a group of foreign nationals, it
must offer that same protection to nationals of all member states.9 3 This provision
is likely to hamper future bargaining for reciprocal recognition of additional paten
tee rights with a subset of member states. If a member state chooses to increase pa
tent protection, it must offer this increase in protection to nationals of all member
states, whether or not other member states make a reciprocal increase in protection.
By ratifying TRIPS, member states committed to offering a patent system that
was blind to the location of invention and open to all the nationals of all other
member states.94 But the member states also committed to a specified patent term,
thereby sacrificing their abilities to decrease (though remaining free to increase) the
length of time those patents remain in force. 95
B. TRIPS and Antitrust
Despite setting minimum requirements for national patent protection, the
TRIPS Agreement left most of patent-antitrust policy to the discretion of the mem
ber states. The treaty twice acknowledges the right of member states to enforce an
titrust laws against patent holders. First, there is the general principle of Article
8(2) that "[a]ppropriate measures, provided that they are consistent with the provi
sions of this Agreement, may be needed to prevent the abuse of intellectual proper

89

TRIPS Agreement, supra note 9, at art. 27(1).

90

Id.atart.33.

91

Id. at art. 28.

92

Id. at art. 27(a).

93

94

Id. at arts. 3(1) & 4; see Jerome H. Reichman, Universal Minimum Standards of Intellectual
Property Protection Under the TRIPS Component of the WTO Agreement, in INTELLECTUAL
PROPERTY AND INTERNATIONAL TRADE: THE TRIPS AGREEMENT 23, 26 (Carlos M. Correa & Ab
dulgawi A. Yusuf eds., 1998) (discussing the equal treatment provisions in article 4). However,
the requirement to open intellectual property benefits to everyone is subject to certain exceptions.
TRIPS Agreement, supra note 9, at arts. 5, 65 & 66.
Paris Convention, supra note 45, at art. 2. In some cases, states re-committed, because many were
already parties to the Paris Convention, which provided a basic right to national treatment.
In the case of the United States, TRIPS ratification required changing the mechanism for calculat
ing a patent term. This change effectively extended the term of patents in some technology areas
while shortening the term in others. See Abrams, supra note 38, at 1621 (stating that the patent
term was changed from a term of seventeen years from the date of the patent grant to twenty year
from the date of the application, which increases the length of the patent term if the patent
processing time is less than three years, and decreases the length of the patent term if the patent
processing time is more than three years).
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ty rights by right holders or the resort to practices which unreasonably restrain trade
or adversely affect the international transfer of technology." 96
Various commentators, and at least one WTO panel, have suggested that this
reservation of antitrust enforcement powers to the member states should be inter
preted broadly. 97 Abuse of intellectual property rights does not require market do
mination, or even behavior ordinarily thought to be anticompetitive. The use of the
intellectual property right need only be "illegitimate" or contrary to the goals of en
couraging innovation or disseminating technology. 98
With regard to licensing practices, Article 40(2) of the TRIPS Agreement is
even more explicit regarding the scope of Member State authority:
Nothing in this Agreement shall prevent Members from specifying in their na
tional legislation licensing practices or conditions that may in particular cases
constitute an abuse of intellectual property rights having an adverse effect on
competition in the relevant market. As provided above, a Member may adopt,
consistently with the other provisions of this Agreement, appropriate measures to
prevent or control such practices, which may include for example exclusive
grantback conditions, conditions preventing challenges to validity and coercive
package licensing, in the light of the relevant laws and regulations of that Mem

ber.99

Under Article 40(2), "licensing practices or conditions" have been understood
to include refusals to license, discriminatory grants of licenses, and restrictive li
cense clauses.' 00 Member states have great latitude in determining the practices
that constitute abuses of intellectual property rights, so long as the measure of
abuse is a given practice's deleterious effect on competition.' 0 ' It is also acceptable
to have per se rules declaring patentee conduct anticompetitive, provided those
rules are based on actual competitive concerns.1 0 2

96

TRIPS Agreement, supra note 9, at art. 8(2).
97

98

Tu Thanh Nguyen & Hans Henrik Lidgard, The CFI Microsoft Judgment and TRIPS Competition
Flexibilities, 16 CURRENTS: INT'L TRADE L.J. 41, 44 (2008); Panel Report, Mexico - Measures
Affecting Telecommunications Services, WT/DS204/R (Apr. 2, 2004).
UNCTAD-ICTSD, RESOURCE BOOK ON TRIPS AND DEVELOPMENT 548 (2005).
TRIPS Agreement, supra note 9, at art. 40(2).

101

UNCTAD-ICTSD, supra note 98, at 556.
Id. at 559.

102 Id.; Andreas Heinemann, Antitrust Law of Intellectual Property in the TRIPS Agreement
of the

World Trade Organization, in FROM GATT TO TRIPS: THE AGREEMENT ON TRADE-RELATED
ASPECTS OF INTELLECTUAL PROPERTY RIGHTS 239, 246 (Friedrich-Karl Beier & Gerhard Schricker
eds., 1996). The industrialized countries reportedly resisted the possibility of per se rules for anti
competitive patentee behavior, but they conceded them once they realized that a circumstantial
individual review of a patentee's practice could obtain the same result. See UNCTAD-ICTSD,
supra note 98, at 545-46.
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Although these Articles appear to recognize member state antitrust enforce
ment authority, they are widely interpreted as implying limits on that authority.10 3
Phrases like "appropriate measures" and "consistent with the provisions of this
Agreement" are generally understood to restrain member states' authority to take
certain measures against intellectual property right-holders.1 04
However, if these Articles are an example of formal antitrust cooperation,
they are an extremely limited one. The restraints in Articles 8 and 40 would only
be triggered if a member state took extreme-perhaps unprecedented-antitrust po
sitions against holders of intellectual property rights. 1 5 TRIPS does not attempt to
establish substantive antitrust immunities, nor does it coordinate patent-antitrust
policy more generally.
What good is antitrust cooperation if it only amounts to an agreement not to
be extraordinarily hostile to patentees? Perhaps these limited provisions address
the concern that a member state might use antitrust policy to dismember its TRIPS
obligations entirely. 106 TRIPS does not require any particular patent-antitrust poli
cy within the universe of reasonable options; it is implicated only if when antitrust
enforcement leads to the "general curtailment of intellectual property protec
tion." 10 7
Because of the wide latitude given to member states to set patent-antitrust
policy, TRIPS is best categorized as an example of the partially coordinated patent
policy described in Part II.B.3. The treaty formally coordinates certain policies af
fecting patentee reward, such as term length and the enforcement rights, while
member states have discretion over other policies, such as those involving antitrust
immunities. Although TRIPS may impose some requirements on permissible anti

See, e.g., UNCTAD-ICTSD, supra note 98, at 559-60 (recognizing that "on the one
hand, Article
40.2 fully confirms Members' sovereign power to specify in their national legislation which li
censing practices or conditions they consider to be abusive and anti-competitive; and on the other,
it seems to limit that discretion by stating that such practices or conditions 'may in particular cases
constitute an abuse of intellectual property rights having an adverse effect on competition in the
relevant market"'); Eleanor M. Fox, Trade, Competition, and Intellectual Property-TRIPS and
its Antitrust Counterparts, 29 VAND. J. TRANSNAT'L L. 481, 485-90 (1996) (stating that TRIPS
sets limits on competition laws because it recognizes that aggressive antitrust enforcement could
harm intellectual property protection); Nguyen & Lidgard, supra note 97, at 46 (discussing how
Articles 8(2) and 40(2) limit member states' power to adopt anti-competition legislation to be
consistent with TRIPS).
104 UNCTAD-ICTSD, supra note 98, at 560 (stating that Article 40(2) "requires Members to limit the
measures to prevent anticompetitive practices to what is 'appropriate"').
105 See Fox, supra note 103, at 492. Fox suggested that Articles 8 and 40 provide something like a
good faith standard-any antitrust policy with reasonable bounds will be compliant with TRIPS.
For example, she argued that "existing developed systems of antitrust are presumptively legiti
mate, even though they may function as a limitation on intellectual property rights." Id.
106 See Fox, supra note 103, at 486-87 (acknowledging potential clashes between TRIPS protection
and competition law, and drawing a line where competition law may not go).
107 UNCTAD-ICTSD, supra note 98, at 551-52; Fox, supra note 103, at 552.
103
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trust policies, these requirements are so minimal that almost any policy capable of
increasing competition-even to the great detriment of patentees-can satisfy the
TRIPS requirements. To the extent that the treaty addresses antitrust policy, it is
only to ensure that member states offer something resembling intellectual property
rights-not that they offer minimally substantive antitrust immunities.
The model presented in Part II therefore predicts that membership in TRIPS
would be associated with increased antitrust liability for patentees, particularly in
jurisdictions that extended their patent terms to join TRIPS. 10 8 Antitrust policies
that would be beneficial to many countries if uniformly adopted likely remain un
implemented, because the benefits of granting antitrust immunities are shared glo
bally and the costs are borne locally. Patent protection is not necessarily too weak;
it is possible that the negotiators of TRIPS set longer patent terms to compensate
for expected weak antitrust immunities. But regardless of the optimal total level of
patentee rewards achieved by TRIPS, the model suggests that this level is obtaina
ble at a lower cost through more comprehensive coordination of patent-antitrust

policy.
C. Non-Consensual TRIPS
Lurking in the background of any discussion of the purpose and effect of a
TRIPS provision is the divergence of interests between developing and developed
countries. The consensus is that mandatory IP protection was not in the best inter
est of developing countries, and that these countries agreed to TRIPS only in re
sponse to coercion from more developed countries. 10 9 After all, stronger patent
protection is not necessarily better for everyone.
Diverging preferences for the level of patent protection is consistent with the
model presented in Part II. Under this model, countries will enjoy varying levels of

108 Some countries, particularly those who benefit greatly when worldwide patentee rewards are
high,
may always desire stronger patentee rewards than other jurisdictions are willing to provide.
Therefore, they may continue to offer generous antitrust immunities to patentees post-TRIPS even
if the treaty does not oblige them to do so. Countries that have increased patent terms to join
TRIPS are more likely to have little interest in increasing the worldwide reward available to pa
tentees, and may be less likely to try to increase rewards through unilateral action, such as offer
ing generous antitrust immunities.
109 See PUGATCH, supra note 11, at 64-69 (suggesting that trade retaliation caused many developing
countries to increase their IP protection when it was not otherwise in their best interests); Brad
ford, supra note 39, at 14-16 (suggesting that trade retaliation and the requirement to agree to
TRIPS to receive the benefits from GATT and WTO membership caused developing countries to
agree to TRIPS, even though they were primarily customers of IP related products); Anu Brad
ford, International Antitrust Regime, TRIPs and Different Paths to Regulatory Convergence 9-10
(Feb. 4, 2009) (unpublished manuscript, on file with the American Society of International Law)
(recognizing that developing countries had little to gain from TRIPS because they were primarily
consumers of IP products but that they agreed to TRIPS out of fear of trade retaliation, and be
cause the United States and E.U. withdrew from previous trade obligations of the previous GATT,
forcing developing countries to accept TRIPS as a precondition to any benefits negotiated in new

the GATT).
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benefits in response to increased global patentee rewards (i.e., they will have dif
ferent B functions). Without outside influences, a country that would only slightly
benefit through a coordinated increase in patentee rewards will rationally sit out the
increase.1 1
Moreover, it makes sense that countries obtaining greater marginal benefits
from increased patentee rewards would make side payments to countries obtaining
11
less marginal benefits in order to reach an agreement on stronger patent regimes.
When a country with greater capacity to benefit from increased patentee rewards
wants to increase patentee rewards, it has two options. First, the country could in
crease the strength of its own patent system. However, these increases in patentee
reward will come at a high cost. If a country gets a large benefit from patent pro
tection, it likely will have already offered relatively strong domestic rights, and
providing additional reward will require resorting to less economical policies.
Second, countries could pay other countries to strengthen their patent sys
tems. Because countries receiving less reward from patent protection will have rel
atively weak domestic rights, greater gains in patentee reward will be available at
lower cost by cooperating with other jurisdictions. Bargaining allows countries en
joying large benefits from rewarding patentees to transfer a portion of these bene
fits to countries who would otherwise have no interest in increasing patentee re
wards.
The divergence of interests underlying TRIPS could lead to several conclu
sions regarding the failure to standardize patent-antitrust policy. One possible con
clusion is that the failure to restrain antitrust enforcement more significantly was a
major oversight on the part of the developed countries that traded other benefits for
TRIPS accession. Although Articles 8 and 40 of TRIPS would not allow develop
ing countries to declare all patent activity anticompetitive, they do give developing
countries latitude to offer extremely weak antitrust immunities to patentees.
An alternate conclusion is that the current latitude in antitrust was not an
oversight, but rather was part of the bargain. The developing countries may have
required side payments in excess of the value that these antitrust policies would
have had to developed countries. But this theory does not answer the efficiency
concerns; in fact, it contradicts the intuition that the developed countries have as

This cost-benefit takes place against the backdrop of the Paris Convention, which ensures that na
tionals of non-participants have a right to file for patents in TRIPS jurisdictions, even if their
home country did not offer any patent protection at all. Paris Convention, supra note 45, at art. 3
("Nationals of countries outside the Union who are domiciled or who have real ad effective indus
trial or commercial establishments in the territory of one of the countries of the Union shall be
treated in the same manner as nationals of the countries of the Union.")
As discussed in Part II, coordination among countries with equivalent abilities to capitalize on
patentee reward certainly has its benefits as well. However, when everyone has the same inter
ests, there is often little that requires bargaining.
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much or more to gain from trading for antitrust immunities as they do from trading
for patent term guarantees. If the patent term offered by developing countries has
already been increased through side payments, the next marginal dollar would be
better spent buying antitrust immunities than it would be spent buying a longer pa
tent term. Perhaps the developed countries should relax their patent term demands
and instead increased pressure on developing countries to commit to strong paten
tee antitrust immunities.
One response to this criticism is that antitrust immunities are more difficult to
define and more costly to enforce. The length of a patent term is readily verifiable,
and a country that failed to meet its obligations-for example, by passing a law that
granted patentees nineteen years of protection-would be subject to WTO sanc
tions. Antitrust enforcement is significantly more nuanced and fact-intensive. Un
less a member state made patentee practices protected by TRIPS per se unlawful, it
would be difficult for other member states to intervene on behalf of individual pa
tentees. Moreover, a member state that wants to shirk its antitrust obligations could
often achieve the same result using a rule-of-reason analysis. Though individual
cases of overzealous prosecution of patentees could be brought before the WTO,
developed countries may have concluded that an increase in patent term was simply
a cleaner concession.
Even if it were unfeasible to extract further antitrust concessions from devel
oping countries, it seems that it would have been beneficial for developed countries
to coordinate patent-antitrust policies more extensively amongst themselves. As
discussed in Part II, coordination can produce benefits even without full participa
tion. Those countries with an interest in providing greater patent protection than
the baseline requirements of TRIPS could enter an additional agreement to offer
supplementary patent protection such as explicit patentee antitrust immunities.
TRIPS, however, does not accommodate such multi-tiered arrangements; it is a
one-size-fits-all package.112 If there is such an agreement among developed coun
tries, it does not exist within TRIPS.
D. Extra-Treaty Coordination
The lack of patent-antitrust coordination within TRIPS does not preclude
such coordination taking place either informally or under another treaty. The latter
can be shortly dismissed: there is no other treaty that coordinates patent-antitrust
policy among a subset of countries desiring to implement stronger patent protec-

112

This is an overstatement. Developing countries have the option of delaying full implementation
of TRIPS for up to ten years. TRIPS Agreement, supra note 9, at arts. 65 & 66. However, this
leniency is temporary and does not address the inefficiencies resulting from the failure to coordi
nate antitrust policy.
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tion. 113 However, the possibility of informal coordination calls for more detailed
consideration. When certain conditions are met, a series of interdependent moves
may result in an equilibrium equivalent to what the parties would have agreed to
had they entered a formal treaty.11 4 This stable equilibrium could be achieved ei
15
ther by coincidence of interest, coercion, or true cooperation.
Coincidence of interest occurs when states obtain private advantages from a
particular action irrespective of the actions of other states. 116 There is likely some
coincidence of interests among countries that obtain significant benefits from in
creases in patentee rewards; consequently, there may be several patent jurisdictions
that will elect to raise patentee rewards unilaterally. However, the gains from un
ilateral action have already been assumed. By hypothesis, countries are dealing
with the deficiencies that cannot be solved by coincidence of interest.
Coercion occurs when one state forces other states to engage in actions that
serve the first state's interests.1 17 Like coincidence of interest, coercion likely oc
curs at the international intersection of patent and antitrust law. The United States
118
and has
has a longstanding history of coercing countries to enforce IP rights,
dispute
a
WTO
settling
for
condition
a
policy
patent-antitrust
lenient
made more
1 19
However, under the WTO framework, member states may im
with Argentina.
pose trade sanctions only for cause. 120 If a member state is compliant with its
TRIPS obligations-which, as discussed above, have an extremely weak patent
antitrust component-there may be no basis for another member state to impose
sanctions. Thus, the WTO may have limited the ability of states to use coercion to
increase patentee rewards.
Finally, genuine cooperation can occur when the costs and benefits facing the
states create a repeat prisoner's dilemma.121 For example, this situation would oc

113 The only exception is the Treaty of Rome, which provides for unification of antitrust policy more
generally but only for E.U. member states. Treaty Establishing the European Economic Commu

nity art. 85, Mar. 25, 1957, 298 U.N.T.S. 3.
14 See Jack L. Goldsmith & Eric A. Posner, A Theory ofCustomary InternationalLaw, 66 U. CI. L.

REv. 1113, 1120-21 (1999) (discussing how countries cooperate without explicit agreements).
Id. at 1122-27.
116 Id. at 1122.
115

117

Id. at 1123.

118

Susan K. Sell, Intellectual Property Protection and Antitrust in the Developing World: Crisis,

Coercion, and Choice, 49 INT'L ORG. 315, 321-32 (1995).

119 See Notification of Mutually Agreed Solution, Argentina-PatentProtectionfor Pharmaceuticals
and Test Data Protectionfor Agricultural Chemicals, WT/DS171/3, 2002 WL 1342807, at *2

(June 20, 2002) (discussing the agreement).

120 See World Intellectual Property Organization, Understanding the WTO: Settling Disputes-A
Unique Contribution, http://www.wto.org/english/thewtoe/whatis_e/tife/disple.htm

1

(last vi

sited Oct. 21, 2010) (stating that disputes between WTO countries are decided unilaterally).
Goldsmith & Posner, supra note 114, at 1124-25.
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cur if two states received the greatest possible benefit when both increased patentee
antitrust immunities at the same time, but a state increasing antitrust immunities by
itself would obtain the worst possible outcome. So long as the game continues,
each round increases the odds that the states will arrive at the optimal outcome.12 2
Once both states have implemented mutually beneficial patent-antitrust policies,
they will keep those policies until an exogenous event destabilizes the equili
brium.' 23
Several characteristics for the patent-antitrust dilemma diminish the prospect
of reaching an optimal outcome informally. First, there are over 170 potential pa
tent jurisdictions to coordinate. 124 Also, many of these jurisdictions have divergent
interests,125 and there may be genuine disagreement about the optimal level of pa
tentee reward, even among similarly situated countries. Finally, monitoring the an
titrust immunities given to patentees is extremely challenging. Patent-antitrust cas
es arise infrequently, and even after the fact it can be difficult to estimate the
degree of harm actually caused by a patentee's conduct.12 6 Noise in monitoring can
cause policymakers to misjudge each other's intentions, and coordinated behavior
may soon fall apart.127 If patent-antitrust policy is 'too costly to monitor and mea
ningfully compare through the formal TRIPS framework, it is unlikely that infor
mal interdependent cooperation can solve the problem.
For these reasons, the deficiencies of TRIPS are real. It is unlikely that in
formal cooperation can supply what the Agreement omitted.

E. Evaluating TRIPS
The TRIPS Agreement does too little to coordinate patent-antitrust policy and
will lead to more expensive provision of patentee rewards than would be available
through more extensive cooperation. This result is troubling regardless of one's
view of the proper level of inventor reward. Whatever a patentee's expected re
ward ought to be (a complicated and often divisive question), it could be delivered
at lower cost through increased cooperation.

Id. at 1125.
123 Id. at 1125-27.
124
Members and Observers, supra note 51. There could also be significant gains from coordinating
as few as the five or six of the largest patent jurisdictions. However, spite for free riding players
has the potential to destabilize the cooperative effort.
125
See generally PUGATCH, supra note 11 (noting at various points the differing intellectual property
interests of different groups).
126
127 See Bradford, supra note 39, at 27 (stating that patent-antitrust coordination is unpredictable).
122

See James D. Morrow, Modeling the Forms of International Cooperation: Distribution Versus
Information, 48 INT'L ORG. 387, 394 (1994) ("If the noise in monitoring leads the players to mis
judge the other's prior move, tit-for-tat quickly loses its desired characteristics.").
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Although full-fledged antitrust cooperation may be implausible, there is rea
son to think that patent-antitrust cooperation could succeed where general harmoni
zation efforts have failed. A convincing explanation for the contrast between the
success of the TRIPS negotiations and the failure of antitrust harmonization efforts
128
A patent treaty creates clear dis
is the difference in foreseeability of outcomes.
tributional winners and losers, while the effects of antitrust agreement are murky
and unpredictable. 129 Clear distributional outcomes enable side payments and issue
linkages, while uncertainty triggers risk aversion.
Framing the failure of antitrust harmonization discussions in this way, the
components of patent-antitrust policy absent from TRIPS look more like patent and
less like antitrust policy. Increased patentee rewards in the form of new antitrust
immunities would create clear winners and losers, at least at the national level, with
distributional effects that are knowable and compensable. Unlike antitrust harmo
nization in general, patent-antitrust harmonization looks like a problem that negoti
ations should be able to solve.
Increased patent-antitrust coordination is both possible and desirable. Coop
eration could bring about the twofold benefits of increased patentee rewards and
reduced social costs-an opportunity to make everyone better off. The patent
antitrust intersection is thus ripe for further international negotiation.
IV. Refining the Model
This section evaluates several of the assumptions of the model presented in
Part II and discusses how that part's conclusions would change if those assump
tions did not hold.
A. Domestic Patent Protection Creates Costs Abroad
In the model presented in Part II, the Author assumed that the full cost of of
fering patent protection was borne by the country granting the patent. Since the
costs of rewarding invention were fully internalized, but the benefits were not,
there was an incentive for countries to provide weaker protection than they would if
costs and benefits were fully captured. In reality, however, some of the costs of li
miting competition through the grant of a patent may be borne by other countries.
Taken to the extreme, it may be that countries are overprotecting invention because
they are getting a share in the benefits of rewarding invention, while dumping the
costs onto other countries.
There are several ways that domestic patent-antitrust policy could negatively
affect foreign markets. Restricted competition in one market may naturally spill

See Bradford, supra note 39, at 26-27 (stating that the outcomes from TRIPS were "clear and
quantifiable ex ante" while it is not clear who would benefit from antitrust coordination).

129

Id.
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over into another market. For example, an expensive royalty or injunction in one
patent jurisdiction could reduce competition in other jurisdictions by preventing po
tential competitors from obtaining economies of scale. 130 A potential entrant in a
patent-free market may find entry uneconomical unless he can enter the patent
protected market as well.
This economy-of-scale theory presupposes that patent protection is available
in countries comprising a large portion of the market. A single country's grant of a
domestic patent monopoly scarcely affects international competition, provided that
enough markets without patent protection remain available. For most goods, this
would be the case until many countries agreed to offer strong patent protection. A
country offering no patent protection would experience deadweight loss once most
other countries began offering patent protection. In other words, loss of economy
of scale serves as a kind of natural restriction on free riding. It imposes costs on
countries that hold out from offering patent protection but has little impact on the
decision of the first country to reward invention. Standing alone, a country's fail
ure to internalize the loss of economies of scale in foreign markets seems unlikely
to result in the overprotection of inventions.
On another extreme, it is possible to imagine an aggressive country that de
fined infringement under its patent laws as production or use anywhere in the
world. For example, if a U.S. patent created liability for activities abroad, the Unit
ed States could impose deadweight losses on other countries' economies. 131 Doing
so, however, would violate existing norms of international comity that counsel
against giving national laws extraterritorial effect. 132 In fact, this might be the old
est and most consistent form of informal cooperation; courts around the world are
reluctant to impose patent infringement liability for conduct that occurred entirely
outside national borders.
In between these extremes, there lies a wide range of patentee conduct that
could reduce international competition if tolerated domestically. For example, a
domestic cross-licensing arrangement could have the effect of dividing markets in
ternationally. A patent settlement could be used as a cover for fixing prices world

130

130

They could also prevent other cost reductions that result from increased experience.

This is true, at least, for suits involving companies having sufficient resources or activities in the
United States to be subject to judgment in a U.S. court.
132
For example, in the United States, Acts of Congress are subject to a presumption against extrater
because "foreign conduct is generally the domain of foreign law." Microsoft Corp. v.

ritoriality

AT&T Corp., 550 U.S. 437, 454-55 (2007) (quotations omitted); see Paul B. Stephan, Against
International Cooperation, in COMPETITION LAWS IN CONFLICT: ANTITRUST JURISDICTION IN THE

GLOBAL ECONOMY 66, 81-82 (Richard A. Epstein & Michael S. Greve eds., 2004) (discussing the
history of the effects test in the United States); see generally Joined Cases C-89/85, C-104/85, C
114/85, C-116/85, C-125/85, C-126/85, C-127/85, C-128/85 & C-129/85, A. Ahlstrom Osakeyh
tio v. Comm'n of the European Comtys., 1988 E.C.R. 5193 (discussing the rule of noninterference
used in Europe).
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wide.1 33 Refusing to license a patent in one jurisdiction could be a way of discip
lining price competition in another jurisdiction.
However, the antitrust laws of the country granting the patent are not the only
protection against the patent's anticompetitive effects. Under'the widely used "ef
fects test," a country has authority to regulate anticompetitive conduct that has an
34
Thus,
effect in its borders, without regard to where the conduct itself occurred.'
parties agreeing to territorial restrictions around a patent license in one country
could nonetheless be liable for antitrust violations in another country where the
presence of a patent at the center of the arrangement may provide no defense.
The apparent discrepancy in norms of international comity in these two
areas13 5 reduces the total rewards expected by patentees. In order to prove in
fringement, a patentee must point to conduct in the jurisdiction that granted the pa
tent. At the same time, licensing that patent could subject the patentee to liability
anywhere in the world, wherever the agreement has the effect of limiting competi
tion. The combination of these contrasting rules for extraterritorial application of
domestic law limits the ability of a national policymaker to shift the costs of patent
protection onto other economies.
The possibility of costs being borne by other jurisdictions would only change
the conclusions of the model if these externalized costs were large in comparison to
the benefit a country accrues from inventions being rewarded worldwide. Empiri
cal observations suggest that this is not the case. Every modern patent treaty has
established patent minima; concern for domestic overprotection is not the motiva
tion for international cooperation.1 36

133 There is intense debate about the likelihood of patent settlements being used to facilitate illegal

domestic arrangements. See In re Cardizem CD Antitrust Litig., 332 F.3d 896, 900 (6th Cir.
2003) (holding that an agreement not to enter the United States market is per se illegal under the

Sherman Act); Andrx Pharms., Inc. v. Biovail Corp. Int'l, 256 F.3d 799, 809-10, 812, 815 (D.C.
Cir. 2001) (stating that a generic drug company that is the first to file an ANDA agreeing with the

patent holder of the pioneer drug to delay entry into the market when the generic drug company
has FDA approval could be unlawful restraint on trade); Roger D. Blair & Thomas F. Cotter, Are
Settlements of Patent Disputes Illegal Per Se?, 47 ANTITRUST BULL. 491, 538 (2002) (stating that
whether a patent settlement in a pharmaceutical case is anticompetitive depends on the facts and

circumstances); Herbert Hovenkamp et al., Anticompetitive Settlement of Intellectual Property
Disputes, 87 MINN. L. REv. 1719, 1728-29 (2003) (stating that an IP dispute does not affect
whether a practice is anticompetitive, but only affects whether the anticompetitive practice is ac

ceptable).
134 Stephan, supra note 132, at 81-82; see Hartford Fire Ins. Co. v. California, 509 U.S. 764, 796

(1993) (discussing the effects test).
135 Compare Microsoft Corp., 550 U.S. at 454-55 (understanding that United States patent law does
not extend to foreign activities), with HartfordFire, 509 U.S. at 764 (finding that the Sherman
Act applies to foreign conduct that intended to and did produce a substantial effect in the United
States).
136 This is because countries have adopted antitrust jurisprudence that protects them from the over
reaching effects of foreign patent systems. See, e.g., Zenith Radio Corp. v. Hazeltine Research,
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B. Inventors in Different Locations Have Different Incentives to Invent
Part II treated all inventors as valuing the array of available patent jurisdic
tions without regard to where any particular inventor is located in the world. This
is not the same as valuing all patent jurisdictions equally; it only means that an in
ventor in India and an inventor in China value the U.S. patent system equivalently.
It may go too far, however, to assume that the inventor in India values the Chinese
system as much as the inventor in China does. Therefore, the Author will evaluate
the effects of an inventor's home patent system comprising a disproportionate share
of the inventor's expected reward.
If inventors place more value on their home patent system, then Z varies by
location; inventors in jurisdictions with stronger patent protection will have greater
incentives to invent than inventors in jurisdictions with weaker patent protection.
For example, an inventor in late 1 9th century Switzerland-which, at the time, had
no patent system137-may have had less incentive to invent than a similarly situated
inventor in Germany. Under the Paris Convention, both inventors had equal access
to the German patent system. Yet the Swiss person's inventions would not have
been protected in his home market; he could not enjoy a reward until he either en
tered the German market or licensed his German patent. External barriers to either
of these routes may leave the Swiss inventor less inclined to invest in research
compared to his German peer.
If inventors prefer their home patent systems, and if a country gets an extra
benefit from inventions occurring inside its borders,13 8 then the model will tend to
overstate the benefits of free riding on other countries' patent systems. A country
that under-protects invention will lose opportunities for additional inventive activi
ty to occur within its borders. Nonetheless, as long as some of the benefits of re
warding invention are shared with countries where the invention did not occur, na

Inc., 395 U.S. 100, 114 (1969) (finding that a U.S. company had been damaged by antitrust beha
vior in Canada).
137
137 See PUGATCH, supra note 11, at 65 (noting that Switzerland had no patent system until 1887).
This is partly, but not entirely, the case. Investment in science provides desirable jobs, increases
the skill set of the local workforce, and may foster development of a regional pocket of expertise.
See Giles Duranton & Diego Puga, Micro-foundations of Urban Agglomeration Economies, in
HANDBOOK OF REGIONAL AND URBAN ECONOMICS

2063 (J. Vernon Henderson & Jacques F.

&

Thisse eds., 2004) ("Sustained growth ... requires that new innovations are proportional to the
quantity of past innovations."); Bruce Fallick et al., Job-Hopping in Silicon Valley: Some Evi
dence Concerning the Microfoundations of a High-Technology Cluster, 88 REV. OF ECON.

STAT. 472, 481 (2006) (stating that employee mobility in the computer industry in Silicon Valley

hampers investment in innovation by reducing the reward for doing so). But there are other bene
fits that have nothing to do with the location of an invention. Increases in human knowledge will
produce benefits regardless of where that knowledge comes from. For example, the beneficiary of
a new drug treatment is likely indifferent to the location where the research underlying that treat
ment occurred.
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tional incentives will lean towards policies that systematically under-reward inven
tion.
V. Conclusion
As Louis Kaplow pointed out in 1984, issues at the intersection of patent and
antitrust law should be decided with reference to the cost of benefits available
through other mechanisms of patent law. Patents are designed to reduce competi
tion-exactly so that the promise of market power will lead inventors to expend re
sources in research and development. The goal of patent policy is to grant that
market power in a way that is most attractive to patentees at minimal cost to every
one else.
However, today's national policymaker is not alone in the endeavor. There
are significant spillovers, mostly of benefits, flowing both in and out of the typical
patent jurisdiction. These cross-border interactions do not change the basic goal of
patent policy, but they do distort incentives. A national policymaker has every rea
son to under-commit and under-deliver-to let the rest of the world reward inven
tion while his jurisdiction enjoys the benefits at reduced cost.
Coordination is the solution to distortions caused by uncapturable externali
ties. Efforts to harmonize policy internationally have been partially successful but
have failed to coordinate patent and antitrust law with equal force. Under norms of
international comity, in the literature, and within the TRIPS Agreement itself, pa
tent policy is treated as worthy of being coordinated, while patent-antitrust policy is
largely left out. As a result, some of the policy levers affecting the incentive to in
vent are controlled through detailed agreements enforceable by WTO sanction;
others are left to the outcome of a 170 player prisoner's dilemma.
The results of this schism are twofold. First, patent policy has not yet been
truly coordinated across international borders. There remains both the incentive
and the opportunity for countries to under-reward invention without fully suffering
the consequences. Second, patent policy has not yet been truly coordinated with
itself. Kaplow's model of an improved patent system, in which the most reward is
offered to inventors at the least cost to society, has been lost in the shift to an inter
national patent regime.
Increased cooperation has the potential to deliver two distinct benefits. Coor
dinating patent antitrust immunities could increase the worldwide incentive to in
vent to its optimal level, resulting in more investment research and faster advances
in human knowledge. But even for those who are skeptical of the need for in
creased inventor rewards, more extensive coordination could deliver the desired
level of inventor reward (whatever it is) at a lower cost. A reunited approach to pa
tent policy offers something for everyone-more reward at lower cost. Even if
general harmonization of antitrust policy is infeasible or undesirable, questions at
the patent-antitrust intersection are ripe for further cooperation.
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V. Conclusion ................................................................................................. 260
I. Introduction
Any person who, on or in connection with any goods or services, or any con
tainersfor goods, uses in commerce any word, term, name, symbol, or device ...
which is likely to cause confusion. . . shall be liable in a civil action by any person
who believes that he or she is or is likely to be damagedby such act.'

But how can you tell? The statute certainly does not give much guidance.
How can courts tell whether consumers are likely to be confused as to the source of
a product? This is the single most important, complicated, and difficult question to
answer in virtually any trademark infringement action, yet surprisingly little
thought has gone into finding a solution. That is not to say that courts do not have a
solution-in fact, they have used the same solution for nearly a century. 2 The prob
lem is that far too little thought has gone into the question of whether the current
solution is the correct solution. 3
The current solution, of course, is a multi-factored test. The factors vary
somewhat from circuit to circuit, but in large part they are universally recognized. 4
Some factors are obvious and intuitive, such as the similarity between the accused
mark and the original mark. 5 Other factors are less obvious but still seemingly
quite helpful, such as the similarity of advertising methods. 6 One factor has
emerged, though, as perhaps the most significant factor of them all in practice: the

1
2

Lanham Act

43(a)(1), 15 U.S.C.

1125(a)(1) (2006) (italics added).
See infra Part II.A (examining the historical use of multifactor tests in assessing the likelihood of
consumer confusion).

3

See Barton Beebe, An Empirical Study of the Multifactor Tests for Trademark Infringement, 94

CAL. L. REv. 1581, 1581 (2006) ("The thirteen circuits' thirteen different multifactor tests ...
have received little academic attention and no empirical analysis."); but see, e.g., Thomas R. Lee,
Glenn L. Christensen & Eric D. DeRosia, Sophistication, Bridging the Gap, and the Likelihood of
Confusion: An Empirical and Theoretical Analysis, 98 TRADEMARK REP. 913, 914 (2008) [herei
nafter Bridging the Gap] (examining the usefulness of both the "consumer sophistication" factor
and the "likelihood of bridging the gap" factor); Thomas R. Lee, Glenn L. Christensen & Eric D.
DeRosia, Trademarks, Consumer Psychology, and the Sophisticated Consumer, 57 EMORY L.J.
575 (2008) [hereinafter Consumer Psychology] (examining the usefulness of the "consumer so
phistication" factor).
4

See Beebe, supra note 3, at 1591 tbl.1 (listing the factors used by each circuit); see also Jerome
Gilson & Anne Gilson LaLonde, The Lanham Act: Time for a Face-Lift?, 92 TRADEMARK REP.
1013, 1017-20 (2002) (comparing the number of factors present in each circuit). The most com
monly used factors are "similarity of the marks," "proximity of the goods," "evidence of actual
confusion," "strength of plaintiffs mark," "defendant's intent," "sophistication of the consumers,"
"similarity of advertising methods," "similarity of sales facilities," and "likelihood of bridging the
gap." See Beebe, supra note 3, at 1591 tbl.1 (listing the factors used by each circuit).

5

See Beebe, supra note 3, at 1591 tbl.1 (listing similarity of the marks as a factor used in all cir
cuits).
See id. (listing similarity of advertising methods as a factor used in most circuits).

6
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defendant's intent.' Recent empirical data shows that courts find defendants liable
for trademark infringement in approximately 97% of cases in which a bad faith in
tent is found, 8 creating a nearly un-rebuttable presumption of infringement. 9 Yet
even the validity of this exceptionally important factor has received only occasion
al, glancing analysis.1 0
This Article reconsiders the reliance on the intent factor in modern trademark
law. Part II begins by evaluating the history of its use and the present state of the
law. Part III then considers the factor from a theoretical perspective, examining its
implementation in light of the relevant statutes. Reliance on the defendant's intent
is shown to be inconsistent with both the Lanham Act and the Federal Rules of
Evidence. Part IV surveys the ways in which courts rely on the factor in practice
and identifies numerous problems both in the way courts define it and the sources
they rely on to support it. Part V concludes that, in light of all of these considera
tions, the marginal benefits provided by this factor are far outweighed by the prob
lems it creates. This Article ultimately recommends that courts no longer rely on
intent in determining this central issue in trademark law-the likelihood of con
sumer confusion.

7
8

See id. (listing defendant's intent as a factor used in virtually all circuits); see also infra note 43
(explaining that in practice the defendant's intent is relied on in all circuits).
Beebe, supra note 3, at 1628 ("The data [gathered from the empirical study of likelihood of confu
sion cases] strongly reject the hypothesis that the intent factor is irrelevant to the outcome of the
multifactor test. In fact, they suggest that a finding of bad faith intent creates, if not in doctrine,
then at least in practice, a nearly un-rebuttable presumption of a likelihood of confusion. All but
one of the fifty preliminary injunction opinions in which the court found bad faith intent resulted
in a finding of a likelihood of confusion, and all but one of the seventeen bench trials in which the
court found bad faith intent produced the same result.").

9
10

Id.
Scholars and courts have at times taken exception with the intent factor.

See, e.g., Lois

Sportswear, U.S.A., Inc. v. Levi Strauss & Co., 799 F.2d 867, 875 (2d Cir. 1986) ("[I]ntent is
largely irrelevant in determining if consumers likely will be confused as to source."); 4 J. THOMAS
MCCARTHY, MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITION

23:124 (4th ed. 2007)

("Trademark and unfair competition law has long lived with an inherent tension as to the relev
ance of the junior user's state of mind to the ultimate issue of the state of mind of customers.");
Harvey S. Perlman, The Restatement of the Law of Unfair Competition: A Work in Progress, 80
TRADEMARK REP. 461, 472 (1990) ("What the defendant was thinking is poor evidence of what
consumers were likely to have been thinking."). These critiques, however, almost invariably qual
ify this notion with some degree of acceptance of the intent factor. See, e.g., respectively, Gucci

Am., Inc. v. Action Activewear, Inc., 759 F. Supp. 1060, 1065 (S.D.N.Y. 1991) (noting, after Lois
Sportswear, that "the Second Circuit has repeatedly recognized that evidence 'that a defendant de
liberately engaged in a deceptive commercial practice' raises a presumption of consumer confu
sion"); 4 McCARTHY, supra, 23:124 ("As long as one does not forget that 'an intent to do a
wrong cannot transmute a lawful act into an unlawful act,' defendant's intent can be useful evi
dence to put into the overall mosaic." (citation omitted)); Perlman, supra, at 472 ("[I]t seems per
fectly reasonable to infer that a defendant who intends to confuse consumers has succeeded in
doing so.").
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II. Background
A. History of Intent in Trademark Law
Like so many areas of the law, the modern United States trademark system
has its origins in the common law as adopted from England." Although trademark
law is at least a few centuries old, discoveries surrounding its true origins are ongo
ing. Only in the last few decades Sandforth's Case came to light as the first known
trademark case.1 2 The plaintiff in the case, a clothier, alleged that the defendant
made clothes using the same mark as the plaintiff and that he lost business as a re
sult.13 As one would expect of any trademark case, the plaintiff essentially alleged
consumer confusion.' 4 More interesting for the purpose of this Article, though, the
plaintiff also alleged, at length, a bad faith intent on the defendant's part. In partic
ular, the plaintiff alleged the following:
[T]he defendant, being not unaware of the [plaintiffs use of the mark], scheming
and plotting to hinder the same plaintiff in selling such cloths of his and to ...
worsen the opinion ...
which the aforesaid merchants ... had concerning the
cloths of the same plaintiff, . . . made various woolen [sic] cloths. . . and deceit
fully marked the same cloths with the [plaintiff's mark].

It is unclear to what extent the court did or did not rely on the defendant's intent in
deciding the case,16 but it appears from the complaint that at least the plaintiff con
sidered intent to be very important. This emphasis on the importance of intent is
echoed by the commentary on Sandforth's Case found in the early seventeenth cen
tury case of Southern v. How,'7 which was previously the first known record of a
trademark action. 18 It is also entirely consistent with most nineteenth century

"'
12

See 1 MCCARTHY, supra note 10,
5:2 (discussing the importation of the English common law
system by American courts).
Keith M. Stolte, How Early Did Anglo-American Trademark Law Begin? An Answer to Schech

ter's Conundrum, 88 TRADEMARK REP. 564, 579 (1998).
13
14

15
16
17
18

Id. at 600-02.
See id. at 601-02 ("[W]hereupon various ...
buyers [who] had previously been accustomed to
buy the same plaintiffs cloths, .. . [seeing] the aforesaid cloths marked with .. . the aforesaid
mark ... bought the same cloths ... from the same defendant .... ").

Id. at 601 (emphasis added).
Other than the complaint, the only historical records of Sandforth's Case are two abstracts of the
case, both of which are "considerably less detailed than the complaint." Id. at 588.
One of the judges in Southern v. How, Judge Dodderidge, "appears to characterize [Sandforth's
Case] as an intentional deceit on the senior trademark user by the defendant." Id. at 569-70.
Stolte, supra note 12, at 565 ("History has generally honored Southern v. How, decided in 1618,
as the first reported trademark case in Anglo-American law... ." (citation omitted)).
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trademark cases, which, drawing on Southern v. How,19 emphasized "[t]he element
of fraudulent intent ... over the objective facts of consumer confusion." 2 0
By the end of the nineteenth century, however, two separate causes of action
had developed in this area of the law: (1) trademark infringement and (2) unfair
competition.21 Trademark infringement applied where the plaintiff's mark was
"technical" (i.e., inherently distinctive 22 ), while unfair competition applied where
the plaintiff's mark was not inherently distinctive. 23 Intent was always required to
establish a prima facie case for unfair competition (based on non-inherently distinc
tive marks), but intent was either presumed automatically or not required at all for
trademark infringement (based on inherently distinctive marks).24 Early on in the
twentieth century, however, courts began shying away altogether from intent as a
requirement.25 By the time the Restatement (First) of Torts was published in 1938,
intent was no longer a requirement at all, but was relegated to the role of one of a
number of "factors" to be considered in assessing the more important issue-the
likelihood of consumer confusion. 26 The comments of the restatement addressed
the issue in detail:

19

Id.

20

TO TRADE-MARKS 123 (1925) as "discussing nineteenth century English cases declaring that
Southern v. How is the starting point for the law of trademarks" (italics added)).
1 MCCARTHY, supra note 10, 5:2.
4 MCCARTHY, supra note 10, 23:105.
Id. A mark is inherently distinctive if it fits into any one of three distinctiveness categories: fanci

21
22

at 574 n.50 (citing FRANK

I.

SCHECHTER, THE HISTORICAL FOUNDATIONS OF THE LAW RELATING

ful, arbitrary, or suggestive. Fanciful marks are coined words (e.g., "Verizon"); arbitrary marks
are existing words applied to unrelated products (e.g., "Apple Computers"); and suggestive marks
are existing words that indirectly describe products, but still require an imaginative leap to get
from the mark to the product (e.g., "Coppertone" for skincare products). Boston Duck Tours, LP

v. Super Duck Tours, LLC, 531 F.3d 1, 12-13 (1st Cir. 2008). Marks that are merely descriptive

24

of the goods or services on which they are used (e.g., "Sports Illustrated"), however, are not inhe
rently distinctive, but may still obtain protection via "secondary meaning" or "acquired distinc
tiveness" if consumers come to associate them with a single source over time. Id. at 13. Lastly,
generic marks, those which describe an entire category or genus of goods or services rather than
identify one particular source in the mind of consumers (e.g., "car" or "pizza"), cannot receive any
protection at all, because they simply are not source identifiers in the minds of consumers. See id.
at 13-14 ("Because they serve primarily to describe products rather than identify their sources,
generic terms are incapable of becoming trademarks, at least in connection with the products that
they designate.").
4 MCCARTHY, supra note 10, 23:105. Marks that are not inherently.distinctive are categorized
as either generic or descriptive. See Boston Duck Tours, 531 F.3d at 12-13 (citing only arbitrary,
fanciful, and suggestive marks as inherently distinctive); supra note 22 (discussing the levels of
distinctiveness for marks).
4 MCCARTHY, supra note 10, 23:105.

25

Id.; see, e.g., Coty, Inc., v. Parfums De Grande Luxe, Inc., 298 F. 865, 870 (2d Cir. 1924) ("We

26

think that the reasons for not requiring proof of a fraudulent intent in cases of infringement of
trade-marks apply with equal force in cases of unfair competition, the basis of the remedy being
substantially the same.").
The Restatement actually included two separate lists of factors for assessing the likelihood of con

23

fusion-one for competitive goods, see RESTATEMENT (FIRST) OF TORTS

731 (1938), and another
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[O]ne may infringe another's trade-mark or trade name by adopting a confusing
ly similar designation whether he does so innocently or for the purpose of deceiv
ing prospective purchasers. But his knowledge or purpose is an important factor
in determining whether or not his designation is confusingly similar. . . . [I]f he
adopts his designation with the intent of deriving benefit from the reputation of
the trade-mark or trade name, his intent may be sufficient to justify the inference
that there is confusing similarity. Since he was and is intimately concerned with
the probable reaction in the market, his judgment manifested prior to the contro
versy, is highly persuasive. His denial that his conduct was likely to achieve the
result intended by him will ordinarily carry little weight. While the actor's inten
tion is thus a factor in determining the likelihood of confusion, the degree of si
milarity in appearance, pronunciation or suggestion. .. is a factor in determining
the actor's intention when that is in issue.2 7

This statement, although now more than seven decades old, is virtually identical to
the theories advanced today in support of using intent as a factor in trademark cas
es. 2 8

In 1961, the Second Circuit issued what is now one of the most cited and in
fluential trademark law cases of all time2 9 in PolaroidCorp. v. PolaradElectronics
Corp.30 The case dealt with a claim of trademark infringement under both New
York and federal law. 31 Faced with the issue of whether there was a likelihood of
confusion, the court drew from the Restatement (First) of Torts in coming up with
eight factors that it considered relevant in making such a determination:
[1] [T]he strength of [plaintiff's] make, [2] the degree of similarity between the
two marks, [3] the proximity of the products, [4] the likelihood that the prior
owner will bridge the gap, [5] actual confusion, [6] and the reciprocal of defen
dant's good faith in adopting its own mark2[7] the quality of defendant's prod
uct, and [8] the sophistication of the buyers.

B. Modern Role of Intent in Trademark Law
Since Polaroid, all thirteen circuits have taken similar approaches and
adopted sets of factors (hereinafter "confusion factors") that they consider relevant
to making a likelihood of confusion determination, though some have only fina

for non-competitive goods, see id.
factors.

729. Both lists included the defendant's intent as one of the

27

Id.

28

See, e.g., 4 McCARTHY, supra note 10,

29

729 cmt. f.

23:110 (providing modern justifications for the use of
intent in assessing the likelihood of confusion).
According to Westlaw's KeyCite system, the case has been cited well over 3,000 times in various
documents.

30 287 F.2d 492 (2d Cir. 1961).
31

Id. at 493.

32

Id. at 495 (emphasis added).
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lized their lists more recently. 33 Most of the circuits consider the likelihood of con
fusion to be a question of fact, although a significant minority of circuits view it as
a mixed question comprising both fact and law. 34 The circuits are essentially all in
agreement, at least in theory, on some basic principles in applying the factors: they
"are not, of course, exclusive," they "should not be applied mechanically," "[n]o
single factor is dispositive," and, finally, "cases may certainly arise where a factor
is irrelevant to the facts at hand."35 Despite frequent repetition of these principles,
courts in practice apply the factors quite mechanically.
The cases in which courts add to3 6 or take away from3 7 the official lists of
their respective circuits are truly rare. Arguably, much of the time spent going
through the list of factors in any given case is in reality just an attempt to justify a
predetermined conclusion about the likelihood of confusion, 3 8 and common sense
dictates that the surest way for a trial court judge to avoid reversal on appeal is to

33

Beebe, supra note 3, at 1591 tbl.1, 1649 ("By 2000, if not by the mid-1990s, each of the circuits
had settled on a standard multifactor test for use in its jurisdiction .... ").

3

See, e.g., A & H Sportswear, Inc. v. Victoria's Secret Stores, Inc., 166 F.3d 191, 194 (3d Cir.
1999) ("'[L]ikelihood of confusion' between two marks is a factual matter .... "); Dieter v. B & H

Indus. of Sw. Fla., Inc., 880 F.2d 322, 325 n.2 (11th Cir. 1989) ("Determination of 'likelihood of
confusion' is a factual issue .... "); Sweetarts v. Sunline, Inc., 436 F.2d 705, 710 (8th Cir. 1971)
("[T]he issue of likelihood of confusion in a trademark infringement case is one of fact for the
resolution by the trial court .... "); see also 4 McCARTHY, supra note 10, 23:67 ("At the trial
level, likelihood of confusion is an issue of fact."); but see, e.g., Nabisco, Inc. v. Warner-Lambert
Co., 220 F.3d 43, 46 (2d Cir. 2000) ("The predicate facts are reviewed on a clearly erroneous
standard. The facts here are undisputed, however, and the issue is whether, on balance, the factors
establish a likelihood of confusion. That is a question of law."); Jet, Inc. v. Sewage Aeration Sys.,

165 F.3d 419, 422 (6th Cir. 1999) ("Likelihood of confusion is a mixed question of fact and law.
After a bench trial, we review a trial court's underlying factual findings for clear error but review
de novo whether these facts indicate a likelihood of confusion." (citation omitted)). For a tho
rough discussion of this circuit split, see 3 ANNE GILSON LALONDE & JEROME GILSON ON
8.14 (Karin Green ed., 75th rev. 2010). As a result of these differing views, like
TRADEMARKS
lihood of confusion determinations can be made by any of a number of parties, depending on the
circumstances. For convenience in this Article, the parties deciding the likelihood of confusion is
sues, whether they be jurors, trial court judges, or appellate court judges, are referred to as "the
court."
35

Arrow Fastener Co. v. Stanley Works, 59 F.3d 384, 400 (2d Cir. 1995); see also Falcon Rice Mill,
Inc. v. Cmty. Rice Mill, Inc., 725 F.2d 336, 345 n.9 (5th Cir. 1984) ("These factors may not be re
levant in every case, nor are they the only factors that may be considered. In an appropriate case,
factors other than those listed may be relevant."); New Eng. Cord Blood Bank, Inc. v. Alpha Cord,

Inc., No. Civ.A. 03-11662-GAO, 2004 WL 222357, at *4 (D. Mass. Jan. 21, 2004) ("The factors
are non-exclusive, and the particular facts of a case may render certain factors irrelevant or diffi

cult to apply.").
36

37
38

See Beebe, supra note 3, at 1594 ("Of the 331 opinions sampled, only six (2%) explicitly consi
dered factors beyond those included in their circuit's test, and in doing so, only one of these
looked to precedent from other circuits.").
See id. at 1593 ("Overall, the circuit-wide mean of the proportion of factors not explicitly ad
dressed per opinion is very low (.096). . . .").
See id at 1614-22 (discussing the phenomenon of judges "stamped[ing] the factor outcomes to
favor the test outcomes").
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mechanically consider each factor of the relevant circuit and only those factors so
as to avoid doing anything unorthodox. Equally as rare are courts, or academics for
that matter, that question the utility of the factors. 39 The likelihood of confusion
factors have remained substantially unchanged for nearly a century, not because
they are the best possible answer to the question of when consumers are likely to be
confused, but because each court simply does what the court before it did without
much consideration for why the court before it did what it did.40
Although the factors vary from one circuit to another,4 1 and sometimes signif
icantly, 42 all of the circuits rely on the defendant's intent to some degree. 4 3 The
official legal result of a finding of bad faith intent in most circuits is extraordinarily
significant: a presumption that there is in fact a likelihood of confusion. 4 4 In prac
tice, however, the effect is even stronger: a "nearly un-rebuttable presumption of a
likelihood of confusion." 45 Courts, it seems, are willing to disregard a mountain of
evidence suggesting that confusion is unlikely in favor of even a hint of evidence
suggesting that the defendant intended to violate a trademark right. Indeed, empiri
cal evidence shows that a finding of bad faith intent on the part of the defendant re
sults in a finding of a likelihood of confusion roughly 97% of the time, 4 6 making it
arguably the single most important confusion factor in use today.
III. Theoretical Considerations
This Part considers the validity of the intent factor from a theoretical perspec
tive. For the purpose of this Article, the phrase "theoretical perspective" is not used
to mean a "policy perspective." While policy is touched upon a bit in this Part, the

39

41

See supra note 3 and accompanying text (discussing the low level of analysis concerning the fac
tors).
See Beebe, supra note 3, at 1588 ("The idiosyncrasies of tradition rather than of
reason governed
the development of the multifactor tests across the circuits.").
For a detailed comparison of which factors are used in which circuits, see id. at 1591 tbl.

42

For example, the Eighth Circuit uses only six factors, whereas the Federal Circuit uses thirteen.

40

1.

Id.
43

Ironically, in light of it having more factors than any other circuit, the Federal Circuit is the only
federal appellate court that has not explicitly adopted intent as one of its factors; nevertheless, it
"will consider it when it is relevant." Id. at 1590 n.38. Similarly, the Second Circuit has stated
that "intent is largely irrelevant in determining if consumers likely will be confused as to source"

in Lois Sportswear, US.A., Inc. v. Levi Strauss & Co., 799 F.2d 867, 875 (2d Cir. 1986), but nev

ertheless continues to apply the factor. See, e.g., Gucci Am., Inc. v. Action Activewear, Inc., 759
F. Supp. 1060, 1065 (S.D.N.Y. 1991) (noting, after Lois Sportswear, that "the Second Circuit has
repeatedly recognized that evidence 'that a defendant deliberately engaged in a deceptive com
mercial practice' raises a presumption of consumer confusion").

44 See, e.g., AmBrit, Inc. v. Kraft, Inc., 812 F.2d 1531, 1542 (11th Cir. 1986) ("[I]ntent . . . may

alone be enough to justify the inference that there is confusing similarity."); Mastercrafters Clock

& Radio Co. v. Vacheron & Constantin-Le Coultre Watches, Inc., 221 F.2d 464, 467 (2d Cir.
1955) ("[I]ntent ...

45
46

gives rise to a powerful inference that confusion is likely.").

Beebe, supra note 3, at 1628.
Id. at 1608.
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primary focus is on whether the intent factor would be justifiable under the existing
statutory framework if courts always applied it flawlessly. Part III.A focuses on
trademark law and the Lanham Act, while Part III.B focuses on evidence law and
the Federal Rules of Evidence. This Part ultimately concludes that both trademark
law and evidence rules logically require courts to disregard intent evidence in de
termining the likelihood of consumer confusion.
A. What Does the Defendant's Mind Communicate About the Consumer's

Mind?
1. The Statute

.

While the history and present state of the law are useful and enlightening, the
best starting point for deciphering the standard of today's trademark infringement
law is today's statute: the Lanham Act. This act extends liability for trademark in
fringement to "[a]ny person who, on or in connection with any goods or services .
uses in commerce any word, term, name, symbol, or device ... which is likely to
cause confusion . . . ."47 Beyond the preliminary matters, such as whether there is
use in commerce, 48 the plain language of the statute points to the "likelihood of
confusion" as the primary issue in an infringement analysis. Courts have confirmed
this principle many times over the years, 4 9 even describing the likelihood of confu
50
sion determination as the "central element" of trademark infringement.

47 Lanham Act

43(a), 15 U.S.C.

1125(a) (2006). This section provides liability regardless of

48

whether the plaintiff has a registered trademark. A separate, though similar, section of the statute
covers liability for infringement upon registered trademarks. Id. 1114(1)(a) ("Any person who
shall, without the consent of the registrant-use in commerce any reproduction, counterfeit, copy,
or colorable imitation of a registered mark in connection with the sale, offering for sale, distribu
tion, or advertising of any goods or services on or in connection with which such use is likely to
cause confusion, or to cause mistake, or to deceive ... shall be liable in a civil action by the regi
strant for the remedies hereinafter provided." (emphasis added)). The central issue for liability
under either section is whether there exists a likelihood of consumer confusion.
Other examples of such preliminary issues include whether the plaintiff has a valid and protecta

49

1114, 1125
ble mark and whether any affirmative defenses preclude liability. See generally id.
(providing requirements for establishing protectability and affirmative defenses).
See, e.g., GoTo.com, Inc. v. Walt Disney Co., 202 F.3d 1199, 1208 (9th Cir. 2000) ("[E]ven if we
... concluded that [defendant] was as innocent as a fawn with no intent to copy or appropriate
[plaintiff]'s logo, it would prove nothing since no such intent is necessary to demonstrate a like

lihood of confusion"); Fuji Photo Film Co. v. Shinohara Shoji Kabushiki Kaisha, 754 F.2d 591,

596 (5th Cir. 1985) ("Good faith is not a defense to trademark infringement. The reason for this is
clear: if potential purchasers are confused, no amount of good faith can make them less so." (cita
tions omitted)). In fact, courts have held this view that intent is not a requirement for more than a

century. See, e.g., Elgin Nat'l Watch Co. v. Ill. Watch Case Co., 179 U.S. 665, 674 (1901) (dec

laring that violations of trademark rights for inherently distinctive marks will be restrained even
where wrongful intention is rebutted); see also Thaddeus Davids Co. v. Davids, 233 U.S. 461, 471
(1914) ("[I]t could not be considered necessary that the complainant, in order to establish in
fringement, should show wrongful intent .... ").
50

E.g., GoTo.com, 202 F.3d at 1205.
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Noticeably absent from the statute's language is any mention of the defen
dant's intent, good will, or bad faith. This is in sharp contrast to Congress's nu
merous references within the very same section of the statute to intent as it relates
to dilution and cyberpiracy.5i Even within the trademark infringement context, the
statute makes explicit reference to intent for remedies purposes. 5 2 This lack of an
explicit reference to intent for deciding infringement does not, alone, suggest that
courts should preclude consideration of intent for all purposes when assessing in
fringement-after all, the other confusion factors aren't explicitly mentioned in the
statute either. But it does at least show that Congress, having almost certainly con

5

For example, with respect to dilution, the statute provides for additional remedies where the de

fendant "wilfully intended to trade on the recognition of the famous mark" or "willfully intended to
harm the reputation of the famous mark." 15 U.S.C. 1125(c)(5) (2006) (emphasis added). With

"

respect to cyberpiracy, the statute actually requires bad faith intent to establish a prima facie case:
"A person shall be liable in a civil action by the owner of a mark . . . if, without regard to the
goods or services of the parties, that person has a badfaith intent to profit from that mark ....

Id.

1125(d)(1)(A) (emphasis added).

1117(b) ("In assessing damages . .. for any violation of section 1114(1)(a)
of this title .
. the court shall ... enter judgment for three times such profits or damages, whichever amount is
greater, together with a reasonable attorney's fee, if the violation consists of intentionally using a
mark or designation, knowing such mark or designation is a counterfeit mark . . . in connection
with the sale, offering for sale, or distribution of goods or services . . . . In such a case, the court
may award prejudgment interest on such amount .... " (emphasis added)). Note that damages can
be trebled only for violations of 1114, for which the plaintiff must have a registered mark, and
not for 1125. See supra note 47 and accompanying text (comparing 1114 and 1125).
In addition to relying on intent in deciding whether damages should be trebled, courts also rely on
it in deciding whether monetary damages are the appropriate remedy over injunctive relief. See 3
LALONDE & GILSON, supra note 34, 14.03 ("If injunctive relief satisfies the equities of the par
ticular case, the court will deny recovery of damages and will refuse an accounting of defendant's
profits. This principle is ordinarily applied where there is no showing of fraudulent conduct,
palming off, bad faith, or deliberate intent on the part of the defendant to cause confusion. On the
other hand, where the infringement is deliberate and defendant's use of the mark is intentionally
misleading, or where substantial damage has been inflicted on the plaintiff, damages or damages
and an accounting are appropriate.").
Eliminating reliance on intent in determining trademark infringement liability, as is advocated in
this Article, is entirely consistent with continuing reliance on intent in assessing remedies. This is
true primarily because the statute uses this approach, but it is also quite a reasonable approach
even independent of the statute. Trademark infringement is designed to protect consumers, so in
fringement should be found wherever they are likely harmed. Consumers are likely harmed where
they are likely confused, regardless of the defendant's intent, so infringement should be found
wherever there is a likelihood of consumer confusion. That determination should not involve con
sideration of the defendant's intent for the various reasons discussed throughout this Article. It
does not quite seem fair, though, to punish a party who happens to infringe completely by accident
in exactly the same way as a party who maliciously infringes. The solution, then, is to factor in
that malicious intent when doling out punishments. Thus, it is perfectly reasonable to disregard
the defendant's intent when addressing the likelihood of confusion while factoring it in when as
sessing the appropriate remedy after a likelihood of confusion has been found.
This approach of relying on intent for remedies but not for liability is entirely consistent with gen
eral remedies principles. See RICHARD L. HASEN, REMEDIES 328-29 (2007) (discussing the heigh
tened level of culpability required for punitive damages generally and noting that "all states allow
punitive damages when a defendant has been proven to have an intent to harm a plaintiff').
See id.

.

52
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sidered the matter at some point in time, decided against requiringbad faith intent
for a finding of trademark infringement.
In a sense, what Congress has done is focus the inquiry away from the defen
dant's state of mind and onto the consumer's state of mind. This focus on the con
sumer is entirely consistent with the modern policy views of trademark law. For
example, one of the primary policy objectives behind modern trademark law is pro
tecting consumers. 53 By requiring that the issue of infringement hinge on the like
lihood of consumer confusion, Congress ensured that the law in practice will track
its policy motivations-in most cases infringement will be found if and only if it
serves the policy of protecting consumers. Likewise, the requirement that the
trademark holder establish ownership of a protectable mark follows one of the other
primary policy objectives of modern trademark law-promoting good faith invest
ment by trademark owners. 54 Conversely, the lack of statutory support for an intent
analysis coincides perfectly with the almost universal view that punishment is not a
55
primary focus of modern trademark law.

The modern Restatement of Unfair Competition logically groups the confu
sion factors into three categories: "actual confusion," "market factors," and "in
tent." 5 6 Actual confusion provides direct evidence, typically in the form of con
57
The market
sumer surveys, of what is happening in the minds of consumers.
factors similarly provide strong evidence, albeit circumstantial, of the components
58
The strength of the senior user's mark, for ex
that influence consumers' minds.
59
ample, proves how distinctive the mark would be to consumers; the proximity of
the products and the likelihood of bridging the gap prove how likely consumers are
60
to be in the market for both products or services; the marketing channels prove

5 1 McCARTHY, supra note 10,
* Id. 2:3.
55

56

57

2:2.

See, e.g., 4 McCARTHY, supra note 10, 23:124 ("[Trademark] law does not exist to punish evil
motives or to reward mistaken, yet good faith, ignorance."); see also 1 McCARTHY, supra note 10,
2:2 (listing off policy rationales for trademark law without reference to punishing infringers); 1
LALONDE & GILSON, supra note 34, 1.03 (listing off policy rationales for trademark law without
reference to punishing infringers).
20-23 (1995). Under the Restatement's for
RESTATEMENT (THIRD) OF UNFAIR COMPETITION
of similarity between the marks, (2) the
degree
the
(1)
of:
consist
mulation, these market factors
of care
degree of similarity in the marketing methods and channels of distribution, (3) the degree
of
likelihood
the
(5)
distinctiveness,
mark's
senior
the
of
degree
the
(4)
of prospective purchasers,
bridging the gap, and (6) the geographic differences between the marks. Id. 21.
See id. 23 cmt. c ("Consumer surveys can be helpful in establishing whether confusion is like

ly.").
21 (noting that "[w]hether an actor's use of a designation causes a likelihood of confu
sion... is determined by a consideration of all the circumstances involved in the marketing of the
a list
respective goods or services or in the operation of the respective businesses" and providing
of market factors that "may be important").

58

See id.

59

Id. cmt. i.

60

Id. cmt. j.
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how likely it is for a single consumer to see both of the marks in advertising; 6 1 the
sophistication of consumers proves how much thought consumers will likely put
into their purchases; 62 and the similarity of the marks proves how likely consumers
are to associate the two products with each other. 63
Each of these factors teaches courts about the consumer's mind in a unique
way. Intent, on the other hand, does not. Intent speaks to what the defendant
wanted to happen, with no concern for what actually happened. 64 The defendant's
mind may communicate many things, but it tells us very little about the consumer's
mind, which is what matters most to the statute.
2. The Game
All good pieces of legal scholarship include sports analogies. 65 Hoping that
the converse is true (i.e., that the inclusion of a sports analogy renders legal analysis
good), we turn to Rule 6.08(b) of the Official Baseball Rules: 66 "The batter be
comes a runner and is entitled to first base without liability to be put out (provided
he advances to and touches first base) when ... [h]e is touched by a pitched ball ...
."67 This official rule ineloquently states one of the most basic laws in baseball-a
batter automatically advances to first base if he is hit by a ball. Much like the Lan
ham Act's likelihood of confusion rule, 68 a number of preliminary matters must be
satisfied for this rule to apply-the batter must not be attempting to hit the ball and
the ball must not be in the strike zone when it hits the batter, for example. 69 As
suming these preliminary requirements are met, though, the central question for any

61
62

RESTATEMENT (THIRD) OF UNFAIR COMPETITION

21 cmt. on c. (b) (1995).

63

Id. cmt. h.
Id. cmt. c.

64

See

65

See, e.g., I. Richard Gershon, Field of Deans, 33 U. TOL. L. REv. 49, 49
(2001) analogizingg par

id.

22 cmt.

c

("[T]he actor's intent does not affect the perceptions
of prospective purchasers

ticipation in various sports to being a law school dean); Ronald J. Krotoszynski, Jr., The New Le
gal Process: Games People Play and the Quest for Legitimate Judicial Decision Making, 77

WASH. U. L.Q. 993, 1012-13 (1999) (likening judges to referees and umpires); Aside, The Com
mon Law Origins of the Infield Fly Rule, 123 U. PA. L. REv. 1474, 1475 (1975) (comparing the

66

67

common law to baseball's Infield Fly Rule); but see Carl Tobias, Manuscript Selection Anti
Manifesto, 80 CORNELL L. REv. 529, 536 (1995) ("I despise sports analogies .... ").
OFFICIAL BASEBALL RULES
6.08(b) (2010), available at http://mlb.mlb.com/mlb/downloads/
y2010/officialrules/2010_OfficialBaseballRules.pdf.
For a brief overview of how the game of
baseball is played, see British Broad. Ctr., Guide to Baseball, http://news.bbc.co.uk/sportl/hi/
othersports/baseball/3562135.stm (last visited Oct. 26, 2010).

68

Even a ball that merely brushes the batter's jersey will suffice. OFFICIAL BASEBALL RULES, supra
note 66, 5.09(a). This has led to more than a few suspiciously loose jerseys over the years.
See supra note 47 and accompanying text (discussing the Lanham Act's likelihood of confusion
standard).

69

OFFICIAL BASEBALL RULES, supranote 66,

6.08(b).
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umpire making such a call is whether the batter was in fact "touched by a pitched

ball." 70

This determination is far more difficult than one might first suppose. At
times, the umpire will clearly see the ball hit the batter and the call will be easily
made. Frequently, though, the umpire's view of the contact will have been blocked
by the batter or the ball will have been travelling too fast for the umpire to get a
good view. In these cases, the umpire must consider a number of other factors in
determining whether the batter was touched by the ball: the trajectory of the ball as
it approached, any change in the trajectory of the ball after contact, any sound made
by contact, any movement of the batter's jersey, the batter's immediate reaction, the
71
Much
perception of other umpires on the field, and even possibly instant replay.
72
of
one
each
like the "market factors" in a likelihood of confusion determination,
these factors provides strong evidence of what actually happened and directly aids
73
the umpire in determining whether the ball actually hit the batter.
One factor that umpires do not, and should not, consider, however, is whether
74
This is logically intuitive be
the pitcher intended to throw the ball at the batter.
and batter, with no reference
ball
cause the rule only mentions contact between the
to the pitcher's intent. A pitcher could throw an exceptionally slow pitch, trying his
absolute best to avoid the batter, but the batter will still advance to first if contact is
made and the other minimum requirements are met. Likewise, a pitcher could an
nounce the worst intentions and then throw a ball as hard and fast as possible at a

70

Id.

Although the current instant replay system in Major League Baseball has very limited application,
calls for its increased use, including for Rule 6.08(b) determinations, are frequently made. See,
System, YAHOO! SPORTS, Jun. 3 2010,
e.g., Jeff Passan, Here's the Plan for an Effective Replay
3
http://sports.yahoo.com/mlb/news?slug=jp-replay06O 10.
72 "Market factors" includes all of the confusion factors that reflect market conditions. In sum, this
consists of all of the factors except (1) evidence of actual confusion and (2) intent. RESTATEMENT
20-23 (1995); see also supra note 56 and accompanying text
(THIRD) OF UNFAIR COMPETITION
(listing the "market factors").
73 Baseball is an unfair comparison, some might argue, because it is difficult to actually hit a batter
whereas it is easy to copy a trademark. Indeed, hitting a professional athlete with a ball when he
is standing sixty feet away and trying his best to avoid being hit is generally a more difficult task
that often results in failure even where a pitcher has made his improper intentions explicitly
known. In most cases, this would be more difficult than, say, making an exact copy of a trade
mark and putting it on another product. That said, a trademark that has been knocked off exactly
is like a baseball that clearly hit the batter-a non-controversial issue easily decided by the umpire
or judge with an outcome that is ultimately not affected by any bad faith intent. Where the intent
factor actually influences outcomes, though, is on the closer calls such as "McDonalds" and
"McDental" or marks with subtle similarities in color and shape. The issue of whether and to
what extent the intent factor should be considered is therefore only material in the specific situa
tion where a close call must be made as to whether the accused mark is likely to cause confusion.
Thus, the relative ease of hitting a batter with a ball compared to copying a trademark is irrelevant.
74 See OFFICIAL BASEBALL RULES, supra note 66, 6.08 (stating the rule without reference to the
pitcher's intent).
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batter's head, but the batter still will not go to first base unless there is actual con
tact. In fact, due to heated rivalries and previous altercations between players, it
often is the case that there is real evidence of a pitcher's bad intent (e.g., from a
statement or gesture made either before or during the game); nevertheless, umpires
simply do not, and should not, consider intent in their assessment of whether the
ball touched the batter.
For precisely the same reasons that umpires do not consider pitchers' intent,
so should trademark umpires (i.e., judges 75 ) not consider defendants' intent. A de
fendant could be "innocent as a fawn," with no knowledge whatsoever of a plain
tiff's mark, but the statute still requires liability for trademark infringement so long
as consumers are likely to be confused and the other minimum requirements are
met. 76 Likewise, a defendant could create an elaborate scheme with the express in
tent of defrauding thousands of consumers with counterfeit goods, but the statute
still requires a finding of no liability for trademark infringement unless consumers
are likely to be confused. Intent may be quite relevant to the question of remedies,
both in trademark law and in baseball, 77 but it just is not useful for answering the
primary question of liability in either arena.
3. The Expert
As Professor Harvey Perlman put it, "[w]hat the defendant was thinking is
poor evidence of what consumers were likely to have been thinking." 7 8 Neverthe
less, courts continue to rely on exactly that poor evidence, and scholars have failed
to put up much of a fuss. 79 In explaining why courts consider intent, Judge Learned

7

76

See Confirmation Hearing of the Nomination of John G. Roberts, Jr. to be Chief Justice of the
United States: Hearing Before the S. Comm. on the Judiciary, 109th Cong. 55 (2005) (statement

of John G. Roberts, Jr.) ("Judges are like umpires.").
GoTo.com, Inc. v. Walt Disney Co., 202 F.3d 1199, 1208 (9th Cir. 2000).

77

As discussed supra, intent is used, and rightly so, in trademark suits and in other areas of the law
for the purpose of assessing remedies. See supra note 52 and accompanying text. Interestingly
enough, this use occurs in baseball as well. Though umpires do not consider pitchers' intent rele
vant in determining whether batters are hit, they regularly rely on intent in deciding the appropri
ate punishment for pitchers. Specifically, when a pitcher accidentally hits a batter, the only pu
nishment is that the batter advances to first base; however, when a pitcher intentionally hits a
batter, the pitcher may be expelled from the game. See OFFICIAL BASEBALL RULES, supra note 66,
8.02(d) (declaring that "[t]he pitcher shall not [i]ntentionally [p]itch at the [b]atter" and that
"[i]f, in the umpire's judgment, such a violation occurs, the umpire may elect either to: 1. [e]xpel
the pitcher, or the manager and the pitcher, from the game, or 2. may [sic] warn the pitcher and the
manager of both teams that another such pitch will result in the immediate expulsion of that pitch
er (or a replacement) and the manager" (emphasis added)).
78 Perlman, supra note 10, at 472.
79 For example, even Prof. Perlman, who stated that intent is "poor evidence,"
went on in that piece
to state that "given the difficulty or reluctance of courts to make inferential judgments based on
their own or a jury's evaluation of the two marks in their market context, it seems perfectly rea
sonable to infer that a defendant who intends to confuse consumers has succeeded in doing so."

Id. (emphasis added).

2011]

Missing the Mark

243

Hand stated that "a late comer who deliberately copies the dress of his competitors
already in the field, must at least prove that his effort has been futile. Prima facie
the court will treat his opinion so disclosed as expert and will not assume that it was
erroneous." 80
This theory that the defendant can be treated as an "expert," along with other
similar theories, is problematic for at least three reasons. First, there is rarely an
inquiry into whether the defendant has any qualifications to decide the matter at all,
let alone qualifications sufficient to satisfy the stringent requirements of an expert
witness. 81 This raises significant concerns. For example, many defendants in prac
tice may intentionally alter a copied mark slightly, hoping to maintain confusion
but escape liability. Undoubtedly, some portion of these defendants will acciden
tally take these alterations so far that there is no longer a likelihood of consumer
confusion. The result in a significant number of cases would be presumed liability
based on intent despite a failure to cause confusion. A defendant may have the
worst intent in the world, but that does not necessarily render that defendant capa
ble of determining an issue so complicated as the likelihood of consumer confusion.
Second, intent evidence is necessarily distinct from opinion evidence. This is
a subtle difference, but an important one. Suppose, for example, the intent evi
dence consisted of an e-mail from a defendant declaring, "I really tried to confuse
those dumb consumers with my tricky packaging." 82 This would be valid evidence
of intent to confuse consumers, but it cannot be an expert opinion because it is a
statement of fact about what the defendant did, not the opinion of an expert. Such a
statement, which only recounts what actually happened, is only appropriate for a
fact witness as it does not require any expertise. 83 Alternatively, suppose the e-mail
stated, "I really think I confused those dumb consumers with my tricky packag

80

My-T Fine Corp. v. Samuels, 69 F.2d 76, 77 (2d Cir. 1934). Not all courts would use such a
strong word as "expert," but the nearly un-rebuttable presumption that is created by intent evi
dence demonstrates that courts in practice give defendants' opinions even more deference-less

like that of an expert and more like that ofa judge.
81

82
83

See FED. R. EvID. 702 (listing the requirements for expert witness testimony). Of course, it is
possible to imagine a case in which a court does inquire into a defendant's qualifications. If there
was clear evidence that a defendant truly believed consumer confusion was likely, a plaintiff
might very well present evidence to show that the defendant was qualified to make such an opi
nion. In practice, however, this is exceptionally rare. There is typically not enough actual evi
dence of the defendant's opinion to warrant this, and even where there is, there is no need to pro
vide expertise evidence because the court has typically already presumed the case in plaintiff's fa
vor.
Such evidence is often difficult to find in practice. See infra note 123 and accompanying text
(discussing the rarity of direct evidence for bad faith intent).
See FED. R. EvID. 702 (noting that expert testimony is appropriate where "scientific, technical or
other specialized knowledge will assist the trier of fact to understand the evidence or to determine
a fact in issue").
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ing." 84 This is a statement of opinion, not fact. This could be an expert opinion if
the defendant qualified as an expert, but it is not evidence of intent because it does
not involve any statement of fact about the defendant's mindset. 85 Evidence of in
tent (which requires a statement of fact) can never answer the question that courts
presume it to answer-whether the end result did in fact create a likelihood of con
fusion (which requires a statement of opinion). 86
Third, and most problematic, is that in the vast majority of cases, courts are in
a much better position than defendants to determine whether a likelihood of confu
sion exists. Although the question is often a very difficult one, courts have signifi
cant resources at their disposal to aid their inquiries: true expert analysis, consumer
surveys, evidence of market factors, and advocates on both sides of the issue. De
fendants, on the other hand, may or may not have put much thought into their at
tempts to confuse, may or may not have an understanding of market conditions, and
may or may not be aware of the mindset of consumers, all depending on their levels
of sophistication.
Even where defendants are sufficiently sophisticated to have significant mar
ket awareness, though, courts are still in a much better position to assess the like
lihood of confusion. Intent to confuse, by definition, 8 7 is a forward-looking objec
tive. 88 As such, there is necessarily some degree of uncertainty surrounding its
successful implementation-just because someone intends something does not
mean that it will always happen. 89 Courts, on the other hand, have the benefit of

84

85

86

87

88

89

The same analysis applies to the statement, "I confused consumers." A defendant has no way of
knowing whether consumers were confused, so the statement remains an opinion even without the
qualification that the defendant "thinks" it happened.
Because this Article covers only intent evidence, the issue of whether such a statement, which is
in essence a confession, should be considered as part of the likelihood of confusion determination
is reserved for later discussion. Suffice to say for the purpose of this Article, that such a confes
sion alleviates some of the problems associated with the issues raised herein but does little to alle
viate others.
Some cases may well include a combination of both types of statements together. For example, an
e-mail could read, "I really tried to confuse those dumb consumers with my tricky packaging, and
I really think I succeeded." This does not change the analysis herein, though, as these are still two
distinct statements from the defendant. Even when the two statements are combined into a single
sentence, the evidence of intent itself (in this example, the first half of the sentence) still fails to
answer the question of whether the defendant succeeded.
"Intent" is defined as "intention or purpose;""intention" is defined as "a thing intended; an aim or
plan;" and "intend" is defined as "have (a course of action) as one's purpose or objective; plan."
NEW OXFORD AMERICAN DICTIONARY 882-83 (2d ed. 2005).
Of course, a statement of intent could be made after the defendant has already taken some action.
For example, a defendant could send an e-mail long after bringing his product to market, even
during trial, in which he declares, "I intended to confuse consumers." Such a statement, however,
still speaks to a forward-looking objective because the defendant refers to his past state of mind
and what his future plans were at that time.

Cf 15 U.S.C.

77z-2(c)(1)(A)(i)

(2006) (granting safe harbor for forward-looking statements in

filings with the Securities and Exchange Commission only where they are "accompanied by mea-
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hindsight built in to each of their resources. Courts are able to consider what ac
tually happened in the marketplace of consumers to decide whether consumer con
fusion was likely. Just like umpires who can consider what actually occurred as the
ball approached and thus have no need for knowledge of pitchers' intents, so too
can judges consider what actually occurred in the marketplace of consumers to de
cide whether consumer confusion was likely and thus have no need for knowledge
of defendants' intended results.
Despite the lack of expert qualifications, despite the lack of expert opinions,
and despite this discrepancy in the abilities of judges and defendants to assess the
likelihood of confusion, courts rely on defendants and treat their "opinions" as ex
pert. 90 Worse yet, courts presume the central issue in such cases based on this
flawed factor. 91 Because the Lanham Act asks whether there is a likelihood of con
fusion in the consumer's mind, it is unreasonable to rely on the defendant's mind in
this manner.
B. Should Intent Evidence be Allowed Under the Federal Rules of
Evidence?
How would a defendant who sets out to intentionally confuse consumers go
about accomplishing this goal? He might make his mark look similar to the plain
tiff's mark, he might use his mark on a similar product, or he might advertise his
mark in the same channels, among other options. Regardless of which of these or
any other actions he takes, though, any concrete step the defendant can take toward
causing confusion can be fully measured by the "market" confusion factors (i.e., all
of the confusion factors other than intent and actual confusion). 92 Even more, there
is often evidence of actual confusion to supplement these market factors. 9 3 Why
consider intent then? Reason dictates that intent evidence is both redundant and in
ferior vis-a-vis the other factors. Rules 401 and 403 of the Federal Rules of Evi
dence, in combination, lead to this same intuitive conclusion and require, when read

ningful cautionary statements identifying important factors that could cause actual results to differ
materially").
90

See My-T Fine Corp. v. Samuels, 69 F.2d 76, 77 (2d Cir. 1934) (stating that deliberate copying by

91

a late comer defendant will be treated as expert opinion).
See supra note 44 and accompanying text (discussing the presumptions courts make from intent

92

93

evidence).
"The modern Restatement separates the list of foundational factors into three separate sections
listing six 'market factors,' together with 'intent' and 'actual confusion."' 4 McCARTHY, supra
20-23 (1995)).
note 10, 23:19 (citing RESTATEMENT (THIRD) OF UNFAIR COMPETITION
However, the reliability of evidence of actual confusion is often contested as it typically involves
consumer surveys that are error-prone and easily manipulated. See RESTATEMENT (THIRD) OF
UNFAIR COMPETITION 23 cmt. c (1995) (discussing problems with evidence of actual confusion).
This fact does not change the analysis of this Article, however, as the conclusion herein is that the
market factors alone are sufficient to establish whether there is a likelihood of confusion, with ac
tual confusion evidence being merely supplemental, or perhaps even cumulative, when available.
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properly, that intent evidence be inadmissible for the purpose of establishing a like
lihood of confusion.
1. Relevance
If you've read this far, you've probably thought at some point along the way,
"but isn't intent at least relevant to the likelihood of confusion issue?" The answer,
perhaps surprisingly, is no, at least not under the relevance standard of the Federal
Rules of Evidence. Rule 401 states that "'[r]elevant evidence' means evidence hav
ing any tendency to make the existence of any fact that is of consequence to the de
termination of the action more probable or less probable than it would be without
the evidence." 94 Intent evidence, then, is only relevant if it has a tendency to make
the likelihood of consumer confusion more or less probable than it would be with
out the intent evidence.9 5

Even where there is actual, direct evidence of bad faith intent, this does not
make the likelihood of consumer confusion more or less probable. Returning again
to the game of baseball, suppose that a pitcher announced before a game that he in
tended to hit a batter. Does this direct evidence of the pitcher's intent to hit a batter
with a ball make it more likely that the batter will be hit by a ball? The answer is
yes, but only if the situation is analyzed in the abstract. That is, if an individual
pitch was selected completely at random, and the only piece of information known
about it was whether the pitcher intended to hit the batter with that pitch, then of
course there would be a higher likelihood of the batter being hit when intent was
present. Fortunately for the game, however, umpires do not analyze plays in the
abstract, and in every case, they will have far more information on which to base
their decisions than a mere plan of the pitcher. In fact, any information an umpire
could hope to glean from his knowledge of the pitcher's intent is entirely subsumed
by the great deal of information obtained from the other factors the umpire is able
to consider after having reviewed the actual pitch.
Likewise, if two marks were chosen completely at random, and the only in
formation known about them was whether one mark was created with the intent of
causing confusion with the other mark, then of course there would be a higher like
lihood of confusion where this bad faith intent existed. But, like plays in baseball,
trademark infringement suits do not take place in the abstract, and Rule 401 de
mands that we compare what the case would look like with the evidence against
what the case would look like without it. 96 Each circuit relies on a list of factors

94

FED. R. EVID. 401.

95

Note that the likelihood of confusion is generally considered a fact issue, although some courts
hold that it is a mixed question of both law and fact. See supra note 34 and accompanying text
(discussing whether the likelihood of confusion is a question of fact or a question of law).
This necessarily stems from the requirement that the evidence must make the fact "more probable
or less probable than it would be without the evidence." FED. R. EvID. 401 (emphasis added).

96
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that, save for the intent factor, directly relate to what takes place in the consumer's
mind. For example, all thirteen circuits rely on the similarity of the marks, the
proximity of the goods, evidence of actual confusion, and the strength of the plain
tiff's mark. 97 These factors, in addition to the other factors used by the circuits98
and the flexibility granted to courts in making these determinations, 99 provide all of
the evidence needed to decide whether confusion is likely. Once a court has consi
dered each of these other factors, 100 the presence or absence of intent to confuse,
which can only be effectuated through acts that are measureable by the other fac
tors, does nothing more to suggest that consumers are likely to be confused. A like
lihood of confusion is therefore not "more probable or less probable than it would
be without [intent] evidence," and intent evidence is not relevant under Rule 401.101
2. Admissibility
Even assuming, arguendo, that it is relevant to some extent, intent evidence
would still not be admissible under Rule 403. Rule 403 states that "[a]lthough rele

97
98

Beebe, supra note 3, at 1589.
See id. at 1591 tbl. 1 (listing the factors used by each circuit).

99

See supra note 35 and accompanying text (discussing courts' flexibility in assessing the likelihood
of confusion).
100 Although some of the factors are not always present for the jury to consider (e.g., evidence of ac
tual confusion), many of them are inherently present and available for consideration by the court
in virtually every case (e.g., similarity of the marks, proximity of the goods, and strength of the

plaintiff's mark).
101 Again, this reasoning applies under the assumption that the court has actual, direct evidence of bad

faith intent. Examples of such direct evidence include statements by a defendant in a phone con
versation or an e-mail in which it is explicitly declared that the defendant intends to cause confu
sion among consumers. In practice, it is quite rare for courts to have access to such evidence. See
infra note 123 and accompanying text (discussing the rarity of direct evidence for bad faith in
tent). Consequently, they often rely on questionable, indirect sources that create further eviden
tiary issues. These other sources are discussed in detail infra at Part IV.B, but their evidentiary
aspects are covered briefly here. The questionable sources on which courts frequently rely to infer
bad faith include: (1) similarity of the marks, (2) defendant's knowledge of plaintiff's mark, (3)
defendant's continued use after notice of alleged infringement, and (4) defendant's intent to come
close to plaintiff's mark. See infra Part IV.B.
The first of these sources-similarity of the marks-is purely redundant because it is already fully
considered as an independent factor. See infra Part IV.B.1. As such, "intent" that is presumed
from a similarity of the marks fails Rule 401's test. The "intent" evidence (i.e., the similarity of
the marks) is already under full consideration by the court via the "similarity of the marks" factor,
so the intent factor does nothing to make the likelihood of confusion more or less probable.
The remaining three sources are likely not even relevant to the defendant's intent, let alone con
sumer confusion. See infra Part IV.B.2-4. These consist of (1) defendant's knowledge of plain
tiff's mark, (2) defendant's continued use after notice of alleged infringement, and (3) defendant's
intent to come close to plaintiff's mark. See id. In sum, continued use with knowledge of plain
tiff's mark or notice of alleged infringement likely reflects plaintiff's conclusion that his actions
were lawful, while intent to come as close as the law will allow is actually an express intent to not
cause a likelihood of confusion. See id. "Intent" presumed from any of these sources, then, does
nothing to make confusion more likely than it would be without these sources, so this evidence,
too, fails to satisfy the relevance test of Rule 401. See FED. R. EVID. 401 (defining relevant evi
dence).
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vant, evidence may be excluded if its probative value is substantially outweighed
by the danger of unfair prejudice, confusion of the issues, or misleading the jury, or
by considerations of undue delay, waste of time, or needless presentation of cumu
lative evidence." 102 Here, the extent to which intent evidence is arguably relevant is
substantially outweighed by these considerations.
Wherever there is legitimate evidence of bad faith intent relating to an action
that does not require such intent, unfair prejudice is invariably present. "'Unfair
prejudice' within its context means an undue tendency to suggest decision on an
improper basis, commonly, though not necessarily, an emotional one."' 0 3 At least
with respect to criminal defendants, "'unfair prejudice' ... speaks to the capacity of
some concededly relevant evidence to lure the factfinder into declaring guilt on a
ground different from proof specific to the offense charged."104
This same reasoning logically applies as much to the civil defendant's liabili
ty as it does to the criminal defendant's guilt. In a trademark suit, the "offense
charged" is that the defendant has used his mark in a way that is likely to cause
consumer confusion. When evidence is offered to demonstrate that the defendant
intended to copy or cause confusion, it provides an easy smoking gun that is simply
too difficult to resist treating as a dispositive confession. This is demonstrated by
the "nearly un-rebuttable presumption" of a likelihood of confusion that is estab
lished in practice whenever there is a finding of bad faith intent.10 5 This is a classic
example of a factfinder being lured into determining liability on an improper, emo
tional basis.1 06 Indeed, intent evidence "may pose a risk of unfair prejudice because
it 'tends to distract' the jury from the issues in the case and 'permits the trier of fact
to reward the good man and to punish the bad man because of their respective cha
racters despite what the evidence in the case shows actually happened.'"1 7 Be
cause it causes jurors to focus on the defendant's culpability in this way rather than
consumer confusion, intent evidence also "mislead[s] the jury" into "confusion of
the issues" under Rule 403.108
Intent evidence in trademark law can also be classified as a "waste of time"
and a "needless presentation of cumulative evidence"10 9 because, as discussed su

102 FED R. EvID. 403.
103 Id. advisory committee's note.
104 Old Chief v. United States, 519 U.S. 172, 180 (1997) (citation omitted).
105 Beebe, supra note 3, at 1628.
106 See supranote 103 and accompanying text.
107 United States v. Robinson, 560 F.2d 507, 514 (2d Cir. 1977) (citing FED. R. EvID. 404 advisory
committee's note) (applying Rule 403 to a criminal case).
108 FED. R. EVID. 403.
109

Id.
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pra Part III.B, it is both redundant and inferior compared to the other factors. 1" 0
Any one of these problems alone is enough to tip Rule 403's scales in exclusion's
favor, but when all of them are combined together, there can be no doubt that this
type of intent evidence is precisely the type of evidence that Rule 403 was created
to exclude.
In sum, intent evidence in a likelihood of confusion determination is mostly
irrelevant under Rule 401 because it does not increase the probability of a likelih
ood of confusion to a greater level than would exist without the evidence. To
whatever limited extent it may be relevant, however, its probative value is substan
tially .outweighed by the Rule 403 factors, not the least of which is the danger of
unfair prejudice. Intent evidence offered to prove the likelihood of confusion
should therefore be deemed inadmissible under the Federal Rules of Evidence.
IV. Practical Considerations
This Part focuses on the practical considerations of relying on the intent fac
tor. Specifically, it reviews the ways in which courts have applied the factor in
practice. It begins in Part IV.A by focusing on how courts define the intent stan
dard. Part IV.B then examines the sources on which courts frequently rely for evi
dence of bad faith intent, including the similarity of the marks, defendant's know
ledge of plaintiff's mark, defendant's continued use after notice of alleged
infringement, and defendant's intent to come close to plaintiff's mark. Through
this analysis, numerous and significant problems are discovered relating to the cur
rent implementation of the intent factor in the courts.11 1
A. Intent to Do What?
On the issue of what type of intent must be found, the Third Circuit has rea
sonably noted that "a defendant's mere intent to copy, without more, is not suffi
ciently probative of the defendant's success in causing confusion to weigh such a
finding in the plaintiff's favor; rather, defendant's intent will indicate a likelihood
of confusion only if an intent to confuse consumers is demonstrated." 1 2 This re
quirement of intent to confuse or deceive consumers rather than mere intent to copy

110 "Undue delay" is the only factor that may or may not suggest exclusion, depending on the cir

"1

cumstances.
Because Part IV focuses on the results of the application of the intent factor in practice, it is rea
sonable to suggest that the issues raised herein only provide support for correcting the application
of the intent factor rather then excluding it entirely. This is not a foregone conclusion, however,
as it may be the case that these practical difficulties are insurmountable and can only be averted in
theory. Furthermore, the intent factor's status as a mere creation of the courts, designed to assist
them in assessing the likelihood of confusion, suggests that it should no longer be used where, in
practice, it only further complicates the matter. See infra Part IV.B.4 (discussing the confusion
added to the process by consideration of the intent factor).

112 A & H Sportswear, Inc. v. Victoria's Secret Stores, Inc., 237 F.3d 198, 225-26 (3d Cir. 2000).
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has generally been acknowledged and accepted at some point in time throughout
the other circuits as well.11 3
This important distinction exists because there are a number of circumstances
under which copying is legitimate and does not equate to infringement. In such
cases, even an intent to copy coupled with successful copying is insufficient to pro
duce liability. For example, it is perfectly acceptable to copy a mark where the new
mark is sufficiently distinct from the original mark, 114 is in a sufficiently distinct
market from the original mark, 11 5 or is used in a sufficiently distinct region of the
country from the original mark. 116 Likewise, it is also acceptable to copy elements
of a mark that are unprotectable as generic, descriptive, or functional.11 ' There can

113

See, e.g., Star Indus., Inc. v. Bacardi & Co., 412 F.3d 373, 388 (2d Cir. 2005) ("Bad faith general
ly refers to an attempt by a junior user of a mark to exploit the good will and reputation of a senior
user ... with the intent to sow confusion between the two companies' products."); Meridian Mut.

Ins. Co. v. Meridian Ins. Group, Inc., 128 F.3d 1111, 1120 (7th Cir. 1997) ("[I]n the trademark in
fringement context, 'intent' refers to the intent to confuse customers, not merely the intent to use a
mark that is already in use somewhere else."); DeCosta v. Viacom Int'l, Inc., 981 F.2d 602, 611
(1st Cir. 1992) (defining bad faith as having "an intent or expectation of causing confusion or 'fo
restalling expansion under the mark by the prior user' (in a different field) or harming [the prior
user's] 'reputation or good will"' (citation omitted)); Anheuser-Busch, Inc. v. L&L Wings, Inc.,
962 F.2d 316, 321 (4th Cir. 1992) (holding that "relevant intent in trademark cases is not merely
an intent to profit ... but an 'intent to confuse the buying public"') (citation omitted); GTE Corp.

v. Williams, 904 F.2d 536, 541 (10th Cir. 1990) ("The ultimate focus is on whether the second us
er had the intent to benefit from the reputation or goodwill of the first user.").
114 See, e.g., Sun-Fun Prods., Inc. v. Suntan Research & Dev. Inc., 656 F.2d 186, 189 (5th Cir. 1981)
("The two marks must bear some threshold resemblance in order to trigger inquiry into extrinsic
factors .... ").
115 Virgin Enters. Ltd. v. Nawab, 335 F.3d 141, 150 (2d Cir. 2003) ("When the two users of a mark
are operating in completely different areas of commerce, consumers are less likely to assume that
their similarly branded products come from the same source."); see also 4 McCARTHY, supra note
10, 23:124 ("[T]here is nothing sinister in a situation where a firm believes that it has a right to
use a mark similar to that already in use because in its view no conflict exists since there are dif
ferences in format or product line."). Note, however, that even "[w]here the goods at issue are not
competing and unrelated and there is no likelihood of confusion between those goods as used un
der the same trademark, a plaintiff may make a dilution claim if its mark is famous." 1 LALONDE

& GILSON, supra note 34,

5.05(2); see Lanham Act

43(c)(1), 15 U.S.C.

1125(c)(1) (2006)

("[T]he owner of a famous mark that is distinctive ... shall be entitled to an injunction against
another person who . . . commences use of a mark or trade name in commerce that is likely to
cause dilution by blurring or dilution by tarnishment of the famous mark, regardless of the pres
ence or absence of actual or likely confusion, of competition, or of actual economic injury." (em
116

phasis added)).
See Dawn Donut Co. v. Hart's Food Stores, Inc., 267 F.2d 358, 364 (2d Cir. 1959) ("[I]f the use of
the marks by the registrant and the unauthorized user are confined to two sufficiently distinct and
geographically separate markets, with no likelihood that the registrant will expand his use into de
fendant's market, so that no public confusion is possible, then the registrant is not entitled to en
join the junior user's use of the mark.").
1125(a)(3) (2006) (stating that the matter sought to be protected in a trademark
action may not be functional); supra note 22 (discussing descriptive and generic marks). Another
potential argument in support of requiring intent to confuse over intent to copy is that defendants
are more culpable when they specifically set out to confuse consumers. Given that the primary
argument in this Article is that culpability should not be factored into the likelihood of confusion
determination, however, this argument is not explored in detail herein.

117 See 15 U.S.C.
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be no liability for infringement in such cases, even where defendants had
tent to copy and succeeded in effectuating that intent, because the statutory
is not met. Given this variety of circumstances under which successful
does not result in infringement, it is entirely sensible for courts to require
confuse rather than mere intent to copy.1 18
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clear in
standard
copying
intent to

Despite this "considerable difference between an intent to copy and an intent
to deceive," 119 and despite most circuits having agreed at some point in time that
the latter should be required, 120 courts continue to conflate the two. Not only do
they switch interchangeably between "intent to confuse" and "intent to copy" from
one opinion to the next, but frequently courts refer to the two phrases within a sin
gle opinion as though they were one and the same.1 21 This gives rise to the poten

118 Even if a particular circuit were to explicitly adopt an "intent to copy" standard and disavow an
"intent to confuse" standard, which none has done thus far, it would only cause further problems
for three reasons. First, it would create a circuit split. Second, it would add another inference
(i.e., inferring intent to confuse from a mere intent to copy) into the already long chain of infe
rences and presumptions on which courts must rely when applying the intent factor. See infra Part
IV.B.2 (discussing the long chain of inferences used to find a likelihood of confusion). Third, it
would lead to presumptions of infringement being applied based on intent even in cases where a
successful implementation of that intent is not infringement. As such, the primary argument made
in this Part-that the intent factor creates more uncertainty and complication than it alleviates
would only be strengthened.
Courts could take an alternative approach and declare that "intent to confuse" is the standard whe
rever these exceptions are at issue, while "intent to copy" is the standard wherever they are not.
This would again complicate the matter significantly, though, as it would require an initial as
sessment of these issues (many of which are central to and frequently raised in trademark litiga
tion), before deciding the relative weight to give the intent factor. It is possible that courts con
sciously decided against this two-part approach due to these practical difficulties; however, it is
more likely that courts simply have not considered the distinction between intent to copy and in
tent to confuse in this level of detail. See infra note 121 and accompanying text (discussing the
carelessness with which courts have treated the terms interchangeably at times). In any event,
such an approach would still cause a circuit split, add complication to the process, and do nothing
to alleviate the other concerns expressed throughout this Article, but it would resolve many of the
issues discussed in Part IV.A.
119 4 McCARTHY, supra note 10,

23:113.

120 See supra note 113 and accompanying text (noting that most circuits require intent to deceive).
121 E.g., Nautilus Group, Inc. v. ICON Health & Fitness, Inc., 372 F.3d 1330, 1336-37 (Fed. Cir.
2004) (using "intent to confuse" and "intent to copy" interchangeably within the same paragraph);

GoTo.com, Inc. v. Walt Disney Co., 202 F.3d 1199, 1208 (9th Cir. 2000) (using "intent to con
fuse" and "intent to copy" interchangeably within the same paragraph). Some cases suggest that a
few circuits have explicitly adopted an "intent to copy" standard, perhaps not seeing a significant
difference between the two standards. For example, the Second Circuit stated that "[i]ntentional
copying gives rise to a presumption of a likelihood of confusion" in a decision with no reference
to intent to confuse or deceive. Mobil Oil Corp. v. Pegasus Petrol. Corp. 818 F.2d 254, 258 (2d
Cir. 1987). In that case, the court was in fact quoting an earlier decision in which it stated even
more explicitly that "[i]f there was intentional copying the second comer will be presumed to have
intended to create a confusing similarity of appearance and will be presumed to have succeeded."

Perfect Fit Indus., Inc. v. Acme Quilting Co., 618 F.2d 950, 954 (2d Cir. 1980). However, sand
wiched between those two cases was another, in which the Second Circuit stated: "We have rec
ognized that evidence of intentional copying raises a presumption that a second comer intended to
create a confusing similarity of appearance and succeeded. But if comparison of the works re-
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tial for very problematic outcomes, including courts presuming infringement based
on a legitimate intent to copy in a non-confusing way. The lack of clarity as to the
standard, coupled with the resulting misapplication of the law, suggests that courts
should, at a minimum, reconsider and clarify their definitions of intent.
B. Where Does Intent Evidence Come From?
Although courts often make assertions to the contrary, they generally apply
the confusion factors in a rigid fashion, rarely adding to or taking away from the
official lists of their respective circuits. 122 This is more problematic for the intent
factor than the others for two reasons. First, evidence directly supporting a finding
of intent is rare, 123 resulting in reliance on insufficient evidence in a very large
number of cases if the factor is mechanically applied. Second, where' intent is
found, it creates a presumption of a likelihood of confusion, 124 thereby likely de
termining the outcome in a typical case. Thus, mechanical application of the intent

veals no fair jury issue concerning likelihood of confusion, then intent to copy, even if found from
the proffered evidence, would not establish a Lanham Act violation." Warner Bros. Inc. v. Am.

Broad. Cos., 720 F.2d 231, 246-47 (2d Cir. 1983). Likewise, the Second Circuit in a more recent
case stated that the intent factor considers "whether the defendant adopted its mark with the inten
tion of capitalizing on plaintiffs reputation and goodwill and any confusion between his and the

senior user's product." W.W.W. Pharm. Co. v. Gillette Co., 984 F.2d 567, 575 (2d Cir. 1993) (ci
tation omitted). A few years ago, the Second Circuit stated even more plainly that "[b]ad faith
generally refers to an attempt by a junior user of a mark to exploit the good will and reputation of
a senior user ... with the intent to sow confusion between the two companies' products." Star In

dus., Inc. v. Bacardi & Co., 412 F.3d 373, 388 (2d Cir. 2005). Similarly conflicting cases can be
found in other circuits that have at times referenced an "intent to copy" standard. As yet, no cir
cuit court has unambiguously adopted an "intent to copy" standard.
122 See supra notes 36-37 and accompanying text (citing empirical evidence that courts apply the fac

tors rigidly).
123 See, e.g., Jellibeans, Inc. v. Skating Clubs of Ga., Inc., 212 U.S.P.Q. 170, 176 (N.D. Ga. 1981)
("Since improper motive is rarely, if ever, admitted ... the court can only infer bad intent from the
facts and circumstances in evidence."). In Professor Beebe's empirical study of trademark cases
and their reliance on the confusion factors, 102 of the 331 opinions sampled found bad faith on the
defendant's part. Beebe, supra note 3, at 1630. "In fifty-eight of these 102 opinions, the court
based its finding of bad faith at least in part on the combination of similarity [of the marks] and
defendant's knowledge [of plaintiffs mark]. In thirty of these fifty-eight opinions, the court also
based its finding on direct evidence of bad faith, such as documents produced by the defendant or
actions of the defendant after receiving a cease and desist demand from the plaintiff. In only thir
ty-seven of the 102 opinions did the court base its finding solely on direct evidence without expli
citly mentioning the combination of similarity [of the marks] and defendant's knowledge [of
plaintiffs mark]." Id. at 1630-31. Importantly, although the number of direct evidence cases was
small in this study, it still included evidence that defendants continued with their conduct after re
ceiving notice of alleged infringement (e.g., via a cease and desist letter) within this direct evi
dence. As discussed infra at Part IV.B.3, this evidence is questionable and probably even suggests
that a bad faith intent and consumer confusion are less likely. The number of cases in which truly
direct evidence was relied on (e.g., an e-mail from the defendant stating that he intended for con
sumers to be confused by his use of a mark) is therefore even smaller.
124 See supra note 44 and accompanying text (discussing the "powerful inference" courts draw from a

finding of bad faith intent).
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factor causes courts to use insufficient facts to make significant, and often disposi
tive, findings.
As courts have acknowledged, evidence directly supporting a finding of intent
to confuse is quite rare. 125 Consequently, courts typically search for circumstantial
evidence of intent in the following places: similarity of the marks, defendant's
knowledge of plaintiff's mark, defendant's continued use after notice of alleged in
fringement, and defendant's intent to come close to plaintiff's mark.12 6 These cate
gories are addressed in that order.
1. Similarity of the Marks
One of the most common means by which courts establish intent to confuse is
through close similarity between the accused mark and the original mark.12 7 This
approach has enjoyed broad support since at least 1938, when it was explicitly
adopted by the Restatement (First) of Torts.12 8 For example, in a Northern District
of New York case, the defendants were sued by the McDonald's restaurant chain
for opening up a dental office called "McDental."1 29 The defendants testified that
they picked that name because it was "cute" and had a "quality of retentiveness,"

See supra note 123 and accompanying text (discussing the rarity of direct evidence for bad faith
intent).
126 This list does not include some categories of evidence that courts have used to find good faith on
the defendant's part. For more information on what evidence courts consider for both good faith
and bad faith intent, see 1 LALONDE & GILSON, supra note 34, 5.09 and 4 McCARTIY, supra

125

23:114-120.
note 10,
127 This approach has been used by a variety of courts for many decades. For example, in My-T Fine
Corp. v. Samuels, the defendants were selling a pudding mix in a box that was very similar to the

plaintiff's pudding mix box. 69 F.2d 76, 77 (2d Cir. 1934). Judge Learned Hand went through a
detailed comparison of the two boxes, noting "that the real differences that remained were only
the name and the color of the chevron." Id. He went on to state that because the defendants had
no "original interest" in this packaging design, "they could only have meant to cause confusion,
out of which they might profit by diverting the plaintiff's customers. This being the intent, the dis
similarities between the two do not in our judgment rebut the presumption." Id. Similarly, in
Tisch Hotels v. Americana Inn, the defendant operated a motel under the name "Americana" and
used a logo with striking similarity to the plaintiff's line of Americana hotels. 350 F.2d 609, 610
(7th Cir. 1965). The court stated: "We find incredible the suggestion that the identity between
plaintiffs' and defendants' designs and use of the word 'americana' was arrived at independently
or by coincidence. . . . The district court found as a fact and concluded that defendants acted in
good faith in adopting the name 'Americana,' 'without intending to exploit the reputation or good
will of Plaintiffs.' . . . But we think that defendants adopted plaintiffs' name deliberately with a
view to obtaining some advantage from plaintiffs' investments in promotion and advertising. The
inference of likelihood of confusion is therefore readily drawn because the adoption itself indi
cates that defendants expected that likelihood to their profit. A comparison of plaintiffs' and de
fendants' marks shown above clearly discloses the copying." Id. at 613 (citations omitted). For
more cases on this subject, see 4 McCARTHY, supra note 10, 23:119.
128 RESTATEMENT (FIRST) OF TORTS 728 cmt. f (1938) ("While the actor's intention is thus a factor
in determining the likelihood of confusion, the degree of similarity in appearance, pronunciation
or suggestion.. . is a factor in determining the actor's intention when that is in issue.").

129 McDonald's Corp. v. Druck and Gerner, DDS., 814 F. Supp. 1127, 1135 (N.D.N.Y. 1993).
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disavowing any attempts to capitalize on the McDonald's brand. 13 0 Nevertheless,
the opinion concluded:
The court need not deliberate long on the question of intent here. In short, the
court finds that the explanations and statements of [defendants] regarding the
choice of the name "McDental" defy common sense and credibility; that they
were fully cognizant of the name's similarity to McDonald's and chose to capi
talize on Plaintiff's popularity. Consequently, the court easily finds that the good
faith factor weighs in Plaintiff's favor.

The court gave no real substantive reason not to believe the defendants other than
the similarity of the marks.132
Regardless of whether there exists a likelihood of confusion between a
"McDonald's" restaurant and a "McDental" dental office, the intent factor did noth
ing to assist the court in resolving this case. The evidence used to infer intent
would have already been considered in full by the court under the "similarity of the
marks" factor, an independent factor that courts consider when determining wheth
er there exists a likelihood of confusion.1 33 It certainly makes sense for a court to,
as some have rightly done,' 34 deem the "similarity of the marks" factor one of the
most important factors in making a likelihood of confusion determination. It does
not make sense, however, for a court to analyze the similarity of the marks as one
factor and then to use that analysis to presume bad faith intent, an entirely separate
factor, which can then be used to presume a likelihood of confusion. If the marks
are quite similar, then the court will have no trouble finding a likelihood of confu
sion relying primarily on the similarity factor; if they are quite different, then the
court will have no trouble finding no such likelihood.' 35 Regardless of where the
marks fall on the similarity scale, though, the intent factor adds nothing to the equa
tion and again serves only to complicate the matter.136

130 id
'3'

Id.

132 Id.

133 See Polaroid Corp. v. Polarad Elecs. Corp., 287 F.2d 492, 495 (2d Cir. 1961) (listing "the degree
of similarity between the two marks" and "the reciprocal of defendant's good faith in adopting its
own mark" as separate factors).
1

See Beebe, supra note 3, at 1623 ("Courts have suggested that the similarity factor can be 'dispo
sitive,' and an authoritative treatise has asserted that this factor 'is usually controlling."').

'5

See id. (noting that "[c]ourts have suggested that the similarity factor can be 'dispositive"' and
that "[i]t is hard to imagine a judge finding that the marks are not similar, and yet that consumers

136

are likely to confuse them").
See Lois Sportswear, U.S.A., Inc. v. Levi Strauss & Co., 799 F.2d 867, 872 (2d Cir. 1986) ("The
factors are designed to help grapple with the 'vexing' problem of resolving the likelihood of con
fusion issue." (citation omitted)).
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2. Defendant's Knowledge of Plaintiff's Mark
Courts are split as to whether an intent to confuse can be inferred where there
is evidence that the defendant had actual knowledge of the plaintiff's mark prior to
adopting his own. For example, in one case where the defendant had actual know
ledge of the plaintiff's mark, the Second Circuit stated:
[Defendant]'s knowledge of [plaintiff]'s trademark does not necessarily give rise
to an inference of bad faith, "because adoption of a trademark with actual know
ledge of another's prior registration of a very similar mark may be consistent
with good faith." [Plaintiff] has not put forth any evidence that [defendant] in
tended to promote confusion between the products or appropriate [plaintiff]'s
good will and therefore has not shown any bad faith on [defendant]'s part.

However, in a case involving two companies with similar advertising campaigns
and marks, the Southern District of New York stated:
The [defendant]'s awareness from the outset of the similarity of the two cam
paigns is significant. Proof of such knowledge "has often been relied upon as
evidence of bad faith and an intention to trade upon another's good will. A
wrongful intent appears easy to infer where the defendant knew of the plaintiff's
mark, had freedom to choose any mark and 'just happened' to choose a mark
confusingly similar to plaintiff's mark."

Frequently this analysis takes the form of the "newcomer" or "second comer"
doctrine. Courts reason that "a defendant, being a newcomer, has an infinity of
marks to chose [sic] from. If he is aware of a plaintiff's mark and nevertheless
chooses a closely similar mark, the courts tend to draw an inference of intentional
139
Some courts will take this analysis
infringement and likelihood of confusion."
one step further and find an intent to confuse based on circumstantial evidence of a
14 0
This is most com
defendant's constructive knowledge of the plaintiffs mark.
14 1
however, courts
distinct;
or
famous
sufficiently
is
mon where the plaintiff's mark
will also make such a finding where the plaintiff and defendant have had a prior re
lationship. 142

137 W.W.W. Pharm. Co., Inc. v. Gillette Co., 984 F.2d 567, 575 (2d Cir. 1993) (citations omitted).
138

Dreyfus Fund, Inc. v. Royal Bank of Can., 525 F. Supp. 1108, 1121 (S.D.N.Y. 1981) (citation
omitted).

139

Perfumania, Inc. v. Perfulandia, Inc., 279 F. Supp. 2d 86, 101 (D.P.R. 2003) (emphasis omitted).

5.09(5) (noting that courts "presume intentional in
fringement and likelihood of confusion" where "the defendant is aware of the plaintiffs mark or
should be aware of it").
141 See id. ("Resolving doubts against a newcomer is done in particular when the prior mark is famous,
because the junior user was more likely to have been aware of the prior mark. The same is true
where the newcomer adopts a mark that is substantially similar to a strong mark, strength being a
combination of the mark's distinctiveness and its marketplace recognition.").
5.09(4)(f) ("Courts draw an inference of wrongful intent where the parties have had a
142 See id.
140 See 5 LALONDE & GILSON, supra note 34,

previous business relationship of some type.").
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Such inferences of an intent to confuse are unwarranted for at least three rea
sons. First, as mentioned by the Second Circuit, there are a variety of circums
tances under which a junior user may knowingly adopt a similar mark and still not
intend to confuse consumers. These include where he reasonably believes that the
senior user's mark is functional, generic, descriptive, sufficiently distinct from his
own mark, in a sufficiently distinct market, or in a sufficiently distinct geographic
location. In the vast majority of cases, the mere fact that the defendant has taken
the case all the way to trial suggests that the he has at least some plausible argu
ment that his use is not likely to confuse consumers. The inference of a bad faith
intent is truly weak in light of the many good faith ways in which a defendant can
adopt a particular mark with knowledge of another's mark.
Second, by adding this weak factor into the equation, courts only further wea
ken the long chain of inferences used to find a likelihood of confusion. That is,
courts are essentially stating that where a defendant was aware of a plaintiff's mark,
the defendant must have intended to copy the plaintiff's mark; therefore the defen
dant must have intended to cause consumer confusion, and, because it is safe to as
sume the defendant will be successful in those efforts, consumer confusion is like
ly. 143 In cases where constructive knowledge is used, yet another inference is added
to the chain. 144 This long chain of rather weak inferences only serves to create new
problems for trademark law-exactly the opposite goal of the confusion factors,
which were designed to "help grapple with the 'vexing' problem of resolving the
likelihood of confusion issue." 145
Third, courts are still relying on the similarity of the marks and other factors
as their true basis for finding a likelihood of confusion. Courts would never infer
an intent to confuse from a defendant's knowledge of a plaintiffs mark if the de
fendant's mark was entirely distinct from and unrelated to the plaintiff's mark, yet
courts such as the Southern District of New York would likely make such an infe
rence where the defendant's mark is an exact copy of the plaintiff's mark. In be
tween these two extremes is the situation where a mark is neither completely dis
tinct from nor an exact copy of another mark. It is safe to assume that in these
situations, a court is less likely to find intent than where the mark is an exact copy,
but more likely than where it is completely distinct. In practice, then, the courts use
a sliding scale: the more similar two marks are, the more likely the court is to find a
bad faith intent from the defendant's knowledge of the plaintiff's mark; the less

143 See 4 McCARTHY, supra note 10, 23:124 ("Not to be forgotten in all the discussion of
inferences
and presumptions is that the focus of the law of trademark and unfair competition is to prevent de
ception of customers.").
144 For example, certain circumstantial evidence exists, therefore the defendant must have had know
ledge of plaintiff's mark, therefore the defendant must have intended to copy.
145 Lois Sportswear, U.S.A., Inc. v. Levi Strauss & Co., 799 F.2d 867, 872 (2d Cir. 1986) (citation
omitted).
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similar the marks are, the less likely the court is to find such a bad faith intent.
Thus, even where the court frames the issue as whether the defendant had prior
knowledge, the true question being asked is whether the marks are sufficiently
similar. This question brings with it the numerous other problems mentioned supra
in Part IV.B.1. For each of these three reasons, the defendant's knowledge of the
plaintiff's mark provides poor support for a finding of bad faith intent.
3. Defendant's Continued Use After Notice of Alleged Infringement
Some courts have relied on a defendant's continued use of a mark after being
put on notice of infringement allegations as evidence of intent in support of a like
lihood of confusion finding. 146 In one Fourth Circuit case, for example, the plaintiff
had obtained federal registrations on the marks "Lone Star Cafe" and "Lone Star
14
The defen
Steakhouse & Saloon" in connection with restaurants and clothing.
14 8
It was unclear
dant subsequently opened up a "Lone Star Grill" restaurant.
whether the defendant was aware of the use or registration of the plaintiff's marks
prior to opening its restaurant; however, the defendant opened up a second restau
rant after the commencement of the suit and was therefore clearly on notice during
14 9
When considering the defendant's
at least a portion of the alleged infringement.
the court stated the fol
determination,
intent in making its likelihood of confusion
lowing:
[Plaintiff] nevertheless offered evidence that supports a presumption that [defen
dant] acted in bad faith in conducting certain activities of the Lone Star Grill.
Specifically, [defendant] may have been unaware of the Lone Star Steakhouse
restaurants when it originally opened its Arlington Lone Star Grill in 1991, but
[defendant] opened a new restaurant in Baltimore under the same name after the
commencement of this lawsuit and despite [plaintiff]'s requests that [defendant]
15 0
change the name of its restaurant.

This analysis is significantly flawed. The issue here was whether consumers were
likely to be confused between the plaintiff's restaurant and the defendant's restau
rant. 151 The court relied on the defendant's continued use after notice of litigation

146 Much like the other sources of evidence for intent, however, courts do not universally agree that
this evidence is helpful. See, e.g., Parenting Unlimited Inc. v. Columbia Pictures Television Inc.,
743 F. Supp. 221, 230 (S.D.N.Y. 1990) ("Moreover, defendants' continued use of the mark after
learning of plaintiff's prior registration in the magazine field and in the face of plaintiffs vehe
ment protests is not evidence of bad faith. A defendant's mere knowledge of a potential problem
with its mark does not necessarily connote bad faith." (citation omitted)).
147

Lone Star Steakhouse & Saloon, Inc. v. Alpha of Va., Inc., 43 F.3d 922, 925-26 (4th Cir. 1995).

Note that the application for "Lone Star Steakhouse & Saloon" in connection with restaurants was
still pending at the time of trial. Id. at 926 n.2.
148 Id. at 926.
149 Id. at 937.
150 Id.; see also Beebe, supra note 3, at 1630 (stating that direct evidence of bad faith includes "ac
tions of the defendant after receiving a cease and desist demand from the plaintiff').
Star Steakhouse, 43 F.3d at 930.
Lone
151
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to infer the defendant's bad faith, 152 and then relied on the defendant's bad faith to
infer consumer confusion. 15 3 Combining these inferences, the court essentially
concluded that continued use after notice of litigation makes consumer confusion
more likely. How this can be is beyond comprehension. There was no suggestion
that the defendant's conduct changed in any way as a result of the notice-just that
the defendant continued to operate the business as usual and open another restau
rant. For consumers, the two brands remained essentially identical before and after
the notice was received; notice to the defendant did nothing to alter consumers'
thoughts. Given this lack of change, consumers would be confused between the
two brands either both before and after notice was received or not at all. Neverthe
less, the court concluded that this notice to the defendant somehow made consum
ers more likely to be confused. This defies logic. 154
Worse yet, if the defendant's continued business activity suggests anything
about the likelihood of consumer confusion, it is a decrease in that likelihood
exactly the opposite of what the court assumes. Suppose there were two defendants
in an infringement suit. One created a mark that was very unlikely to cause confu
sion with the plaintiff's mark as there were only a few minor similarities. The other
copied the plaintiff's mark almost exactly, resulting in a mark that was highly likely
to cause confusion. Once the plaintiff accuses them of infringement and sends
them notice to that effect, what action are they each likely to take? The defendant
whose mark is different and unlikely to cause confusion will almost certainly con
tinue with his normal business activity of using the mark. There is a very small
chance that he is doing anything wrong, so why change? The other defendant,
whose mark is similar and likely to cause confusion, however, may very seriously
consider ceasing use of the mark immediately. Because a court will likely find in

152

Id. at 937.

153 Id.
154 A similar line of reasoning was recently rejected after many years of use in patent law.
There, the

remedies provided for infringement are enhanced if that infringement is found to be willful. See

In re Seagate Tech., LLC, 497 F.3d 1360, 1381 (Fed. Cir. 2007) ("[A] finding of willfulness is
sufficient to support an award of enhanced damages." (italics omitted)). In 1983, the Federal Cir
cuit used a case entitled Underwater Devices Inc. v. Morrison-Knudsen Co. to set forth the follow
ing principle for willfulness: "Where, as here, a potential infringer has actual notice of another's
patent rights, he has an affirmative duty to exercise due care to determine whether or not he is in
fringing. Such an affirmative duty includes, inter alia, the duty to seek and obtain competent legal
advice from counsel before the initiation of any possible infringing activity." 717 F.2d 1380,

1389-90 (Fed. Cir. 1983) (citations omitted).

Thus, once a plaintiff gave notice of alleged in

fringement to a defendant, the burden of due care shifted to the defendant, who risked a finding of
willful infringement and increased damages if he failed to either obtain a non-infringement opi
nion of counsel or cease the allegedly infringing activity. While this remained the standard for the
last quarter-century, the Federal Circuit recently reconsidered the issue, deciding to "overrule the
standard set out in Underwater Devices and hold that proof of willful infringement permitting en
hanced damages requires at least a showing of objective recklessness." In re Seagate, 497 F.3d at
1371. The court went on to note: "Because we abandon the affirmative duty of due care, we also
reemphasize that there is no affirmative obligation to obtain opinion of counsel." Id.
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fringement, ceasing use of the mark upon notice of the alleged infringement essen
tially renders the same result for the defendant (i.e., he can no longer use the mark),
but without the cost, time, and potential for additional damages of litigation. De
spite these reasonable, common sense behavioral assumptions, courts inexplicably
continue to assume exactly the opposite. It is unjustifiable for courts to infer bad
faith intent and a likelihood of confusion based on defendants' continued use after
notice of alleged infringement.
4. Defendant's Intent to Come Close to Plaintiff's Mark
The last category of evidence that courts often consider in making an intent to
confuse determination is a defendant's intent to come close to the plaintiff's mark.
In one Fifth Circuit case, for example, an agricultural company designing its pack
aging for chemicals set out to imitate its competitor's packaging "as much as the
law would allow, and consulted its attorney for advice in order to accomplish this
end without violating the law." 155 The Fifth Circuit declared that it could "think of
no other plausible explanation for such behavior" other than that the defendant "co
pied [plaintiff]'s trade dress with the intent of 'cashing in' on [plaintiff]'s good
will" 156 and used this evidence in support of its decision to "reverse the district
court's finding of no likelihood of confusion." 15 7
There are in fact a number of other plausible good faith explanations for the
defendant's behavior. Perhaps the defendant found the appearance of its competi
tor's product packaging to be aesthetically pleasing or attention-grabbing. More
likely, perhaps the defendant hoped to create packaging that would allow consum
ers to identify the product as being similar to the plaintiff's but from a different
source, which would be legal so long as there would not be a likelihood of consum
er confusion. Even if there was no other explanation but that the defendant was at
tempting to "cash in" on the plaintiff's goodwill, however, this case still falls astray
from justice. The court's assessment of the defendant's intent was based on the de
fendant's explicit desire to only go so far as the law would allow. 15 8 The law would
allow the company to design its packaging in any manner it pleased, so long as it
would not create a "likelihood of confusion" with the defendant's product.1 5 9 The
defendant thus had the express and specific intent of avoiding consumer confusion
between its packaging and the plaintiff's packaging. Yet, based on this intent (i.e.,
intent to avoid consumer confusion), the court concluded that the defendant's intent
was exactly the opposite (i.e., intent to create consumer confusion) and then used

155 Chevron Chem. Co. v. Voluntary Purchasing Grps, Inc., 659 F.2d 695, 697 (5th Cir. 1981).
156 Id. at 704.
157 Id. at 705.
158 Id. at 704.

159 See Lanham Act

43(a), 15 U.S.C.

mark "is likely to cause confusion").

1125(a) (2006) (providing for liability where the use of a
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this conclusion to support a finding of a likelihood of confusion. This scenario is
not unique to this case or to the Fifth Circuit,160 and yet it is hard to imagine a more
illogical and unjust outcome.
The various problems discussed throughout this Part IV exacerbate the uncer
tainty and lack of clarity involved in making likelihood of confusion determina
tions. Under normal circumstances, misapplication of the law by the courts only
suggests that courts should change the manner in which they apply that law, not
that that law should be tossed out entirely. Here, however, the intent factor is not
an actual component of the statute enacted by Congress, but rather it is a court
made factor, "designed to help grapple with the 'vexing' problem of resolving the
likelihood of confusion issue." 161 When such a factor in practice only adds more
confusion to the situation, its use is no longer warranted. Whatever aid, if any, the
intent factor provides in determining the statutory issue is offset completely by the
detriments of such frequent misapplication.
V. Conclusion
What does the defendant's mind communicate about the consumer's mind?
Not a whole lot, it turns out. The existing system of relying on defendant intent to
support a likelihood of consumer confusion fails logically under the current statuto
ry framework. With respect to the Lanham Act, intent evidence focuses too much
on the defendant's state of mind and too little on the statutory issue-whether con
sumers are likely to be confused. From an evidentiary perspective, intent evidence
is not particularly relevant under Rule 401 of the Federal Rules of Evidence, per
haps surprisingly, and should be deemed inadmissible under Rule 403.
If that's not enough, further problems arise when the intent factor is consi
dered in light of the various ways in which courts have applied it in actual cases
over the years. Courts are generally in agreement that an intent to confuse is re
quired rather than a mere intent to copy, but at the same time they frequently con
flate the two, often appearing to misunderstand the difference or, worse yet, to be
unaware that there is a difference at all. Whichever standard the courts choose, or
fail to choose, they almost invariably apply the confusion factors, including intent,
in a rigid and mechanical fashion. Because there is often a dearth of actual evi
dence suggesting bad faith intent, courts frequently turn to problematic sources of
evidence, relying on weak inferences for support. These sources include the simi
larity of the marks, defendant's knowledge of plaintiff's mark, defendant's contin
ued use after notice of alleged infringement, and defendant's intent to come close to

160

See, e.g., AmBrit, Inc. v. Kraft, Inc., 812 F.2d 1531, 1543 (11th Cir. 1986) ("[E]ven an intent to
come as close as the law will allow is an intent to derive benefit from the other party's reputation
and is therefore probative on the likelihood of confusion issue.").

161

Lois Sportswear, U.S.A., Inc. v. Levi Strauss & Co., 799 F.2d 867, 872 (2d Cir. 1986) (citation
omitted).
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plaintiff's mark. Each of these creates its own unique issues to be resolved, but to
gether these all-too-commoni62 sources of intent evidence create significant logical
flaws in a very large number of opinions that rely on the intent factor, which only
further exacerbates the problem.
Courts must ultimately remember to focus on the question that Congress has
asked them to answer-whether consumers are likely to be confused by the defen
dant's use of the accused mark. All too often, courts get lost in the sea of official
confusion factors, acting as if they are a strict and rigid statutory test, rarely adding
to or taking away from them as the facts may require, and treating them as though
they are not means to an end but rather the ends themselves. While this is at times
true of any of the factors, the most common and problematic culprit is the defen
dant's intent. Perhaps courts truly see the defendant's intent as relevant to the con
sumer's state of mind in many cases or perhaps it is just too difficult to ignore the
smoking guns that some defendants appear to be holding. Whatever the reason,
courts continue to over-emphasize the role of the defendant's intent to the detriment
of the law.
All of these problems lead to one undeniable solution: courts should no longer
rely on intent in assessing the likelihood of confusion. Courts should eliminate
their reliance on intent entirely in this realm and instead relegate it to its appropriate
role in the realm of remedies. 163 Doing so would cause far fewer problems than one
might suppose. The remaining confusion factors in use by the courts are more than
sufficient to accurately assess the likelihood of confusion, and eliminating the dis
cussion of defendant's intent would instantly alleviate a host of complications in
the current system. It is never the case that the proper outcome in a trademark in
fringement action can only be reached via an analysis of the defendant's intent. It
is often the case, however, that this factor leads courts astray by creating significant
confusion itself, adding unnecessary complication, and arguably even resulting in
incorrect outcomes. The practice of presuming a likelihood of consumer confusion,
the central issue in any trademark infringement suit, based upon a long chain of
flawed inferences about intent is ripe for repeal. 164 It is unwarranted from both
theoretical and practical perspectives, and it should no longer continue.

162 See supra note 123 and accompanying text (discussing the frequency with which courts rely on
various sources for evidence of intent).
163 See supra note 52 (discussing the use of intent in the context of remedies).
164 The question of which mechanism is best for implementing these changes is left for future discus
sion. Perhaps, as Jerome Gilson and Anne Gilson LaLonde suggest, the time has come for a
second Trademark Review Commission to reconsider a number of trademark law issues, including
the confusion factors, and make recommendations to Congress. See Gilson & LaLonde, supra
note 4, at 1039-40. This is not the first article to criticize at least one of the confusion factors in
recent years, and many more will undoubtedly be written in the future. See, e.g., Beebe, supra
note 3, at 1583 (stating that at least some of the factors are "clearly obsolete, redundant, or irrele
vant"); Bridging the Gap, supra note 3, at 914 (reconsidering the "consumer sophistication" and
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"likelihood of bridging the gap" factors); Consumer Psychology, supra note 3, at 577-78 (ques
tioning courts' application of the "consumer sophistication" factor); see also Gilson & LaLonde,
supra note 4, at 1017-20 (emphasizing the discrepancy in factors between the circuits). Perhaps
this reform could best be achieved judicially-either through a formal rejection of the intent factor
or simply through less reliance on it over a period of time. Or perhaps the best approach would be
for Congress to take action and amend the Lanham Act. At least one author has suggested that
any Congressional restriction on "likelihood of confusion" would be a mistake, though, arguing
that "the greatest virtue of. . . the Lanham Act . . . sections directed to infringement liability, is
their generality and wide scope." Keith M. Stolte, A Response to Jerome Gilson's Call for an
Overhaul of the Lanham Act, 94 TRADEMARK REP. 1335, 1352 (2004). This is far from clearly es
tablished, though, as recent scholarship suggests that in fact the confusion factors actually cause
significant problems for trademark law. See generally Beebe, supra note 3 (empirically analyzing
the use of confusion factors and discussing related problems); Gilson & LaLonde, supra note 4
(discussing suggested revisions to the Lanham Act including the confusion factors). There can be
no doubt that where a factor is truly not relevant to the issue of whether there is a likelihood of
consumer confusion, and the courts have significantly misapplied the factor, as discussed
throughout this Article, then Congress can and should step in to make appropriate modifications.
No general or sweeping restriction is necessary; rather, a simple, one-sentence statutory modifica
tion would suffice (e.g., "A person's intent, whether good or bad, in adopting or using a mark may
not be considered in determining whether there exists a likelihood of confusion between that mark
and another.").
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I. Introduction
In his 1990 article regarding the status of American patent law, Giles S. Rich,
the former Chief Judge for the United States Court of Appeals for the Federal Cir
cuit, famously said "the name of the game is the claim."' What Judge Rich meant
was that patent claims define what a patentee may legally exclude others from mak
ing, using, or selling.2 It is the claims that provide the public with notice of the pa
tentee's invention and permit the public to determine the scope of the patentee's
exclusive right. 3 For these reasons, claims are the first part of a patent application
that patent examiners read during patent prosecution, 4 and claims are the primary
concern of judges and attorneys during patent litigation.' Since the claims define
the scope of protection for a patentee, a claim drafter must carefully select each
word that he or she uses.

1

Giles S. Rich, The Extent of the Protection and Interpretation of Claims-American Perspectives,
21 INT'L REV. INDUS. PROP. & COPYRIGHT L. 497, 499 (1990). Prior to an international meeting
between European and American judges in 1990, regarding the problems of European and Ameri
can patent law, Judge Rich published his perspective on American claim interpretation.

2

35 U.S.C.

3

Rich, supra note 1, at 501.

4

U.S. PATENT & TRADEMARK OFFICE, MANUAL OF PATENT EXAMINING PROCEDURE

154(d) (2006).
704 (8th ed.,

Rev. 8, July 2010) [hereinafter MPEP].

5

See, e.g., Markman v. Westview Instruments, Inc., 52 F.3d 967, 990 (Fed. Cir. 1995) (Mayer, J.,
concurring) ("Anyone who wants to know what a patent protects must first read its claims, for
they are the measure of its scope.") (citing Aro Mfg. Co. v. Convertible Top Replacement Co.,

365 U.S. 336, 339 (1961)), aff'd, 517 U.S. 370 (1996). Many trials begin after a claim interpreta
tion hearing, also known as a Markman hearing. JANICE M. MUELLER, PATENT LAW 344-45 (3d
ed. 2009). Following the hearing, the court will issue a Markman order that sets forth the manner
in which each claim will be construed for the remainder of the case. Id. However, there is no uni
form procedure and some courts conduct the Markman hearing at other times; for instance, after a
motion for summary judgment. Id. at 344.
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Patent claims are drafted in either independent or dependent form. Generally,
an independent claim stands alone (i.e., the claim defines the invention without ref
erence to another claim), whereas a dependent claim refers back to a previous claim
for a broad definition of the invention and then provides a narrowing limitation on
some aspect thereof.6 When claim drafters prepare claims for a patent application,
they must comply with the formal requirements prescribed by 35 U.S.C.
112
(USC 112).7 The statute's fourth paragraph provides: "[A] claim in dependent form
shall contain a reference to a claim previously set forth and then specify a further
limitation of the subject matter claimed. A claim in dependent form shall be con
strued to incorporate by reference all the limitations of the claim to which it re
fers." 8 However, the statute does not define the requirements for an independent
claim. Therefore, this article questions whether a claim that does not "incorporate
by reference all the limitations of the claim to which it refers" 9 may be construed as
an independent claim.
In the chemical arts, 10 a claim drafter may choose to describe a new com
pound by its chemical structure, formula, name, properties, the process by which it
is made, or some combination thereof." The most common methods for drafting a
claim drawn to a new compound are to define the compound by its chemical name
or structure. 12 Those familiar with chemical nomenclature know that it is tedious to
write out the name of a chemical compound. 13 Even when a chemical structure is

6

MUELLER, supra note 5, at 84.

7

35 U.S.C.

8

Id.

9

Id.

10

The chemical arts include inventions from various industries, such as pharmaceuticals, herbicides,
cosmetics, polymers, fuels, inks, explosives, material science, etc.
See U.S. PATENT
&

112 (2006).

TRADEMARK

"

OFFICE,

CLASSES

WITHIN

THE U.S.

CLASSIFICATION

SYSTEM

II

1-2

(2009),

http://www.uspto.gov/web/offices/opc/documents/classescombined.pdf
Group 1: Chemical and Related Arts).

(listing items included in

Combinations include product-by-process and "fingerprint" claims.

See, e.g., Abbott Labs. v.

Sandoz, Inc., 566 F.3d 1282, 1287, 1291-92 (Fed. Cir. 2009) (discussing both styles of claim
drafting). A product-by-process is usually drafted such that the claim has a product preamble fol
lowed by limitations that define the product by the process in which it was made. BLACK'S LAW
DICTIONARY 1160 (8th ed. 2004). A fingerprint claim is drafted as to describe a new chemical
compound by its inherent properties because the exact structure of the compound is unknown or
hard to distinguish as compared to a known form. Id.

In re Baranauckas, 228 F.2d 413, 415 (C.C.P.A. 1955).

13

In 1919, the International Union of Pure and Applied Chemistry (IUPAC) was formed by chemists
from industry and academia for the international standardization of chemical nomenclature,
weights, measures, and symbols. About IUPAC, INTERNATIONAL UNION OF PURE AND APPLIED
CHEMISTRY, http://old.iupac.org/general/about.html (last visited July 1, 2010). However, even
with the promulgation of the international rules, the name of a particular chemical will vary
among different resources (e.g., Chemical Abstracts, text books, ChemDraw* chemical drawing
naming software, or the Merck Index).
&

12
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provided in a patent, chemical nomenclature may still be confusing for courts.'4
Complicating the matter is the fact that there are different nomenclature systems
and that compounds are routinely assigned common or trade names.15 For example,
morphine is the common name for (5a,6a)-7,8-didehydro-4,5-epoxy-17
methylmorphinan-3,6-diol, acetaminophen is the common name for N-(4
hydroxyphenyl)acetamide, and ibuprofen is the common name for a-methyl-4-(2
methylpropyl)benzene-acetic acid.16
Considering the complexity of chemical names, there is a chance of a typo
graphical error when a claim draftsman needs to retype a chemical name in multiple
claims. In all likelihood such concerns resulted in the development of what are
known as "shorthand claim references." These references refer to instances in
which a chemical name is written in an independent claim and subsequent claims
then refer back to the prior claim instead of retyping the awkward chemical name.'7
The following hypothetical claim 2 is illustrative of a shorthand reference:
1. A compound selected from the group of N-(4-hydroxyphenyl)acetamide, a
methyl-4-(2-methylpropyl)benzene-acetic acid, a-methyl-4-(2

methylpropyl)benzene-acetic acid, and (5a,6a)-7,8-dihehydro-4,5-epoxy-17
methylmorphinan-3,6-diol.
2. A pharmaceutical composition comprising a compound of claim 1.

Since there is no definition of independent claim in either the patent statutes
or the patent regulations, a question arises as to whether claim 2 should be con
strued as an independent claim, written with a shorthand reference to claim 1, or a
dependent claim because of its reference to claim 1. If claim 2 is a dependent claim
because of the reference to claim 1, then the next question is whether claim 2 is

"4

See William D. Marsillo, How Chemical Nomenclature Confused the Courts, 6 U. BALT. INTELL.
PROP. L.J. 29, 30-31 (1997) (examining "the difficulty courts have had in maintaining a consistent
jurisprudence in the area of chemical patents that have a genus species relationship"). A genus
structure depicts a substantial core feature that several chemical species share and variables are at
tached to the core in order to account for species' differences. See id. (discussing the relationship
between genus and species). In regard to chemical nomenclature: "Determining a chemical's
name is dependent on the arrangement of different atoms, bonds, and side-groups . . .." Id. at 40.

'5

Information on Chemical Nomenclature, UNIVERSITY OF PENNSYLVANIA LIBRARIES,
http://gethelp.library.upenn.edu/guides/scitech/chemnom.html (last updated Dec. 13, 2007); see

also Pfizer, Inc. v. Apotex, Inc., 480 F.3d 1348, 1353 n.1 (Fed. Cir. 2007) ("Besylate is referred to
in the art interchangeably as benzene sulphonate, benzenesulphonate, or benzene sulfonate.").
16

THE MERCK INDEX, AN ENCYCLOPEDIA OF CHEMICALS, DRUGS, AND BIOLOGICALS 9, 839, 1074

(12th ed. 1996). Compare the above pain medicines with the chemical name for paclitaxel, an an

ti-cancer therapeutic: [2aR[2aa,4b,4ab,6b,9a(aR*,bS*),1la,12a,12aa,l2ba]]-b-(benzoylamino)-a
hydroxybenzene-propanoic acid 6,12b-bis(acetyloxy)-12-(benzoyloxy)-2a,3,4,4a,5,6,9,10,11,12,
12a,12b-dodecahydro-4,11-dihydroxy-4a,8,13,13-tetramethyl-5-oxo-7,11-methano-1H
17

cyclodeca[3,4]benz[1,2-b]oxet-9-yl ester. Id. at 1200.
The same is true for chemical structures, which are just as tedious to repeat in subsequent claims.
However, for simplicity, this article is limited to examples with chemical names.
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written in proper dependent form. This question would require an analysis of the

claim under the fourth paragraph of 35 U.S.C.

112 (USC 112,

4).18 Alternative

ly, if claim 2 is construed as an independent claim merely having a shorthand claim
reference-a de facto independent claim-then an analysis of the claim under USC
112, 4 is not necessary. It has been routine for patent practitioners to use claims
such as claim 2 and just as routine for patent examiners or judges to construe those
claims as de facto independent claims. Accordingly, Judge Rich would ask: "Is it
19
not obvious that we are dealing with a simple question of definition?"
Prior to the appellate decision in Pfizer, Inc. v. Ranbaxy Labs. Ltd.,20 when a
21
patent claim was invalidated under USC 112, 4 for the first time, claim drafters
in the chemical arts were implicitly authorized by the holdings of the United States
Patent and Trademark Office (USPTO) Board of Patent Appeals and Interferences
22
However, the
(BPAI) to exploit shorthand claim references without concern.
claim interpretations in Pfizer and subsequent cases provide that claim 2 should be
construed as a dependent claim and analyzed for validity under USC 112, 4.
This article examines the confusion that arises when claims are drafted with a
4.
shorthand reference and reviews the history and jurisprudence of USC 112,
The decisions of the federal courts and the holdings of the BPAI suggest that claim
drafters should discontinue the use of shorthand references and avoid the common
mistakes that have resulted in unpatentable or invalid claims. The court and BPAI
decisions also illustrate that shorthand references are used outside of the chemical
context; for instance, they are used in biotechnology, engineering, and design pa
tents.
This article proposes that the USPTO should revise the Code of Federal
Regulations (CFR) rule for patent claims 23 to provide a formal definition of inde
pendent claim in a way that is consistent with the law. 24 Logically, independent
and dependent claims should have contrary definitions, such that a dependent claim
necessarily refers back to a previous claim to define the invention, and an indepen

112 (2006).

18

35 U.S.C.

19

Giles S. Rich, Are Letters Patent Grants of Monopoly?, 15 W. NEW ENG. L. REv. 239, 241 (1993).
Judge Rich further noted that "[i]f the patent right is not a changeling, there must be two defini
tions of monopoly, one which includes patents and one which excludes them. The fact is there are
two definitions." Id. In a similar manner, there are two definitions of independent claim, one
which allows for a reference to another claim and one that requires the claim to stand alone. See
infra Part II.C.

20

457 F.3d 1284 (Fed. Cir. 2006).
Id. at 1292.

21

22

For an explanation of implicit authorization, see infra Part II.C.

23

37 C.F.R. 1.75 (2009).
See 35 U.S.C. 2(b)(2) (2006) (stating that the USPTO "may establish regulations, not inconsis

24

tent with law").
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dent claim must define the invention without a reference to another claim. Similar
ly, the Manual of Patent Examining Procedure (MPEP) 25 should be revised in a
manner that is consistent with the holdings of Pfizer and subsequent cases. The
proposed revisions would facilitate consistent and predictable claim interpretations
during patent prosecution and litigation-the wish of all interested parties.
Part II of this article provides an overview of the formal requirements for pa

tent claims under USC 112 and 37 C.F.R.

1.75 (CFR 1.75).26 Part II includes a

historical context for the holding in Pfizer and provides an explanation as to how
administrative acquiescence to the use of shorthand references allowed the defini
tion of independent and dependent claims to be conflated. Lastly, Part II discusses
patents in the context of the pharmaceutical industry and the role of formalism in
patent law. Part III presents some of the common mistakes made by claim drafters
that have resulted in unpatentability or invalidity holdings under USC 112, 4 by
the BPAI and federal courts since Pfizer. Part IV articulates the limitations im
posed by the doctrine of necessity on claims that incorporate by reference subject
matter from the written description (commonly referred to as the specification).
Additionally, Part IV proposes a rule that would resolve the conflating definitions
for independent claim and dependent claim and discusses the likely arguments in
opposition of the proposed rule. Next, Part V demonstrates, with hypothetical
claims, how the proposed rule would facilitate consistent and predictable claim in
terpretations and why the rule would simplify the doctrine of claim differentiation.
Finally, Part VI provides a summary of the article's main thesis, findings, and sug
gestions.
II. Background and History of Claims in Patent Law27
There have been numerous revisions to the patent laws since the first patent
bill was enacted in 1790. For instance, one revision replaced a patent registration
system with a patent examination system, 28 and another revision eliminated the re
quirement that a patent applicant produce a model of his or her invention for in

25

The MPEP is the Patent Office's official "set of instructions to the examining
corps." In re Kag

han, 387 F.2d 398, 401 (C.C.P.A. 1967). Although "[t]he MPEP does not have the force and ef

fect of law . . . it is entitled to judicial notice as the agency's official interpretation of statutes or

26

27

regulations." Refac Int'l, Ltd. v. Lotus Dev. Corp., 81 F.3d 1576, 1584 n.2 (Fed. Cir. 1996).
37 C.F.R. 1.75 (2009).

Patent law on the North American continent extends back to 1641, when the state of Massachu
setts granted Samuel Winslow a limited monopoly right for his novel method of making salt. E.g.,
U.S. DEP'T OF COMMERCE, THE STORY OF THE UNITED STATES PATENT OFFICE iv (1972);

see

also

ROBERT C. KAHRL, PATENT CLAIM CONSTRUCTION 2.03[B], at 2-15 (2008) ("In 1641, the Gener
al Court of Massachusetts Bay adopted the first colonial legislation with any resemblance to a pa
tent act."). Patent law became federal law after the U.S. Constitution was ratified by the colonies

and the first patent act was signed by the President in 1790. KAHRL, supra,
19.

28

KAHRL, supra note 27, 2.03[D], at 2-20.

2.03[D], at 2-18-2
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spection. 29 With respect to the modem era of patent law, the revisions in the nine
teenth century are the most significant because they made a claim a formal re
quirement of a patent application. 30
A. The Formal Requirement of Claims
1. Statutory Requirement
The Patent Act of 1836 was significant to the origin of patent claims because
it required patent applicants to "particularly specify and point out the part, im
31
provement, or combination which he claims as his own invention or discovery."
The statute resulted in what is referred to as central claiming, where the patent
claim merely recited the gist of the invention. 32 In this style of claim drafting, pa
tentees often set forth the phrase substantially as described to indicate that the
reader must refer back to the written description in order to ascertain the patentee's
invention. 33

The Patent Act of 187034 resulted in the demise of central claiming and the
evolution of peripheral claiming, in which the claim sets forth "all circumstances
under which the discovered process operates, or all variations of the patentee's ma
terial creation." 35 In other words, claim drafters must set forth a boundary in a
claim that delineates "the metes and bounds of the subject matter that will be pro

30

Id.
Id.

31

Patent Act of 1836, ch. 357,

29

2.03[F], 2-30.
1.01, 1-3.
6, 5 Stat. 117, 119 (emphasis added). The 1836 Patent Act codified

what patent practitioners had "almost universally" been doing for years. N.J. Brumbaugh, History
and Purpose of Claims in United States Patent Law, 14 J. PAT. OFF. SoC'Y 273, 276 (1932); see
also Karl B. Lutz, Evolution of the Claims of U. S. Patents, 20 J. PAT. OFF. Soc'Y 134, 143 (1938)
("This addition to the statute had no immediate effect on the form or substance of claims because

it was understood as merely codifying the existing law which had been developed by the courts.").
32

See Craig Allen Nard, Legal Forms and the Common Law of Patents, 90 B.U. L. REv. 51, 71
(2010) (noting that "claim practice under the 1836 [Patent] Act was characterized by. . . central

claim drafting").
33

KAHRL, supra note 27, 2.04[B], at 2-43. Kahrl also noted that although "[t]he Patent Act of
1836 first mentions the concept of the patent claim ... the Patent Act of 1836 cannot be said to
have fundamentally changed the patent system, but rather to have reflected a trend in patent prac
tice and judicial expectations that improved the functional efficiency of the patent." Id. 2.04[A],
at 2-36 to 2-37; see also AMY L. LANDERS, UNDERSTANDING PATENT LAW 47 (2008) ("Applicants
began to include claims that summarized the most important features of an invention and used
words such as 'substantially as set forth' in the patent."); see also MUELLER, supra note 5, at 66
("Claims were first mentioned in the U.S. Patent Act of 1836, but not mandated by statute until
1870. Prior to these enactments, patent applicants disclosed their invention to the world by means
of a written description.").

3

Patent Act of 1870, ch. 23, 16 Stat. 198, 201. The Act of July 8, 1870 also contained a provision
authorizing the Commissioner of Patents to "make rules and regulations, not inconsistent with
law, concerning the conduct of proceedings in the Patent Office." U.S. DEP'T OF COMMERCE, su

pra note 27, at 15.
3

KAHRL, supra note 27,

2.04[B], at 2-42.
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tected by the patent grant."36 As a result of this revision, a claim drafter was no
longer permitted to point out the part of the invention, but instead must "particular
ly point out and distinctly claim the part, improvement, or combination which he
claims as his invention or discovery." 37 The revisions implemented in the Patent
Act of 1870 created a patent statute that resembles the current version of 35 U.S.C.
112, 2 (USC 112, 2), the statutory provision that formally mandates that the
specification conclude with one or more claims. 3 8
In the period from 1870 to 1952, Congress passed over sixty acts relating to
patents, but the amendatory and supplemental enactments did not substantially
change the 1870 Patent Act. 39 However, the 1952 Patent Act completely rewrote
the patent statutes. In the 1952 Act, USC 112 was revised from one paragraph to
three paragraphs, in which the clause relating to the claims in the original paragraph
was separated from the clause relating to the description in order to clarify their
significance. 40 Additionally, the last paragraph of USC 112 was added to permit
functional claiming. 4 1
Claim drafters began using a plurality of independent claims in order to de
fine their exclusive right in the nineteenth century, but the use of dependent claims
did not emerge until the early twentieth century. 4 2 Several years later, the Patent
Act of 1965 codified what claim drafters had already been practicing. In fact, the
original MPEP contained a section drawn to dependent claims. 43 In 1965, the
second paragraph of USC 112 was revised to include the following: "A claim may
be written in independent or dependent form, and if in dependent form, it shall be
construed to include all the limitations of the claim incorporated by reference into

MPEP, supra note 4, 2171

3

Patent Act of 1870, ch. 230,

.

36

26, 16 Stat. 198, 201 (emphasis added); LANDERS, supra note 33, at

48; MUELLER, supra note 5, at 66; KAHRL, supra note 27, 2.03[G], at 2-32; but see KAHRL, su
pra note 27, 2.04[A], at 2-35 ("[A] student might conclude that the claim was bolstered to its
present status as the ultimate determinant of a patent through the successive changes of the patent
acts. In truth, the prominence of the patent claim arose first as patent practitioners voluntarily
used the patent claim to define their invention, and then as a requirement established by court opi
nions.").
38

Compare Patent Act of 1870, ch. 230,

39

P.J. Federico, Commentary on the New Patent Act, 75 J. PAT. & TRADEMARK OFF. SOC'Y 161, 166

26, 16 Stat. 198, 201, with 35 U.S.C.

112 (2006).

(1993).
40

See id. at 186 ("In the old statute the requirement for a claim pointing out what the applicant re
garded as his invention appeared as a clause in the same sentence relating to the description,
which led to some confounding of the nature of the two requirements in a few decisions. . . . The
possible existence of more than one claim in a patent is recognized in the new language.").

41

Id. Currently, this is the sixth paragraph of 35 U.S.C.

42

1 R. CARL Moy, MoY's WALKER ON PATENTS

43

U.S. PATENT & TRADEMARK OFFICE, MANUAL OF PATENT EXAMINING PROCEDURE
8-9-16 (1948
1949) [hereinafter ORIGINAL MANUAL OF PATENT EXAMINING PROCEDURE], available at

112 (2006).

4:102 (4th ed. 2009).

http://www.uspto.gov/web/offices/pac/mpep/old/mpep_EORO.htm

(last visited Nov. 12, 2010).
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the dependent claim." 4 4 That revision resembles the third paragraph and the second
sentence of the fourth paragraph of the current statute.
In 1975, USC 112 was amended to its current form in order to carry into ef
fect certain provisions of the Patent Cooperation Treaty and to take account of the
45
As a result of the re
multiple dependent claim practice introduced by the Treaty.
and fifth paragraphs,
fourth,
third,
vision, the second paragraph became the current
46
and the third paragraph became the current sixth paragraph.
In its current form, the third paragraph of USC 112 authorizes claim drafters
to use dependent claims, whereas USC 112, 4 mandates requirements and inter
pretation methods for dependent claims:
A claim may be written in independent or, if the nature of the case admits, in
dependent or multiple dependent form.
Subject to the following paragraph, a claim in dependent form shall contain a
reference to a claim previously set forth and then specify a further limitation of
the subject matter claimed. A claim in dependent form shall be construed to in
corporate by reference all the limitations of the claim to which it refers.
48
A discussion of USC 112, 4 is omitted from most patent law literature.
This article provides the recent jurisprudence of USC 112, 4 in the realm of patent

44

Act of July 24, 1965, Pub. L. No. 89-83,

45 Act of Nov. 14, 1975, Pub. L. No. 94-13 1,
46

9, 79 Stat. 261.
7, 10, 89 Stat. 685 (Patent Cooperation Treaty).

112 stated: "The specification shall conclude with one or more claims par
ticularly pointing out and distinctly claiming the subject matter which the applicant regards as his
invention. A claim may be written in independent or dependent form, and if in dependent form, it
shall be construed to include all the limitations of the claim incorporated by reference into the de
Previously, 35 U.S.C.

pendent claim." 35 U.S.C.

112 (1964), amended by Act of July 24, 1965, Pub. L. No. 89-83,

9, 79 Stat. 261. The first paragraph remained unchanged.

47 35 U.S.C. 112 (2006) (emphasis added). For the language of the fifth paragraph, see infra Part
V.C.
48

The following make either no reference or a passing reference to the formal requirements of the
112: ROBERT C. FABER, LANDIS ON MECHANICS OF PATENT CLAIM
fourth paragraph of 35 U.S.C.
DRAFTING (5th ed. 2006); ERNEST B. LIPSCOMB III, PATENT CLAIMS (3d ed. 2008); JOHN
GLADSTONE MILLS ET AL., PATENT LAW FUNDAMENTALS

14:32 (2d ed. 2010) [hereinafter

PATENT LAW FUNDAMENTALS]; JOHN G. MILLS III ET AL., PATENT LAW BASICS

14:18 (2009) [he

reinafter PATENT LAW BASICS]; 1 Moy, supra note 42, 4:102; MUELLER, supra note 6; JEFFREY
G. SHELDON, HoW TO WRITE A PATENT APPLICATION (Supp. 2004); Jane E. Lehman et al., 60 AM.
JUR. 2D Patents 371 (2010); Jay P. Lessler et al., Drafting Claimsfor Chemical, Pharmaceuti

cal, and Biotechnology Patent Applications, 942 PLI/Pat 163, PLI Order No. 14964 (2008); see
also MPEP, supra note 4, Ch. 2100 (discussing the requirements of the first and second para
graphs of 35 U.S.C. 112 in 2174 and, directly thereafter, the requirements of the sixth para

graph in

2181).
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prosecution, 49 as well as in litigation scenarios in which an alleged patent infringer
asserts a defense that the claim infringed is invalid."
2. Regulatory Requirement
In addition to the requirements set forth in USC 112, patent claims must also
comply with CFR 1.75.51 Briefly, the language of subsection (c) parallels the lan
guage of the third through fifth paragraphs of USC 112,52 whereas subsection (g)
suggests a general format for multiple claims: the broadest claim should be pre
sented first and all dependent claims should be grouped together, following the
broad claim.5 3
Interestingly, subsection (c) states that a multiple dependent claim, or any
claim that depends from a multiple dependent claim, will be considered to be that
number of claims to which direct reference is made in that claim for fee calculation
purposes. 54 The phrase for fee calculationpurposes implies that a multiple depen
dent claim will be considered one way for determining the patent applicant's fees,
but it may be construed differently with respect to patentability. As stated in the
MPEP: "The initial acceptance of a claim as a dependent claim does not . . . prec
lude a subsequent holding by the examiner that a claim is not a proper dependent
claim." 5 5 In a similar manner, the amendment to CFR 1.75, subsection (b)-as
promulgated on August 21, 2007-was amended as set out below:
(b) .

.

. A dependent claim must contain a reference to a claim previously set

forth in the same application, incorporate by reference all the limitations of the

previous claim to which such dependent claim refers, and specify a further limi
tation of the subject matter of the previous claim....

(2) A claim that refers to another claim but does not incorporate by reference all
of the limitations of the claim to which such claim refers will be treated as an in
dependent claim for fee calculation purposes under 1.16 (or 1.492) and for
purposes of paragraph (b) of this section. A claim that refers to a claim of a dif
ferent statutory class of invention will also be treated as an independent claim for

49

For an informative discussion of patent prosecution (or examination), see George Elliott, Basics of

US Patents and the Patent System, 9 AAPS J. E317, 318 (2007) (explaining "[t]he basic process of

examining an application").

5

Although this article focuses on the fourth paragraph of 35 U.S.C.

112, the same analysis applies

to the fifth paragraph. The author was unable to find case law regarding the fifth paragraph of 35

U.S.C. 112.
51 37 C.F.R. 1.75 (2009).
52 Compare 35 U.S.C.
112 (2006), with 37 C.F.R.
53 37 C.F.R. 1.75 (2009).
54

Id.

5

MPEP, supra note 4,

608.01(n).

1.75 (2009).
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1.492) and for purposes of paragraph

Had the district court not issued an injunction of the aforementioned rule in
Tafas v. Dudas,57 the regulations would have expressly permitted the use of de fac
to independent claims: claims that refer to another claim, but are construed as inde
pendent claims because they do not incorporate by reference all of the limitations of
the claim upon which they refer. In effect, this rule change would not have altered
current practice, but due to the injunction there remains an issue as to whether such
claims are valid under USC 112, 4. Nevertheless, the rule change begs the ques
tion of whether it is necessary to have two definitions for an independent claim: one
that allows a reference to another claim and one that-requires the claim to be com
plete in of itself (i.e., without reference to another claim).
B. The Missing Definition for Independent Claim
During patent prosecution, an examiner's interpretation of whether a claim is
an independent or dependent claim is important for the determination of patentabili
ty under USC 112. Construing a claim as independent or dependent is also a criti
cal component of claim interpretation during Markman hearings, 58 in which claim
construction is completed by the litigants and the court prior to trial.5 9 Each claim
is an independent intellectual property right with respect to the other claims in a pa
tent; therefore, it is often the practice of the court to invalidate only those claims
that fail to adhere to the statutory requirements and not the entire patent. 60
A definition of dependent claim has been provided in USC 112 and CFR
1.75.61 Also, the MPEP offers the infringement test6 2 as a means for determining

56

72 Fed. Reg. 46,716, 46,836 (Aug. 21, 2007). The USPTO promulgated a series of rule changes
in 2007, concurrently with the change to the rule on claims. See 72 Fed. Reg. 46,716 (Aug. 21,
2007) (entitling them "Changes To Practice for Continued Examination Filings, Patent Applica
tions Containing Patentably Indistinct Claims, and Examination of Claims in Patent Applica

tions"). The revisions to 37 C.F.R.

1.75, subsections (b) and (c), were published in 72 Fed. Reg.

46,836 (Aug. 21, 2007) and were to become effective on November 1, 2007. However, a prelimi

57

nary injunction was granted Oct. 31, 2007, in Tafas v. Dudas, 511 F. Supp. 2d 652, 656 (E.D. Va.
2007).
511 F. Supp. 2d 652 (E.D. Va. 2007); see also 74 Fed. Reg. 52,686, 52,688-89 (Oct. 14, 2009)

58

(redacting the amendments to 37 CFR 1.75(b) & (c)).
See supra note 5 (discussing Markman hearings).

59

For further discussion of the interpretation of patent claims, see generally The Markman Sub
committee, The Interpretationof Patent Claims, 32 AIPLA Q.J. 1, 4-75 (2004) (analyzing claim
interpretation).

60

35 U.S.C. 282 (2006).
See 35 U.S.C. 112 (2006) ("[A] claim in dependent form shall contain a reference to a claim

61

previously set forth and then specify a further limitation of the subject matter claimed. A claim in
dependent form shall be construed to incorporate by reference all the limitations of the claim to

which it refers."); 37 CFR 1.75(c) (2009) ("One or more claims may be presented in dependent
form, referring back to and further limiting another claim or claims in the same application....
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whether a claim is a proper dependent claim. However, independent claim has not
been defined in USC 112 or CFR 1.75 and the MPEP does not offer a test for de
termining whether a claim is properly independent.
Without a definition of independent claim, the format used by the claim draf
ter may provide insight into the proper construction. 63 A claim usually contains
three parts: a preamble, a transition phrase, and a body.6 4 Generally, a claim in de
pendent form will recite a preamble that is parallel to the preamble of the claim in
which it refers. For example, if independent claim 1 recites: "A compound of the
formula (I) .. .",then dependent claim 2 might state: "The compound according to
claim 1 . . . ." Although not dispositive, the preamble may provide contextual evi
dence for the determination of whether a claim is independent or dependent.
Some commentators assert that "[t]he status of a claim as a dependent claim is
signified by reference, in its preamble, to the claim number on which the instant
claim depends coupled with a statement that the limitations recited in the body of
the instant dependent claim are in addition to those recited in the claims on which
the instant claim depends." 65 However, the requirement that a claim reference be in
the preamble is unfounded. There is nothing in either USC 112 or CFR 1.75 that
requires a claim reference to be in the preamble. In fact, the MPEP expressly
states, "there is no set statutory form for claims." 66 Further, in LANDIS ON
MECHANICS OF PATENT CLAIM DRAFTING, Faber states that "the statement of de

pendency upon a prior claim need not be in the preamble." 67 So, although the con

62

63

64

Claims in dependent form shall be construed to include all the limitations of the claim incorpo
rated by reference into the dependent claim."). The promulgated-but-enjoined 37 C.F.R. 1.75(b)
presented a revised definition of dependent claim, but the revision would not have materially
changed the meaning. See supra Part I.A.2.
See MPEP, supra note 4, 608.01(n) ( "The test as to whether a claim is a proper dependent claim
is that it shall include every limitation of the claim from which it depends (35 U.S.C. 112, fourth
paragraph) or in other words that it shall not conceivably be infringed by anything which would
not also infringe the basic claim. . . . The test for a proper dependent claim under the fourth para
graph of 35 U.S.C. 112 is whether the dependent claim includes every limitation of the claim from
which it depends. The test is not whether the claims differ in scope.").

See Metabolite Labs., Inc. v. Lab. Corp. of Am. Holdings, 370 F.3d 1354, 1362 (Fed. Cir. 2004)
("A preamble may provide context for claim construction.").
Thomas D. Brainard, Patent Claim Construction: A Graphic Look, 82 J. PAT. OFF. Soc'Y 670, 676
(2000); see also MPEP, supra note 4,
2111.02 (discussing the effect of the preamble); Id.
2111.03 (discussing transitional phrases). Claims are usually drafted such that the subject mat
ter considered essential to the invention is provided in the claim body, with the caveat that the
preamble may be construed to include a limitation of the invention. The Federal Circuit espoused:
"If the claim preamble, when read in the context of the entire claim, recites limitations of the
claim, or, if the claim preamble is 'necessary to give life, meaning, and vitality' to the claim, then
the claim preamble should be construed as if in the balance of the claim." Pitney Bowes, Inc. v.

Hewlett-Packard Co., 182 F.3d 1298, 1305 (Fed. Cir. 1999).
65
66

PATENT LAW FUNDAMENTALS, supranote 48,
MPEP, supra note 4, 608.01(m).

67

FABER, supra note 48,

2:9, at 2-23.

14:32 (emphasis added).
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text of a claim reference may be helpful to claim construction, only a definition or
legal test would control the determination of whether a claim is independent or de
pendent.
Surprisingly, the original MPEP included a definition for independent claim,
but subsequent revisions of the MPEP omitted the following, "Claims are indepen
dent or dependent. An independent claim is complete in itself without reference to
another claim. A dependent claim refers to and modifies another claim." 68
The majority of patent literature is in agreement with the original MPEP defi
nition of independent claim and the contrary relationship between independent and
dependent claims. As the name suggests, "[a]n independent claim stands alone, in
cludes all its necessary limitations, and is not dependent upon and does not include
limitations from any other claim to make it complete." 69 However, some commen
tators disagree. They suggest that a claim may make reference to another claim and
still be characterized as an independent claim. 70 In short, because USC 112 and
CFR 1.75 are silent on the matter, two definitions of independent claim have
emerged:
*
*

68

69

70

An independent claim is complete in itself without refer
ence to another claim.
An independent claim may incorporate by reference the
subject matter of another claim.

Compare ORIGINAL MANUAL OF PATENT EXAMINING PROCEDURE, supra note 43,

8-9-16 (includ

ing the quoted text), with MPEP, supra note 4 (omitting the quote text).
FABER, supra note 48, 2:10, at 2-38; see also 1 MoY, supra note 42, 4:102 ("As the name im
plies, independent claims are free-standing. The scope of an independent claim can therefore be
determined, at least in theory, by referring to that claim only and not to any other claims in the pa
tent. Dependent claims, in contrast, incorporate the contents of a preceding claim by reference.
The scope of a dependent claim cannot be ascertained without referring to the claim from which it
depends."); SHELDON, supra note 48, 7:4, at 7-47 ("An independent claim stands alone and in
cludes only the limitations recited in the claim itself; it is not dependent upon any other claim to
make it complete.").
Tony A. Gayoso & Irving N. Feit, Can a Patent Claim that Refers to Another Claim be Indepen
dent?, 89 J. PAT. & TRADEMARK OFF. SOC'Y 740, 746-47 (2007) (proposing that "[c]laims that re
fer to subject matter in other claims, but that are within the scope of the subject matter of the other
claim ... may be considered to be proper independent claims that merely incorporate subject mat
ter by reference from another claim"); Jeffrey A. Lefstin, The Formal Structure ofPatent Law and

the Limits of Enablement, 23 BERKELEY TECH. L.J. 1141, 1179 (2008) ("35 U.S.C.

112 simply

requires that dependent claims add a further limitation to subject matter already claimed and are
construed to include all the limitations of the independent claim. It does not require that indepen
dent claims encompass all the subject matter defined by the dependent claim, nor does it require
that any claim making reference to another claim be construed as a dependent claim.") (emphasis

added).
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As a matter of classical logic, 71 there is an incompatibility between the two
definitions. Taken together, the definitions are contradictory; therefore, they both
cannot be true. This article proposes a definition for independent claim that would
reduce ambiguity in claim construction, eliminate one of the contradictory defini
tions, and restore the contrary relationship between independent and dependent
claims.
C. Administrative Deference to Shorthand Claim References
The jurisprudence of USC 112, 4 reinforces the unsettling facts that there
are contradictory definitions for independent claim and that dependent and inde
pendent claims are false contraries. In Ex parte Moelands,72 a patent examiner re
jected claims 9, 11, and 20 under USC 112, 4 as being in improper dependent
form for failing to further limit the subject matter of a previous claim. 73 Claim 11
was representative of the issues in the case:
11. A data transmission system comprising: at least two of the data transmission
stations of claim 10; a clock bus interconnecting the clock terminals of the sta
tions; and means which maintain the clock bus at the second voltage level in the
absence of forcing by the stations. 7 4

In the decision, the BPAI addressed the threshold requirement necessary for a
claim to be characterized as a dependent claim:

logic is not necessarily persuasive in legal argument. See, e.g., OLIVER WENDELL
HOLMES, THE COMMON LAW 1 (1881) ("The life of the law has not been logic: it has been expe
rience."); David N. Hayes, The Language and Logic of Law: A Case Study, 35 U. MIAMI L. REV.
183, 185 (1981) ("Strict logical consequence is the subject of theories of formal reasoning. Legal
argument, however, is not a matter of strict logical consequence."); Steven D. Jamar, This Article
has No Footnotes: An Essay on RFRA and the Limits of Logic in Law, 27 STETSON L. REV. 559,
560 (1997) ("Logic has a favored place in the law, but it is not its only or even its most important
structural element. As so eloquently expressed by Justice Holmes well more than a century ago,
what the rules of law are or should be owes more to history and human experience than to formal
logic."); contra, Kevin W. Saunders, What Logic Can and Cannot Tell Us About Law, 73 NOTRE
DAME L. REV. 667, 677-80 (1997) ("Most of the informal fallacies face similar questions in appli
cation to law, but what of more formal logic? Here there would seem to be less reason to distin
guish law from other fields. If logic has recognized certain forms of argument as valid, and a le
gal argument goes beyond or contradicts one of those forms, that would appear to be a solid rea
son for calling the validity of the argument into question. Here logic may be of service to the law,
by identifying problems with arguments. Even here, however, it must be recognized that
sometimes the seeming difference in logic may be nothing more than a linguistic difficulty, and
that the law has come to the proper solution. Logic can also help law in finding the best language
to express the rules adopted by legal institutions.....Logic can also be of service to the law in the
drafting of statutes. Layman Allen and others have discussed logical form in that area and have
attempted to identify the sources of ambiguity in statutes. Much of the ambiguity in statutes, and
in other statements of the law, results from the misuse of logical connectives or the failure to rec
ognize that it is unclear how portions of a complex proposition are to be combined.").

71

Admittedly,

72

No. 616-61, 1987 Pat. App. LEXIS 27 (B.P.A.I. Jan. 30, 1987).

73

Id. at *1.

74

Id. at *2.
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We also note that 35 U.S.C. 112, fourth paragraph, initially merely requires that a
dependent claim contain "a reference" to a claim previously set forth. It is clear
to us that the claims at issue here do comply with this statutory requirement.

The fourth paragraph of 35 U.S.C. 112, also mandates that "a claim in dependent
form shall be construed to incorporate by reference all the limitations of the
claim to which it refers." Claims 9, 11 and 20 do include at least every limitation
of the claims from which they respectively depend. Furthermore, a system which
would infringe the plural stations of claims 9, 11 and 20 would certainly infringe
the single station of claims 7 and 8, 10, 18 or 18 and 19.75

The Ex parte Moelands majority opinion is illustrative of two points: first, the
examiner, appellants, and BPAI each construed claim 11 as a dependent claim be
cause it referenced a preceding claim; and second, a claim reference to a preceding
claim need not be in the claim preamble. Nevertheless, the BPAI concluded that
the rejected claims (including claim 11) met the statutory requirements of USC 112,
4 and passed the infringement test. 76
Of note is the fact that the dissenting patent judge construed Claims 9, 11, and
20 as independent claims because the claims failed to further limit the subject mat
ter of the claim in which they referenced. The dissent is set out below:
In my view the change in 112 which resulted in the fourth paragraph language
in question here codified the provision of Rule 75(c) that requires a dependent
claim to further limit another claim. The only exception that I am aware of to
this requirement is in regard to product by process claims. The claims in issue
clearly do not further limit or restrict the subject matter of the claims from which
they refer back to. I view the questioned claims as wholly independent claims
which refer back to and incorporate the subject matter of previous claims by ref
erence. This is merely a shorthand form of claim drafting which eliminates the
needfor repeating the defined elements set forth in the referencedclaims in much
the same manner as tabular data, reference numerals or figures from a drawing
are incorporated by reference into claims. The fourth paragraph of the statute
does not apply when viewing the claims in this light.7 7

Next they examined the use of shorthand claim references, and found them
proper, in Ex parte Porter.78 During the prosecution of Porter's patent application,

7
76

Id. at *3-4.
MPEP, supra note 4, 608.01(n). The BPAI acknowledged that the "Senate Report 94-215 is si
lent regarding the legislative history of the language that became 35 U.S.C. 112, fourth para
graph," that their majority opinion was consistent with the Manual of Patent Examining Proce
dure, 608.01(n). Exparte Moelands, 1987 Pat. App. LEXIS 27, at *4. Therefore, the claims at
issue were proper. Id.

77

Exparte Moelands, 1987 Pat. App. LEXIS 27, at *8-9 (emphasis added).
Ex Parte Porter, No. 92-1668, 1992 Pat. App. LEXIS 27, at *1 (B.P.A.I. Sept. 29, 1992).

78
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4 as not being a proper dependent

6. A method for unloading non-packed, non-bridging and packed, bridging flow
able particle catalyst and bead material from the opened end of a reactor tube

which comprises utilizing the nozzle of claim 7.79

In contrast to the previous case, the BPAI, in an expanded panel, construed
claim 6 of Exparte Porterto be an independent claim. The BPAI explained:
The manner in which claim 6 has been drafted has been an acceptable format for

years. The format of claim 6 apparently is used more often in chemically related
applications ...

While claim 6 could be construed as an independent claim, drafted in a short
hand format to avoid rewriting the particulars of the nozzle recited in claim 7, for
fee calculation purposes the Office initially treats all claims that refer to another
claim as a dependent claim....

Our decision herein, when considered with ex parte Moelands should make it
clear that we do regard a claim that incorporates by reference all of the subject
matter of another claim, that is, the claim is not broader in any respect, to be in
compliance with the fourth paragraph of 35 USC 112.80

It is apparent from these BPAI decisions that whether or not the claims on ap
peal complied with USC 112, 4 was only part of the issue. In each case there was
a threshold issue as to whether such claims were dependent at all. Although the
BPAI claim constructions were contradictory, the decision in Ex parte Porter garn
ers greater precedential value because it was rendered by an expanded panel, is
more recent, and has been endorsed by the USPTO. 81 However, most of the prece
dential value in Ex parte Porterwas undercut by the Federal Circuit's 2006 deci
sion in Pfizer v. Ranbaxy. 82

79

Id. at *2.

80 Id. at *8-10 (citations omitted).
81 MPEP, supra note 4, 608.01(n). The Manual of Patent Examining Procedure includes the body
of caselaw that is consistent with the legal positions of the USPTO.
82

Pfizer Inc. v. Ranbaxy Labs. Ltd., 457 F.3d 1284, 1292 (Fed. Cir. 2006). In the litigation, there
were two US patents contested: 4,681,893 (expired) and 5,273,995 (due to expire June 28, 2011).
The patent status of any drug is listed in the Food and Drug Administration's Orange Book, avail
able at www.accessdata.fda.gov/scripts/cder/ob/docs/querynewobpat.cfm (last visited June 26,

2010).
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D. Pfizer v. Ranbaxy: Shorthand Claim Reference Renders Claim Invalid
Pfizer v. Ranbaxy has become the seminal case for the invalidation of a claim
under USC 112, 4. In the decision, the Federal Circuit relied on dicta from Cur
tiss-Wright Flow Control Corp. v. Velan Inc. to support their conclusion of invalidi
ty. 83 The Federal Circuit suggested that any provision of USC 112 may substantiate
an invalidation defense in an infringement suit. 84 A few months later, Ranbaxy, a
generic drug company, successfully argued that claim 6 in Pfizer's U.S. Patent
5,273,995 was invalid for failing to further limit the referenced claim 2, which did
not include salts. 85 Claim 6 is set out below:
6. The hemicalcium salt of the compound of claim 2.86

Prior to the appeal, the district court recognized that there was a drafting
problem with claim 6, but stated that there was no precedent for invalidating a
claim under USC 112, 4.87 The Federal Circuit's opinion in Curtiss-Wright was
issued after the district court opinion, but before the Pfizer v. Ranbaxy appeal. 88
There, the court said:
We recognize that the patentee was attempting to claim what might otherwise
have been patentable subject matter. Indeed, claim 6 could have been properly
drafted either as dependent from claim 1 or as an independent claim-i.e., "the
hemicalcium salt of atorvastatin acid." But, we "should not rewrite claims to
preserve validity."

83

Pfizer, 457 F.3d at 1291-92 (citing Curtiss-WrightFlow Control Corp. v. Velan, Inc., 438 F.3d

1374, 1380 (Fed. Cir. 2006)). Although the suggestion is technically dicta, the premise has statu
tory support. 35 U.S.C. 282 expressly states: "Invalidity of the patent or any claim in suit for
failure to comply with any requirement of sections 112 or 251 of this title."
84

Id. at 1292.

85

Court Voids One of Two Lipitor Patents, 22 No. 7 ANDREWS PHARMACEUTICAL LITIG. REP. 5, Aug.
30, 2006; Mary Ann Liebert, Pfizer Maintains One Lipitor Patent, 25 BIOTECHNOLOGY L. REP.
570, Oct. 2006, at 571 (providings a quickk history of the case and analysis of the court.) (Claim 2

86

87

recites the chemical name for Lipitor .); U.S. Patent No. 5,273,995 col.16 1.16 to col.17 1.2 (filed
Feb. 26, 1991).
Pfizer Inc. v. Ranbazy Labs. Ltd., 405 F. Supp. 2d 495, 507 (D. Del. 2005), vacated, 457 F.3d
1284 (Fed. Cir. 2006).
Pfizer Inc. v. Ranbaxy Labs. Ltd., 405 F. Supp. 2d 495, 508-09 (2005), vacated, 457 F.3d 1284
(Fed. Cir. 2006). The court would have been "required to declare an issued claim invalid because
of the failure to adhere to the drafting technicalities for dependent claims." Id. at 508. Relying on
legislative history and the approach taken by the USPTO in the Manual of Patent Examining Pro
cedure, the court was "not persuaded that the law of invalidity should be extended to reach Section

112, paragraph 4." Id. at 509.
88

Pfizer, 457 F.3d at 1291-92 ("It is true that at the time the district court wrote its opinion, there
was no applicable Federal Circuit precedent. More recently, however, we have suggested that a
violation of 112,
4 renders a patent invalid just as violations of other paragraphs of 112
would.").
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Although the district court was reluctant to find the fourth paragraph of
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112 to

be an invalidating provision, doing so does not exalt form over substance. Ra
ther, it is consistent with the overall statutory scheme that requires applicants to
satisfy certain requirements before obtaining a patent, some of which are more
89
procedural or technical than others.

In Pfizer, the Federal Circuit was bound by precedent not to rewrite claim 6 in
order to preserve its validity. 90 Further, the court was unable to apply the statutory
presumption of validity because the claim was not indefinite. 91 Of note is the fact
that both the Federal Circuit and the district court construed claim 6 as a dependent
claim because of the reference to claim 2.92 In other words, the courts construed
claim 6 in accord with the construction of claim 11 in Ex parte Moelands, but in
contrast with the construction of claim 6 in Ex parte Porter.
Some commentators have criticized the Federal Circuit's opinion in Pfizer,
lamenting: "there is no legal or logical reason for considering claim 6 to be a de
pendent claim at all." 93 On the contrary, when Chief Judge Michel opined that in
validating a claim under USC 112, 4 "does not exalt form over substance,"9 4 he
meant something utterly logical: the provision, USC 112, 4, exalts form over con
venience.
E. Pharmaceutical Patents, the Federal Circuit, and Formalism
The decision in Pfizer invalidated a claim protecting the active ingredient in
the drug Lipitor*, a drug that the district court referred to as "the largest selling
pharmaceutical in history." 95 In 2006, Lipitor* earned $12.9 billion in revenue,
which was nearly three times more than their next leading drug (Norvasc®).9 6 For

89

Id. at 1292 (citations omitted) (emphasis added) (quoting Nazomi Commc'ns, Inc. v. Arm Hold

90

ings, PLC, 403 F.3d 1364, 1368 (Fed. Cir. 2005)).
Nazomi Commc'ns, Inc. v. Arm Holdings, PLC, 403 F.3d 1364, 1368 (Fed. Cir. 2005); see also
Rembrandt Data Techs., LP v. AOL, LLC, 673 F. Supp. 2d 420, 426 (E.D. Va. 2009) ("The edit
ing of patent claims is generally disfavored, and the Federal Circuit has announced that, '[t]his
court ... repeatedly and consistently has recognized that courts may not redraft claims, whether to
make them operable or to sustain their validity.' . . . Courts in patent infringement suites may
however correct obvious clerical errors.") (citations omitted) (quoting Chef Am., Inc. v. Lamb

91

Weston, Inc., 358 F.3d 1371, 1374 (Fed. Cir. 2004)).
Phillips v. AWH Corp., 415 F.3d 1303, 1327 (Fed. Cir. 2005) (en banc) (acknowledging the max
im of construing claims so as to preserve their validity, but explaining "we have limited the max
im to cases in which 'the court concludes, after applying all the available tools of claim construc
tion, that the claim is still ambiguous."' (quoting Liebel-Flarsheim Co. v. Medrad, Inc., 358 F.3d

92

898, 911 (Fed. Cir. 2004))).
Pfizer, 457 F.3d at 1291; Pfizer, 405 F. Supp. 2d at 507.

93

Gayoso & Feit, supra note 70, at 744.

94

Pfizer, 456 F.3d at 1292.
Pfizer, 405 F. Supp. 2d at 500.
Pfizer Inc. 2006 Financial Report 16 (2006); available at www.pfizer.cominvestors/finan

95
96

cialreports/financialreports.jsp (follow "2006 Financial Report" hyperlink); see also Pfizer Inc.
2009 Financial Report 21 ($11.4 billion in revenue); 21 ($12.4 billion in revenue); Pfizer Inc.
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tunately for Pfizer, the court determined that the other' claims protecting Lipitor®
remained valid. 97 Nevertheless, it is alarming that a formal requirement in the Pa
tent Act may have adversely affected the $12 billion per year blockbuster drug.
Through their empirical research, Professors Bessen and Meurer have deter
mined that chemical patents are substantially more valuable than the patents in oth
er industries. 98 The findings of their research suggest that the chemical and phar
maceutical industries benefit more from their patents as compared to other
industries because the cost of litigation is several times larger than the profits re
ceived from patents in the latter industries. 99 Yet, the relationship is reciprocal: the
industry that benefits the most from patents is also the industry that would not exist
without patents.' 0 0 In the pharmaceutical industry, the inventions cannot be pro
tected by trade secret because the results of clinical studies are published.1 0' Fur
ther, without the exclusive protection afforded by patents, the incentive for pharma
ceutical companies to invest in expensive and risky research would disappear. The
term of patent protection encourages innovation and provides a patentee a period of
time to develop and market a new drug, and the opportunity to recoup the expenses
of research and development.1 0 2
Researchers in the chemical industries attribute the success of their patents to
the clear standards that can be applied to assess a chemical patent's validity and the
fact that boundaries are more easily defined in such patents.' 03 Even so, Professors

2007 FinancialReport 21 ($12.7 billion in revenue); Pfizer Inc. 2005 FinancialReport 13 ($12.2
billion in revenue); Pfizer Inc. 2004 FinancialReport 10 ($10.8 billion in revenue).
97

Pfizer, 457 F.3d at 1286.

98

JAMES BESSEN & MICHAEL J. MEURER,

PATENT FAILURE: How JUDGES, BUREAUCRATS, AND

LAWYERS PUT INNOVATORS AT RISK 106-07 (2008); see also Dan L. Burk & Mark A. Lemley, Is
Patent Law Technology Specific?, 17 BERKELEY TECH. L.J. 1155, 1156 (2002) ("As a practical
matter, it appears that while patent law is technology-neutral in theory, it is technology-specific in
application.").
99

BESSEN & MEURER, supra note 98, at 142.

100 Andrew A. Phillips, Comment, Strengthen PharmaceuticalPatent Rights: Lowering the Cost of

PrescriptionDrugs by Stopping the Reckless Patent Litigation Abuse of Generic Companies, 13

CoNN. INS. L.J. 397, 405-06 (2006-2007) ("It is widely believed that without the protection of pa
tents, all research and development of new drugs by these companies would cease to exist.... In
the pharmaceutical industry, an innovator could pour large amounts of money into developing and
bringing to market a new drug, and without patent protection, lose that entire investment to a
competitor who merely copied the innovator's invention.").
0 Id. at 417.
102 Id. at 406 ("Pharmaceutical companies spend on average $897 million to develop a new prescrip
tion drug. Thousands of compounds are investigated for every one that makes it to human testing.
Of those compounds that make it to human testing, only one in five will eventually gain approval
of the Food and Drug Administration (FDA), and make it to market. In addition, the patent is is
sued years before the pharmaceutical companies can actually sell the product in the marketplace.
For example, the average development time of a drug went from 8.1 years in the 1960s to 14.2
years in the 1990s.").
103 BESSEN & MEURER, supra note 98, at 107.
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Bessen and Meurer concluded that patent quality has declined in recent years: "Pa
tents that are of low quality because they are vaguely worded, overly abstract, of
uncertain scope, or that contain strategically hidden claims."10 4 They assert that
such problems with patent claim drafting have been exacerbated by the Federal
Circuit's struggle to find the best approach for interpreting claims. 105 In their view,
the patent system is reliant on the function that patent claims perform: patent no
tice. 106 As a solution, the commentators recommended that the Federal Circuit
yield more deference to the interpretative tasks of the USPTO and establish limits
on how patent claims may be drafted. 10 7
Broadly, the suggestions expressed in Patent Failure straddle the fence be
tween two competing camps. In one camp, commentators have criticized a pattern
of judicial hyperactivity in the Federal Circuit's jurisprudence, which means the
court engaged in a form of appellate review that "usurps elements of the decision
making process that are supposed to be the province of the lower courts, adminis
trative bodies, or even litigants."' 08 Gayoso and Feit, critics of the Pfizer decision,
fall into this camp. 10 9 They noted the fact that there is no formal definition of inde
pendent claim." Without a formal definition, they considered it unnecessary that
the Federal Circuit construed claim 6 as a dependent claim when the BPAI had pre
viously opined that such claims had been recognized as an acceptable format for
independent claims."' Further, they argued that "it is difficult to imagine any pub
lic policy that is promoted by the Federal Circuit's decision in Pfizer v. Ranbaxy. It
is equally difficult to imagine any public policy that is harmed by considering
claims in the form of claim 6 to be valid independent claims.""1 2
Commentators in the other camp argue that formalism is a policy that facili
tates the goals of patent law. Professor Thomas observed that "the Federal Circuit
has embraced an increasingly formal jurisprudence."" 3 He predicted that the trend
would continue and that the goals of formalism are certainty and predictability:

104 Id. at 163.
105 Id. at 237.

106 Id. at 236.

Id. at 237-38.
108 William C. Rooklidge & Matthew F. Weil, JudicialHyperactivity: The FederalCircuit's Discom
107

fort with its Appellate Role, 15 BERKELEY TECH. L.J. 725, 727 (2000). They conclude that "the
Federal Circuit, like any other appellate court, should strive to confine its decision-making proce
dures to those traditionally associated with an appellate court, and leave patent searching, innova
tive advocacy and fact-finding to others." Id. at 752.
109 Gayoso & Feit, supra note 70, at 743.
" Id. at 743.

"1 Id. at 745.
112 Id. at 746.

113 John R. Thomas,

Formalism at the FederalCircuit, 52 AM. U. L. REV. 771, 774 (2003).
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U.S. patent law is in many ways becoming more certain. The Federal Circuit's
ongoing pursuit of doctrinal stability has led to maximalist decision making that
has specified considerable legal rules in advance of their application. As we as
sess the court's movement into adjudicative rules formalism, we would do well
to remember that the goals of certainty and predictability rank high among the
list of legal aspirations.

Accordingly, it is arguable that the result in Pfizer was foreseeable. Professor
Thomas explained that the USPTO has battled several difficulties in the administra
tion of patent applications over the past decade: an increase in the number of appli
cations filed per year; an increase in the pendency of such applications; applications
have become more complex; there is a steady rumble of poor patent quality; and a
diverted revenue stream by Congress that prohibits the USPTO from addressing
such difficulties." 5 Furthermore, the following perception persists in regard to the
USPTO: "The patent-examining corps consists of many hundreds of examiners,
many with 'full signatory' authority that effectively allows them to serve as one
person patent offices. The presence of many different decision makers, and the ab
sence of centralized oversight of patentability determinations, further suggests the
desirability of rules over standards."1 16 In view of such troubles faced by the
USPTO, it was not unimaginable that the Federal Circuit would seek to clarify an
area of ambiguity: namely, de facto independent claims.
117
As
It shall not be forgotten that "the name of the game is the claim."
1790
from
existed
States
United
in
the
practice
patent
II.A.1,
in
Part
out
pointed
1870 before claims were statutorily required. With consideration of the fact that
"claims are themselves highly formal entities," 118 the invalidation of claim 6 in
Pfizer was not surprising in view of the Federal Circuit's pursuit of formalism.

III. Application of 35 USC

112, Fourth Paragraph After Pfizer v. Ranbaxy

It should be apparent from the background section that USC 112, 4 requires
that a proper dependent claim: 1) refer to preceding claim; 2) specify a further limi
tation of the subject matter in the preceding claim; and 3) be construed to incorpo
rate by reference all of the limitations set forth in the preceding claim. Since the
Federal Circuit's decision in Pfizer, alleged infringers have been utilizing USC 112,

114 Id. at 810.
115

Id.

116

Id. at 796.

at 803.

117 Rich, supra note 1, at 499.

118 Jeffrey A. Lefstin, The Formal Structure of Patent Law and the Limits of Enablement, 23
BERKELEY TECH. L.J. 1141, 1145 (2008). He states further that "[t]he most fundamental change in
patent law during this period concerned the mode by which patentee's rights were defined... .an
inventor's rights came to be defined not by what the inventor actually made or disclosed, but by
formal 'claims' that specified the precise boundaries of the inventor's exclusive right." Id. at

1143.
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4 as an invalidation defense. Furthermore, the BPAI has found the same provi
sion serviceable for rendering claims in a patent application unpatentable.
A. Invalidation of Claims by Federal Judges
In Intamin v. Magnetar, the plaintiff filed suit against Magnetar for the in
fringement of their patented braking system (used for amusement devices; e.g., a
rollercoaster). 1 9 The district court invalidated dependent claim 10 in US Patent
6,062,350.120 Claim 10 is set out below:
10. The braking device of claim 1 wherein said energizing portion is configured
for attachment to said fixed device part, and said conductive portion is confi
gured for attachment to said movable device part.12 1

After summary judgment for the plaintiff, but prior to the final decision, the
case was appealed to the Federal Circuit. 122 The Federal Circuit was only required
to construe the meaning of claim 1, but Intamin argued that court's claim construc
tion of claim 1 would render claim 10 improper.123 For this reason, Intamin argued
that the court should construe claim 1 as to include the embodiment of claim 10.124
The Federal Circuit disagreed: "Because claim 1 requires the conductive portion to
reach the length of the fixed device part and claim 10 places the conductive portion
on the passenger car, claim 10 is an improper dependent claim." 125 On remand,
claim 10 was invalidated because it "eliminates the element of a conducting rail at
tached to or extending the length of the fixed device part."126 In other words, when
claim 10 eliminated a limitation of claim 1, the claim was invalid for failing to in
corporate by reference all of the limitations of the preceding claim that it refe
renced. 127
If the harm of invalidation is great and USC 112, 4 is more procedural than
substantive, then a litigator would likely argue that a court should construe claims
in a manner that would preserve the validity of such claims. That is precisely what
happened in Nike v. Adidas. 128

119 Intamin, Ltd. v. Magnetar Techs. Corp., 623 F. Supp. 2d 1055, 1058 (C.D. Cal. 2009).
120 Id. at 1059.
121 U.S. Patent No. 6,062,350 col.9 1.22-25 (filed Apr. 12, 1996).
122 Intamin, Ltd. v. Magnetar Techs. Corp., 483 F.3d 1328, 1337 (Fed. Cir. 2007).
123 Id
124 Id.
125

Id.

126 Intamin, 623 F. Supp. 2d at 1066 (emphasis added).
127 Id.

128 Nike, Inc. v. Adidas Am. Inc., No. 9:06-CV-43, 2006 WL 3751181 (E.D. Tex. Dec. 18, 2006).
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Nike sued Adidas for infringement of its patent. (US 6,487,796).129 In the
Markman order, the district court acknowledged the maxim "[a] claim should be
interpreted, if practicable, so as to give it effect rather than to have it fail," but rea
13 0
Adidas ar
soned that a court cannot correct a claim during claim construction.
limit the
further
to
failing
for
4,
112,
of
USC
gued that claim 16 was in violation
13
subject matter in claim 9, and was therefore invalid. 1 Claim 16 is set out below:
16. The article of footwear of claim 9, wherein saidheel plate underlies at least a
portion of an arch of the foot and substantially all of the heel. 132

The problem with the claim 16 reference to said heel plate is that claim 9
does not recite heel plate. Therefore, claim 16 recites the definite said without an
antecedent basis for the subject matter of reference. In response, Nike argued that
3
the term said was an error and should be interpreted as a,13 which means one or
more.' 3 4 According to Nike, "the specification and claims make ample references
to 'heel plate' so a substitution of 'a' for 'said' is not subject to reasonable de
bate."13 5
The court was unconvinced that such an error would be harmless, and rea
soned that correcting said as if it were a typographical error would be akin to subs
tituting "claim 8" for "claim 9."136 The court concluded: "If changing '9' to '8'
makes as much sense as replacing 'said' with 'a,' then Nike's proposed correction
is 'subject to reasonable debate.' Claim 16 cannot be corrected in claim construc
tion."' 3 7
Of note is the fact that the MPEP proposes that claims lacking proper antece
dent basis are indefinite under USC 112, 2.138 The MPEP states the following:

129

Id.

at*1.

Id. at *3, 10.
131 Id. at *9.
132 Id. (emphasis added).
130

133
134

Id. at *10.
See, e.g., Silicon Graphics, Inc. v. ATI Techs., Inc., 607 F.3d 784, 790 (Fed. Cir. 2010) ("The use
of the indefinite article 'a' in the claim, when coupled with the list of processes provided in the
specification, makes it clear that the claims' references to 'a rasterization process' means 'one or
more rasterization processes."').

135 Nike,
136 Id.

2006 WL 3751181, at *10.

137 Id. (citations omitted) (applying the standard from Hoffer v. Microsoft Corp., 405 F.3d 1326, 1331
(Fed. Cir. 2005)) ("When a harmless error in a patent is not subject to reasonable debate, it can be
138

corrected by the court, as for other legal documents.").
MPEP, supra note 4, 2173.05(e).
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A claim is indefinite when it contains words or phrases whose meaning is un
clear. The lack of clarity could arise where a claim refers to "said lever" or "the
lever," where the claim contains no earlier recitation or limitation of a lever and
where it would be unclear as to what element the limitation was making refer

ence.

139

Yet, MPEP

2173.05(e) provides the following stipulation: "the failure to

provide explicit antecedent basis for terms does not always render a claim indefi
nite. If the scope of a claim would be reasonably ascertainable by those skilled in
the art, then the claim is not indefinite." 14 0 The typographical error in dependent
claim 16, at issue in Nike v. Adidas, provides such an example. There, the defen
dant was arguably foreclosed from asserting that claim 16 was indefinite because
the meaning of said heel plate was apparent from the context provided by the speci
fication and other claims. In that case, Adidas asserted the correct argument against
the validity of claim 16; specifically, Adidas argued that the dependent claim was
drafted improperly and should be rendered invalid under USC 112, 4.
Although not all dependent claims that are rendered improper under USC
112, 4 are also indefinite under USC 112, 2, there are situations where a depen
dent claim would be construed as both improper and indefinite. For instance, a de
pendent claim that is inconsistent with the independent claim from which it de
pends may also be invalid under both paragraphs of USC 112.
In Konvin v. Extech, the defendant argued that dependent claims 5 and 21 of
Konvin's patent (US 6,164,024) were indefinite under USC 112, 2 because of
their inconsistencies with the independent claims 1 and 15, from which they de
pend, respectively.14 1 The district court noted:
Though parties making this type of argument ordinarily argue that improper de
pendent claims violate 35 U.S.C. 112, 4, . . . the Court can also imagine a de
pendent claim that violates
112, 2. A claim, like the one in Allen, that does
not adequately notify the public regarding the patentee's right to exclude because
it contains an internal contradiction presumably would fall into this category.142

After the court examined the claims, it concluded that claim 5 properly nar
rowed the subject matter of claim 1, but because "claims 21 [sic] cannot both in
corporate the elements of claim 15 and recite a clip with an 'upwardly, opening
channel,' claim 21 does not adequately notify the public of Konvin's right to ex

139

Id

Id
Konvin Assocs. v. Extech/Exterior Techs., No. 04 C 2544, 2006 WL 2460589, at *3-4 (N.D. Ill.
Aug. 21, 2006).
142 Id. at *4 (citations omitted).
140
141
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clude. For this reason, no jury reasonably could find that claim 21 is valid under 35
U.S.C. 112, 2."143 The failure of dependent claim 21 to incorporate by refer
ence all of the limitations set forth in claim 15 would have rendered the claim
invalid under USC 112, 4 as well, had the defendant made that argument.
In sum, the Intamin, Nike, and Konvin cases examined dependent claims that
were drafted in a traditional dependent format, i.e., the reference to the preceding
claim was in the claim preamble. Although those cases reinforce the soundness of
invalidating an improper dependent claim under USC 112, 4, none required the
courts to interpret a claim having shorthand drafting language, i.e., the reference to
the preceding claim is not in the claim preamble. However, in Monsanto v. Syngen
ta, the Federal Circuit noted that dependent claim 4 in US patent 5,538,880 was in a
"somewhat unusual format." 144 Claim 4 is set out below:
4. A process comprising obtaining progeny from a fertile transgenic plant ob
45
tained by the process of claim 1 which comprise said DNA.'

The district court construed claim 4 as a dependent claim, wherein claim 4
added a fourth step of obtaining progeny by the process of claim 1.146 On appeal,
the Federal Circuit characterized Monsanto's argument as follows:
According to Monsanto, claim 4 is by itself a single-step process (process of ob
taining progeny). Under Monsanto's construction, the dependent language refers
instead to the novel starting material (a fertile transgenic plant previously ob
tained using the claim 1 process) of the new process in claim 4. To bolster its
point, Monsanto draws attention to the form of claim 4, which differs a bit from
the customary dependent claim format (i.e., "the process of claim 1 further com
prising...").

Before the Federal Circuit examined the validity of claim 4, the court set forth
the rule of USC 112, 4 and cautioned that a claim is not independent or dependent
based on form alone:
To establish whether a claim is dependent upon another, this court examines if
the new claim both refers to an earlier claim and further limits that referent... .A

143

Id. at *5 (emphasis added).

144

Monsanto Co. v. Syngenta Seeds, Inc., 503 F.3d 1352, 1358 (Fed. Cir. 2007) ("Although in a

somewhat unusual format, claim 4 is dependent from claim 1 because it only stands if all three
steps recited in claim 1 have been performed. In other words, the additional fourth step of obtain
ing progeny depends on the performance of the process comprising the three steps recited in claim
1 for obtaining a fertile transgenic plant. Claim 4 contains each element of a dependent claim.").
145 Id. at 1355.
146

Id. at 1357.

1

Id.
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claim's status as dependent or independent depends on the substance of the claim

4, and not the form alone.148

in light of the language of 112,

The analysis provided by the court in regard to the validity of claim 4 under
USC 112, 4 was straight-forward,1 49 but the court's comment on a "claim's sta
tus" signaled that the substance of the claim must be considered in the determina
tion of whether a claim is dependent or independent. The court said, "[t]he claim
might have used express language to clarify that it only invoked the product of the
process in claim 1 as a starting material, but did not do so. Instead, the claim lan
guage reads claim into claim 4."150 The court explained:
Although in a somewhat unusual format, claim 4 is dependent from claim 1 be
cause it only stands if all three steps recited in claim 1 have been performed. In
other words, the additional fourth step of obtaining progeny depends on the per

formance of the process comprising the three steps recited in claim 1 for obtain
ing a fertile transgenic plant.

Claim 4 contains each element of a dependent

claim. 151

Based on the Federal Circuit's analysis, it becomes apparent that if a claim
has been drafted with a reference to a preceding claim, then there will be a pre
sumption that the claim is dependent. However, that presumption is rebuttable
when the substance incorporated by the reference is unnecessary for the claim to
stand alone. In this case, Monsanto was unable to rebut the presumption and suc
cessfully argue that claim 4 was a de facto independent claim because the limitation
added by claim 4 only had meaning when the court read the limitations of claim 1
into claim 4.
The approach advocated by the Federal Circuit infuses flexibility into the
construction of claims drafted with a shorthand reference, but it remains unclear
how a claim could have meaning without reading the language of a preceding claim
into the referent claim.
B. Rejection of Claims by Administrative Patent Judges
Since Pfizer, the BPAI has employed USC 112, 4 to render various claims
unpatentable. In Ex parte Esser, the BPAI examined chemical compound claims.' 5 2

148 Id. (emphasis added).
149 The panel determined that although claim 4 contained a preamble that was clearly different from
the preamble in claim 1, claim 4 still referred back to "the process of claim 1." The court deter
mined that claim 4 "expressly recites the process of claim 1 . . . Claim 4 thus incorporates the
format specified by the statute for dependent claims ... [and] the claim language reads claim 1 in

to claim 4." Id. at 1358.
150 Monsato, 503 F.3d at 1357 (emphasis added).
151
152

Id. at 1358.
Exparte Esser, Appeal 2006-3252, 2007 WL 2823697, at *12 (B.P.A.I. Sept. 27, 2007).
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The BPAI found dependent claims 74-76 and 78-80 unpatentable because the vari
able R' may be, inter alia, halogen, whereas the preceding independent claim 21
limited the variable R' to the specific halogens: fluorine, bromine, and iodine (i.e.,
no chlorine or astatine).153 A dependent claim that does not include all of the limi
tations of the claim from which it is dependent fails to comply with USC 112, 4.
In this case, because halogen is a genus that is broader than any of its species, the
dependent claims 74-76 and 78-80 failed to include the limitations recited in the
referenced claim 21.154
The BPAI decision in Ex parte Hsu presented another case in which an inde
finiteness analysis under USC 112, 2 incorporated the USC 112, 4 analysis of
Pfizer.155 In the inventor's patent application, independent claim 25 and dependent
claim 45 recited:
25. A process for cleaning a microelectronic substrate ... with an aqueous clean
ing composition ... wherein the aqueous cleaning composition consisting of ....

45. A process of claim 25 wherein the cleaning composition comprises ....156

It is settled law that the transitional phrase "consisting of' is closed language,
whereas "comprising" is open-ended language that does not restrict the scope of the
157
For this reason, the BPAI
claim to the subsequently enumerated limitations.
concluded that dependent claim 45 recited a composition that allowed for the inclu
sion of other, unspecified ingredients. 158 Because claim 45 was construed as broad
er in scope than its preceding independent claim 25, it necessarily failed to incorpo
rate by reference all the limitations of the previous claim, as required by USC 112,
4159 The BPAI concluded that there was no reason to issue a patent with such
language and "transfer to potential competitors and Federal Courts the chore of
having to figure out the claims." 16 0 During examination, a claim should be
amended to clear up even minor ambiguities, whereas in litigation a claim enjoys a
presumption of validity. 16 1 As a result, the BPAI concluded that "[a] 'comprising'

153

Id. at *13.

154

Id.

155 Ex parte Chien-Pin Sherman Hsu, Appeal 2009-2630, 2009 WL 1155614, at *12 (B.P.A.I. Apr.

28, 2009).
156 Id. at *4,*11 (emphasis added).
158

Id. at *11-12 (citing Exparte Davis, 80 U.S.P.Q. 448 (B.P.A.I. 1948)).
Id. at *12.

159

Id.

160

Id

157
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dependent claim cannot open the scope of a 'consisting of independent claim
without causing potential confusion," and maintained the examiner's rejection un
der USC 112, 2.162
Finally, in Ex parte Avizienis, the BPAI agreed with the patent examiner in
regard to an interpretation of the word such. 163 In this case, claim 1 recited: "Appa
ratus for deterring failure of a computing system; said apparatus comprising . .";
and claim 4 recited: "The apparatus of claim 1, further comprising: such computing
system." 164 The BPAI rendered claim 4 unpatentable under USC 112,
4. The
holding is set out below:
[W]e agree with the Examiner that using "such" (instead of "said" or "the") does
not further limit the antecedent claim element in the parent claim. Instead, we
conclude that the use of "such" actually broadens what has been previously
claimed, because "such computing system" (claim 4) could be reasonably read on
a different computing system (perhaps a similar computing system) than the p
ticular "computing system" originally introduced in the preamble of claim 1.1

Unfortunately, the Ex parte Esser, Ex parte Hsu, and Ex parte Avizienis ap
peals did not present the BPAI with an opportunity to construe a shorthand claim
reference because all of the dependent claims examined had been drafted in tradi
tional dependent form. Still, the decision in Ex parte Hsu was consistent with the
district courts' holdings in Nike and Konvin. Those cases collectively illustrate that
a dependent claim that fails to incorporate by reference the limitations of a preced

161

Ex parte Chien-Pin, 2009 WL 1155614, at *11. The BPAI acknowledged the Federal Circuit's
statement that the "essential purpose of patent examination is to fashion claims that are precise,

clear, correct, and unambiguous." Id. (citing In re Zletz, 893 F.2d 319, 322 (Fed. Cir. 1989)).
Further, the BPAI cited Exxon Research & Engineering Co. v. United States, where the Federal
Circuit said that a different standard for indefiniteness may be appropriate during prosecution than

162
163
164

in litigation. Exxon Research & Eng'g Co. v. United States, 265 F.3d 1371, 1384 (Fed. Cir.
2001).
Exparte Chien-Pin, 2009 WL 1155614, at *12.
Exparte Avizienis, Appeal 2009-003592, 2009 WL 3519744, at *5 (B.P.A.I. Oct. 29, 2009).
U.S. Patent Application No. 2002/0046365 Al (filed June 20, 2001). On appeal, claim 4 was in

its original form, but claim 1 was amended prior to appeal. However, the differences in claim 1
are insignificant for the purposes of this article.
165 Exparte Avizienis, 2009 WL 3519744, at *5. The BPAI interpretation of "such" is not reconcila
ble with the interpretation given in Jeffrey G. Sheldon's How to Write a Patent Application, which
considers the term "such" to be equivalent to other the definite terms "said" or "the." See
SHELDON, supra note 48, 6.6.3, at 6-113 (stating that "the definite articles 'the,' 'said,' and
'such' cannot be used unless the following noun has already been introduced in the claim.... If
the claim is a dependent claim, the antecedent basis can be found in the dependent claim or any
claim upon which the claim is dependent, since a dependent claim incorporates by reference all of
the claims from which it depends."). Further, with respect to the second paragraph of 35 U.S.C.
112, 2173.02 in the Manual of Patent Examining Procedure states: "The mere use of the
phrase 'such as' in the claim does not by itself render the claim indefinite. Office policy is not to
employ per se rules to make technical rejections." MPEP, supra note 4, 2173.02.
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ing claim or add a further limitation to the subject matter thereof-the requirements
of USC 112, 4-may concurrently be rendered indefinite under USC 112, 2.
C. Objection of Claims by Patent Examiners
A patent examiner is a quasi-judicial employee. 16 6 This means that an ex
aminer is required to apply legal principles, such as novelty or obviousness, but is
not allowed to change the law. In other words, an examiner must interpret and ex
amine the claims of a patent application in a manner that is consistent with the pro
cedures and case law set out in the MPEP. 16 7 As identified supra,16 8 the MPEP puts
forward the infringement test as the means for an examiner to determine the paten
tability of dependent claims under USC 112, 4.169 With respect to the treatment
of improper dependent claims, MPEP 608.01(n) states:
Where a claim in dependent form is not considered to be a proper dependent
claim under 37 CFR 1.75(c), the examiner should object to such claim under 37
CFR 1.75(c) and require cancellation of such improper dependent claim or re
1 70
writing of such improper dependent claim in independent form.

In Ex parte Avizienis, the BPAI sustained the examiner's rejection of several
claims (including claim 4) under USC 112, 4. Interestingly, the BPAI relied on
the Pfizer decision and withheld any discussion of Ex parte Porter, which recited
the following:
We note that the above-referenced section of M.P.E.P. Section 608.01(n) sug
gests that where an examiner considers a claim to be an improper dependent
claim, the examiner should require cancellation of that claim. Such requirement,
in our opinion, properly treats a claim considered to be an improper dependent
claim as an administerial function or formal matter wherein the examiner's ruling
can be challenged by way of petition under 37 CFR Section 1.181 rather than by

appeal under 37 CRF Section 1.191.171

In its current form, the MPEP has not been revised in a manner that is consis
tent with Pfizer or the recent BPAI decisions. In each of those cases, a judge inva
lidated or rejected (rendered unpatentable) one or more dependent claims that failed

166

See, e.g., W. Elec. Co. v. Piezo Tech., Inc., 860 F.2d 428, 431 (Fed. Cir. 1988) (stating that "pa

tent examiners are quasi-judicial officials").
167 The Manual of Patent Examining Procedure, as the name suggests, is an examining manual that
contains examining procedures. Additionally, the Manual of Patent Examining Procedure in
cludes the body of case law that is consistent with the legal positions of the USPTO. See supra
note 25.
168 See supra Part II.B. and Part II.C.
169 See supra note 62.
170 MPEP, supra note 4,

608.01(n).

171 Ex partePorter, Appeal No. 92-1668, 1992 WL 3920605, at *4 (B.P.A.I. Sept. 29, 1992).
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to comply with the formal requirements of USC 112, 4. The inconsistency is that
an examiner must object to improper dependent claims, whereas the BPAI has re
jected such claims.
IV. Incorporation by Reference and the Doctrine of Necessity' 72
A traditional dependent claim further defines an earlier claim, whereas some
dependent claims and de facto independent claims are defined by an earlier
claim.' 7 3 Claim drafters have also referenced various parts of the specification, in
cluding tables, figures, and/or other data (e.g., sequence listings).17 4 The judicial
doctrine of necessity governs the permissible use of such references and is in
sightful for the determination of whether the use of de facto independent claims
should be permitted.
A. Claims Referencing the Specification, Drawings, and Data
Intuitively, an independent claim should stand alone. In fact, this is what the
patent and claim drafting manuals specify.1 7 5 Further, this was the position of the
BPAI in Ex parte Fressola.176 In that appeal, the BPAI examined claim 42, which
the examiner rejected under USC 112, 4.177 Claim 42 is set out below:
42. A system for the display of stereographic three-dimensional images of celes
tial objects as disclosed in the specification and drawings herein.17 8

The BPAI reasoned that because the specification and claims are separate sta
tutory requirements, "[a] claim which refers to the specification defeats the purpose
of a claim. The limited exceptions which permit incorporation by reference do not
apply because the system can be described in words without reference to the speci

172 MPEP, supra note 4,

2173.05(s). "Where possible, claims are to be complete in themselves. In
corporation by reference to a specific figure or table 'is permitted only in exceptional circum
stances where there is no practical way to define the invention in words and where it is more con
cise to incorporate by reference than duplicating a drawing or table into the claim. Incorporation
by reference is a necessity doctrine, not for applicant's convenience."' Ex parte Fressola, 27

U.S.P.Q.2d 1608, 1609 (B.P.A.I. 1993) (citations omitted) (emphasis added).
173 See MPEP, supra note 4, 2173.05(f) ("A claim which makes reference to a preceding claim to
define a limitation is an acceptable claim construction which should not necessarily be rejected as
improper or confusing under 35 U.S.C. 112, second paragraph."); see also FABER, supra note 48,
2:9, at 2-34 ("The typical dependent claim further defines the earlier claim rather than being de
fined by it. But both types are acceptable.").
174 See MPEP, supra note 4, 2422.03 (discussing the requirements for a sequence listing and se
quence identifiers).
175 See supra note 69 and accompanying text (citing manuals that stand for the idea that independent
claims should stand alone).
176

Appeal No. 93-0828, 1993 Pat. App. LEXIS 3, at *3-4 (B.P.A.I. Mar. 11, 1993); see also MPEP,
supranote 4,

2173.05(s) ("Where possible, claims are to be complete in themselves.").

177 Ex parte Fressola, 1993 Pat. App. LEXIS 3, at *13.
178 Id. at *2 (emphasis added).
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2173.05(s),

Where possible, claims are to be complete in themselves. Incorporation by refer
ence to a specific figure or table [of properties] "is permitted only in exceptional
circumstances where there is no practical way to define the invention in words
and where it is more concise to incorporate by reference than duplicating a draw
ing or table into the claim. Incorporation by reference is a necessity doctrine,
notfor applicant's convenience."
Reference characters corresponding to elements recited in the detailed descrip
tion and the drawings may be used in conjunction with the recitation of the same
element or group of elements in the claims. 1 8 0

In the biotechnology arts, the doctrine of necessity permits an applicant to
reference biological materials in the disclosure of the specification. 18 1 A basic ca
non of claim construction is that claims must be read in light of the specification.182
If an examiner determines that access to a biological material is necessary for the
determination of patentability, then the claims may be rejected under 35 U.S.C.
112.183 As a result, references to biological identifiers (i.e., "sequence listings")
are permitted in claims. MPEP 2402 states:
Where the invention involves a biological material and words alone cannot suffi
ciently describe how to make and use the invention in a reproducible manner,
access to the biological material may be necessary for the satisfaction of the sta
tutory requirements for patentability under 35 U.S.C. 112. Courts have recog
nized the necessity and desirability of permitting an applicant for a patent to sup
plement the written disclosure in an application with a deposit of biological
material which is essential to meet some requirement of the statute with respect
to the claimed invention.

179 Id. at *15-16.

180 MPEP, supra note 4, 2173.05(s) (emphasis added) (citing Ex parte Fressola, Appeal No. 93
0828, 1993 Pat. App. LEXIS 3 (B.P.A.I. Mar. 11, 1993)).
181 See MPEP, supra note 4,

2406.01 (describing the allowance of biological material).

182 See, e.g. In re Fout, 675 F.2d 297, 300 (C.C.P.A. 1982) ("Claims must always be read in light of
the specification.").
183 MPEP, supranote 4,

2411.01.

184 MPEP, supra note 4,

2402 (emphasis added); see also id.

2422.03 ("The rules do not alter, in

any way, the requirements of 35 U.S.C. 112. The implementation of the rules has had no effect on
disclosure and/or claiming requirements. The rules, in general, or the use of sequence identifiers
throughout the specification and claims, specifically, should not raise any issues under 35 U.S.C.
112, first or second paragraphs. The use of sequence identification numbers (SEQ ID NO:X) only
provides a shorthandway for applicants to discuss and claim their inventions. These identification
numbers do not in any way restrict the manner in which an invention can be claimed." (emphasis

added)).
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The rule in Ex parte Fressola is practical and exemplifies a pro-patent poli
cy-a patent applicant should not be foreclosed from the rights and protections that
patents provide merely because of the inherent limitations of language. The flex
ibility of the rule of necessity provides a shield to claim drafters, who often need to
describe complex inventions, and a sword to patent examiners and judges, who
need to enforce the statutory requirement that claims particularly point out and dis
tinctly claim the subject matter of the invention.
B. Proposed Amendments for the Rule on Claims and the MPEP
The rule of necessity, as articulated in Ex parte Fressola, provides a reasona
ble standard that is generally applicable to all claims. This article proposes
amendments to CFR 1.75 and the MPEP that incorporate the rule of necessity, and
it is suggested that the amendments will facilitate consistent and predictable claim
construction.
The amendment to CFR 1.75 consists of a formal definition of "independent
claim." As a rule, the definition reestablishes the logical, contrary relationship be
tween independent and dependent claims. Additionally, the definition abolishes de
facto independent claims, eliminating the illogical, contradictory relationship be
tween independent and de facto independent claims. The proposed rule for CFR

1.75 adopts the definitions provided by the original MPEP and should be an added
as 37 CFR

1.75(j). The new rule is set out below:
(j) Claims are independent or dependent. An independent claim is complete in it
self without reference to another claim. A dependent claim refers to and mod
ifies another claim.

The proposed revisions to the MPEP address inconsistencies between

608.01 and 2173.05 and the recent jurisprudence of USC 112,

4. The first

proposed amendment is a revision to MPEP 2173.05(f), in which the following
paragraphs should be inserted before the current language that discusses references
to another claim (in the context of indefiniteness under USC 112, 2). The revi
sion is set out below:
2173.05(f) Reference to Limitations in Another Claim

37 CFR

1.75(j) Claims are independent or dependent. An independent claim is

complete in itself without reference to another claim. A dependent claim refers
to and modifies another claim.
A claim that refers to another claim shall be construed as a dependent claim. A
claim that refers to an earlier claim and does not comply with the statutory re
quirements of 35 U.S.C. 112, 4 or any other provision of this section is unpa

tentable. In Pfizer, Inc. v. Ranbaxy Laboratories Ltd., 457 F.3d 1284, 1292 79
U.S.P.Q.2d 1583 (Fed. Cir. 2006), the Federal Circuit construed the following
claim as a dependent claim: "The hemicalcium salt of the compound of claim 2."
The court invalidated the claim because it failed to further limit the subject mat
ter of claim 2, the claim upon which it depended. An examiner that determines

2011]
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4 should reject the

The second proposed amendment is a revision to MPEP
2173.05(e), in
which the following paragraphs should be inserted after the current language that
discusses antecedent basis (also in the context of indefiniteness under USC 112,
2). The revision is set out below:
2173.05(e) Lack of Antecedent Basis
A dependent claim is improper if it fails to specify a further limitation of the sub
ject matter in a preceding claim, or if the claim fails to incorporate by reference
all of the limitations set forth in the preceding claim (35 U.S.C. 112, fourth para
graph). A situation arises in dependent claims that refer to "said heel plate,"
where neither the claim nor the earlier claim upon which the claim is dependent
from contains an earlier recitation or limitation of a "heel plate." A claim that
lacks antecedent basis in this manner is improper because it fails to further limit
the subject matter in an earlier claim. Nike, Inc. v. Adidas Am. Inc., No. 9:06

CV-43, 2006 WL 3751181 (E.D. Tex. Dec. 18, 2006).

The third proposed amendment is a revision to MPEP
The revisions are set out below:

608.01(n), Part II.

II. Treatment of Improper DEPENDENT Claims
Where a claim in dependent form is not considered to be a proper dependent
claim under 37 CFR 1.75(c) or (j), the examiner should ebjeet reject such claim

under 37 CFR 1.75(c) and (j) and require cancellation of such improper depen
dent claim or rewriting of such improper dependent claim in proper independent
form. See
a.
1992) (A claim determined to be an mprpe
claim "1hould be teated

dependent

as a fcrmal matter, in that the cli
hlbe objeted to and applicant should be
required to cafnel the claim (or replace the imiproper dependent claim with an in;
dependent claim) rather than treated barejection of te laim under 35 U.S.C.
Pfizer. Inc. v. Ranbaxv LaboratoriesLtd. 457 F.3d 1284.

1292 79 U.S.P.Q.2d 1583 (Fed. Cir. 2006) ("Although the district court was re
luctant to find the fourth paragraph of 112 to be an invalidating provision,
doing so does not exalt form over substance. Rather, it is consistent with the
overall statutory scheme that requires applicants to satisfy certain requirements
before obtaining a patent, some of which are more procedural or technical than
others."). The applicant may thereupon amend the claims to place them in proper
dependent form, or may redraft them as independent claims, upon payment of
any necessary additional fee.

Note, that although 37 CFR 1.75() requires the dependent laim to furthr limit

a feeding claim, this ""le does not apply to product by proceess

lims.

The fourth and final proposed amendment is the elimination of the infringe
ment test set forth in MPEP 608.01(n), Part III. In view of the proposed rule, the
infringement test is superfluous.
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In sum, the proposed amendments to CFR 1.75 and the MPEP clarify the rela
tionship between independent and dependent claims, and will facilitate consistent
claim constructions for those claims that reference a preceding claim or the limita
tions therein.
C. Arguments in Opposition to the Proposed Amendments
Admittedly, the proposed rule and revisions to the MPEP are likely to have
critics. Patent claims are presumed to be valid 185 and the proposed definition would
likely render any claims having a shorthand reference invalid under USC 112, 4,
if challenged in litigation. The rule proposal is essentially a codification of the
Federal Circuit's claim interpretation of claim 6 in Pfizer. Critics of the Pfizer de
cision argue that a purpose of USC 112, 4 is to expedite patent prosecution: de
pendent claims are generally shorter in length and functionally narrow a broader
independent claim. 186 For this reason, dependent claims are easier to examine. 18 7
In fact, the PTO encourages the use of dependent claims by charging lower filing
fees than for independent claims. 188 Additionally, critics of the Pfizer decision ar
gue that courts, when faced with a situation where a claim may be construed as ei
ther independent or as an improper dependent claim, should not rigidly apply USC
112, 4, but construe the claim in a manner that will preserve its validity.' 89
Another likely critic to the proposed rule and revisions to the MPEP is the

USPTO. The MPEP is illustrative of the agency's policy, and the following MPEP
quotations are in conflict with the proposed rule:
[A]lthough 37 CFR 1.75(c) requires the dependent claim to further limit a pre
ceding claim, this rule does not apply to product-by-process claims ...

[A] dependent claim which is otherwise proper might relate to a separate inven
tion which would require a separate search or be separately classified from the
claim on which it depends would not render it an improper dependent claim

185

35 U.S.C.

282 (2006).

186 Gayoso & Feit, supra note 70, at 746.
187 Gayoso & Feit, supra note 70, at 746; see also FABER, supra note 48,

2:9, at 2-27 ("The main
advantage of dependent claims, of course, is that they require far less time to examine .... ").
188 See FABER, supra note 48, 2:9, at 2-27 ("[T]he filing fee for a dependent claim, when the num
ber of claims exceeds a maximum number (in 2008, twenty claims) is a small fraction of the filing
fee for an independent claim that exceeds a maximum number of independent claims .... "); see

also Honeywell Int'l Inc. v. Hamilton Sundstrand Corp., 370 F.3d 1131, 1148 (Fed. Cir. 2004)
(Newman, J., dissenting) ("The use of dependent claims is encouraged by the patent examining
authority as an aid in examination. Its value during examination is reflected in the significantly
lower fee charged for examination of dependent claims.").
189 Gayoso & Feit, supra note 70, at 746.
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[T]hat the independent and dependent claims are in different statutory classes
does not, in itself, render the latter improper.' 90

Finally, it has been customary in patent claim drafting to reference other
claims in shorthand form. The use of shorthand references is a convenient means
for incorporating limitations from earlier claims, and the use of such references al
lows for shorter claims that are easier to read. The proposed rule would render the
use of shorthand references impermissible and dependent claims would have to be
rewritten into independent form. As a result, a patent applicant would have to pay
higher fees for the additional independent claims. 191
Prosecution history estoppel (estoppel) is also a concern for patentees and pa
tent applicants. Estoppel can occur in various ways, including when some subject
matter in a claim, as originally filed, was redacted from the claim during prosecu
tion. 192 Courts have established a rebuttable presumption that amendments made
during prosecution were made for patentability reasons, and that the subject matter
that was redacted has been surrendered.193 Thus, when an amendment converts a
dependent claim into an independent claim during prosecution, estoppel will poten
tially foreclose a patentee from asserting infringement under the doctrine of equiva
lents.1 94
For patent applications filed after the proposed rule, if enacted, there would
not be a concern for estoppel because patent applicants are permitted to submit pre
liminary amendments prior to the examination of an application.195 However, for
issued patents and applications currently in prosecution, there would be a concern
that a claim amendment would jeopardize the scope of protection that a patent of
fers. In Honeywell International Inc. v. Hamilton Sundstrand Corp., the Federal
Circuit made clear that converting dependent claims into independent claims is a
real risk:

190 MPEP, supra note 4,

608.01(n).

191 See 35 U.S.C. 41 (2006) (discussing filing fees).
192 For an analysis of the relationship between the doctrine of equivalents and prosecution history es
toppel, see generally Douglas Lichtman, Rethinking Prosecution History Estoppel, 71 U. CHI. L.

REv. 151 (2004).
193 Honeywell Int'l Inc. v. Hamilton Sundstrand Corp., 370 F.3d 1131, 1141 (Fed. Cir. 2004) ("A
presumption of surrender therefore arises if rewriting the dependent claims into independent form,
along with canceling the original independent claims, constitutes a narrowing amendment." (em

phasis added)).
194 See, e.g., LANDERS, supra note 28, at 295 ("Infringement under the doctrine of equivalents does
not require the one-to-one correspondence that is necessary to a finding of literal infringement.
Rather, infringement under doctrine of equivalents may exist where an accused device or process
includes every claim limitation or its equivalent. Under this doctrine, a claim limitation may be
met by an element of an accursed device or process that is insubstantially different from the
claim's literal limitation." (emphasis added)).
195 37 C.F.R.

1.115 (2009).
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[T]he fact that the scope of the rewritten claim has remained unchanged will not
preclude the application of prosecution history estoppel if, by canceling the orig
inal independent claim and rewriting the dependent claims into independent
form, the scope of subject matter claimed in the independent claim has been nar
rowed to secure the patent. 19 6

It is true that the implementation of the proposed rule may be adverse to the
validity of many patent claims; however, if those patent claims were to be chal
lenged for invalidity, then the patentee faces the risk of losing patent protection re
gardless.
One way of rectifying any minor errors in a patent claim before an assertion
of invalidity is through a certificate of correction.197 Upon payment of a fee, the
USPTO will "issue a certificate of correction, if the correction does not involve
such changes in the patent as would constitute new matter or would require re
examination." 198 An amendment that merely rewrites a dependent claim into an in
dependent claim that includes the subject matter that was previously incorporated
by reference would likely qualify as a mistake "of minor character" and not require
re-examination. 199
In Honeywell, Judge Newman's dissenting opinion correctly articulates the
relationship between estoppel and USC 112, 4:
When a dependent claim is placed in independent form, it simply states explicitly
what was previously incorporated by reference. . . . Restating a dependent claim
in independent form does not change its content or scope; the claim is of identical
content and scope before and after it is rewritten. 20 0

196 Honeywell, 370 F.3d at 1142 (emphasis added).
197 35 U.S.C.

255 (2006); 37 C.F.R.

1.322, 1.323 (2009) (discussing certificates of correction for

mistakes made by the PTO and applicants).
198

35 U.S.C.

255 (2006).

199

Id.
200 Honeywell, 370 F.3d at 1146-47 (Newman, J., dissenting). On the contrary, the amendment of an
independent claim into a dependent claim will not result in the conclusion that the amendment was
formal and not substantive. In Zircon Corp. v. The Stanley Works, 713 F. Supp. 2d 881, (N.D.

Cal. 2010), a district court examined claim 21 of U.S. Patent No. 7,116,091 (filed Mar. 4, 2004)
for validity under USC 112, 4. In Zircon, claim 21 was amended during prosecution "to make it
dependent on claim 1, thereby surrendering original claim 21's broader 'comparing' language in
favor of the narrower 'commuting a ratio' term." Zircon, 713 F. Supp. 2d at 15. Due to the
amendment, "claim 21 as drafted does not contain a further limitation of claims 10 and 19, and in
stead contains a limitation of non-overlapping scope." Id. at 9. Because of the statutory language
of USC 112, 4, the construction of the independent claim should be read more broadly than its
dependent claim. The court concluded that "the statute does not mandate that the limitations in
claims 10 and 19 must be read more broadly than drafted to sustain the validity of claim 21." Id.
at 8. In sum, the amendment to claim 21 rendered its construction to be narrower than its corres
ponding independent claims 10 and 19; Zircon was unable to rebut the presumption that the
amendment was made for reasons of patentability; Zircon was barred from using the doctrine of
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In Honeywell, "[a]ll of the asserted independent claims were originally de
pendent claims that were rewritten into their present independent form during pros
2 01
Since all of
ecution. The broader originalindependent claims were cancelled."
the referenced claims in Honeywell were cancelled, they were subject to estoppel.
However, those facts are distinct from the scenario that the rule proposed in this ar
ticle foresees. In the situation that claims, either dependent or de facto indepen
dent, need to be amended in order to comply with USC 112, 4, the earlier claim
need not be cancelled. It is likely that such claims were drafted with the intent of
presenting claims of varying scope. Thus, the replacement of the shorthand refer
ence with the actual subject matter previously incorporated by reference will still
result in claims of varying scope. In other words, when the original independent
claim is not cancelled, estoppel should not be applicable.
One of the concerns that would result from more independent claims is the in
crease in filing fees for patent applicants. 202 Although not ideal for applicants, for
20 3
Other
mer Federal Circuit Chief Judge Michel expressly called for higher fees.
than potentially higher fees and the risk of estoppel, the arguments in opposition to
the proposed rule are drawn to convenience. An administrative policy based on
convenience rather than formalism is not proper. Rather, a policy that facilitates
consistency and predictability is sound, and the rule proposed in this article seeks to
promote those ends. Further, the proposed rule articulates a logical relationship be

equivalents; and, therefore, the court granted summary judgment of non-infringement to the de
fendant on the basis of prosecution history estoppel. Id. at 16-17.
201

Honeywell, 370 F.3d at 1146-47 (Newman, J., dissenting) (emphasis added).

202 See id. at 1153 ("Patent applications will cost more, since independent claims carry a heavier fee
than dependent ones.").
203 Paul R. Michel, Fellow Citizens: Be On Guard, 92 J. PAT. & TRADEMARK OFF. SOC'Y 135, 137

(2010). Judge Michel explained:
The gears of our patent system seem seized up: public inaction is discouraging
private investment. Obviously we need to strengthen and speed both examina
tions and litigations, but doing so requires public investment. Although the PTO
should remain financed by user fees, it needs a transfusion of public money to
overcome its dysfunction. It needs thousand[s] of additional examiners, salary
increases to retain experienced examiners, new computer systems and space to
house an expanded work force. (At present, many employees, although lacking
extensive experience, work at home where adequate supervision is more difficult
and applicant interviews are problematic.) Thus, even if Congress raised fees,
which it should, resolving the current crisis requires a large infusion of public
money. And it is needed soon. Deferral will have corrosive consequences that
cannot be undone. Therefore, I suggest an immediate capital investment of one
billion dollars. It could be spent over the next several fiscal years, but it must be
appropriated immediately.

Id. (emphasis added).
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tween dependent and independent claims. As a result, the plain meaning of USC
112, 4 need not be strained by the existence of de facto independent claims.
V. Application of the Proposed Rule in Practice
As defined by the proposed rule in Part IV, an independent claim is complete
in itself without reference to another claim. Application of the rule to the following
hypothetical claims makes claim interpretation, in regard to form, an easy and pre
dictable exercise. Consider the following hypothetical claims:
1. A compound selected from the group of N-(4-hydroxyphenyl)acetamide, a
methyl-4-(2-methylpropyl)benzene-acetic
acid,
a-methyl-4-(2
methylpropyl)benzene-acetic acid, and (5a,6a)-7,8-dihehydro-4,5-epoxy-7
methylmorphinan-3,6-diol.
2. The compound of claim 1 that is a-methyl-4-(2-methylpropyl)benzene-acetic
acid.
3. The compound of claim 1 that is N-(4-hydroxyphenyl)acetamide.
4. A pharmaceutical composition comprising a compound of claim 1.

5. A pharmaceutical composition comprising (5a,6a)-7,8-dihehydro-4,5-epoxy
17-methylmorphinan-3,6-diol.
6. A pharmaceutical composition comprising the compound of claims 2 or 3.
7. A chemical process of preparing a compound comprising the reaction of p

aminophenol with acetic anhydride.
8. The product produced by the process in claim 7.
9. The product produced by a chemical process comprising the reaction of p
aminophenol with acetic anhydride.
10. A method of treating pain in a patient in need thereof comprising administer
ing a physiologically effective dose of a pharmaceutical composition of N-(4

hydroxyphenyl)acetamide.
11. A method of treating inflammation in a patient in need thereof comprising
administering a physiologically effective dose of the composition in claim 5 or 6.
12. A method of treating inflammation in a patient in need thereof comprising
administering a physiologically effective dose of the compound in claim 2.

There are four statutory classes of inventions: processes, machines, manufac
tures, and compositions of matter. 204 Patent applications in the chemical arts gener
ally contain product and process claims. 205 In chemical applications, a product

2

35 U.S.C. 101 (2006). The term "process" is defined in 35 U.S.C. 100(b) to mean "process,
art, or method, and includes a new use of a known process, machine, manufacture, composition of

matter, or material."
205 MPEP, supra note 4,

608.01(b).
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claim is a composition of matter and a process claim is either a method of preparing
a product or a method of using a product. The product claims generally set forth
the definition of the chemical compounds, whereas composition and method claims
generally refer back to the product claims for limitations of the compound. Al
though patent applications in the chemical arts are usually subject to a restriction
207
requirement,206 an examiner may examine claims from various statutory classes.
The hypothetical claims 1-6 are product claims, in which claims 1-3 are
compound claims and claims 4-6 are composition claims. Claims 8 and 9 are
product-by-process claims. Claims 7 and 10-12 are process claims, in which claim
7 provides a method of making a compound and claims 10-12 provide methods for
using the compound. Claims 2 and 3 have been drafted in a traditional dependent
format, whereas claims 4, 6, 8, 11, and 12 use shorthand references to previous
claims. Claims 6 and 11 refer to more than one preceding claim and are referred to
as multiple dependent claims.
A. Claims Referencing Claims of the Same Statutory Class
Dependent claims 2 and 3 are proper dependent claims under USC 112, 4
because they refer to an earlier claim and add a further limitation to the subject mat
ter therein (claim 1 is a genus of three compounds and claims 2 and 3 are each
drawn to one species in the genus).
Dependent claims 4 and 6 are improper dependent claims because the claims
fail to further limit the subject matter of claims 2 or 3. Claims 4 and 6 use the
open-ended transition phrase comprising, whereas claims 2 and 3 use closed lan
guage that restricts the subject matter to a compound. Therefore, claims 4 and 6
open the scope and allow for the inclusion of other, unspecified ingredients.

206 See generally 37 C.F.R.

1.142 (2009) (describing the restriction requirement). A restriction re
quirement identifies and separates patentably distinct inventions. Id. Thus, a claim drawn to a
chemical compound is a patentably distinct invention as compared to a method of using that
chemical. This is simple to understand: the inventive effort required for a chemist to synthesize a
useful chemical is distinct from the inventive effort required for a clinician to determine the do
sage, safety, and efficacy in order to treat a disease in a human patient. Similarly, a different in
ventive effort is required for a chemist to formulate a chemical into a pill, tablet, or liquid prepara

tion in order to deliver the drug to the biological target. In this respect, patent claims drawn to a
composition comprised of an old drug may be issued under the "improvement" clause of 35
U.S.C. 101. Over the period from 1993 to 2008, restriction requirements grew from about 1.5%
to over 50% for patent applications in the biotech practice groups. Shine S. Tu et al., Squeezing
More Patent Protection from a Smaller Budget Without Compromising Quality, 2 No. 2
LANDSLIDE 37, Nov./Dec. 2009, at 38. Note, however, this number may or may not include the
chemical groups: both groups are in the same technology center. Nevertheless, the percentage of
restrictions in the chemical groups is high.
207

E.g., MPEP, supra note 4,
process).

2173.05(p) (giving an example of a claim utilizing both a product and
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B. Claims Referencing Claims of a Different Statutory Class
Dependent claims 11 and 12 are of a different statutory class than the claims
in which they are dependent from; that is, claims 5, 6, and 2. Claim 11 is a multiple
dependent claim and is discussed below. Claim 12 is an improper dependent claim
because it fails to further limit the subject matter of claim 2. Claim 2 is drawn to a
particular chemical compound and cannot be further limited; thus, claim 12 should
be rewritten to replace "the compound of claim 2" with the chemical name, a
methyl-4-(2-methylpropyl)benzene-acetic acid.
C. Claim Referencing inProduct-by-Process Claims
A product-by-process claim is a claim that defines a product by the process in
which the product is made. 208 This format of drafting developed as a means for
claiming new products that had not been fully characterized. In other words, a
product's chemical structure was unascertainable. The USPTO and courts have al
lowed such claims because an inventor would be unable to protect his discovery
otherwise. Product-by-process claims evolved in a manner that is consistent with
the doctrine of necessity, as described in Part IV.
In In re Thorpe, the Federal Circuit explained: "Product-by-process claims are
not specifically discussed in the patent statute. The practice and governing law
have developed in response to the need to enable an applicant to claim an otherwise
patentable product that resists definition by other than the process by which it is
made." 209
Admittedly, it appears that product-by-process claims no longer are restricted
to those instances of necessity. In Smithkline Beecham Corp. v. Apotex Corp., the
Federal Circuit stated: "Today, however, product-by-process claims are used by in
ventors even if the invention could have been described independent of the

208 MPEP, supra note 4, 2113. For further discussion of product-by-process claims, see Eric P. Mi
rabel, Product-by-Process Claims: A PracticalPerspective, 68 J. PAT. & TRADEMARK OFF. SOC'Y
3, 3 (1986) (discussing product by process claims); Jon S. Saxe & Julian S. Levitt, Product-by
Process Claims and Their Current Status in Chemical Patent Office Practice, 42 J. PAT. OFF.
Soc'y 528, 529-31 (1960) (discussing the evolution of product-by-process claims); Gary Newson,
Comment, Product-By-ProcessPatent Claims: Arguing for a Return to Necessity and a Reduction
in the Scope of Protection, 40 ARIz. ST. L.J. 327, 328 (2008) (suggesting "the use of product-by
process claims for patents should be discontinued except in rare cases where the invention cannot
be sufficiently described due to limits in our understanding of current technology").
Occurring more frequently are fingerprint claims, which are used to describe a compound by its
properties when its exact structure is unknown or in order to distinguish a new form of a com
pound from a known form. See FABER, supra note 48, 6:4, at 6-13 (explaining that fingerprint
claims occur "where a new composition has been produced . . . but where the differences from
previous forms cannot be explained in terms of physical or chemical structure."); MPEP, supra
note 4, 2173.05(t) ("A compound of unknown structure may be claimed by a combination of
physical and chemical characteristics.").
209

In re Thorpe, 777 F.2d 695, 697 (Fed. Cir. 1985) (emphasis added).
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process." 210 Although this change of policy creates more flexibility to applicants, it
provides more ambiguity to patent examiners and judges.
The rule proposed in this article would eliminate dependent product-by
process claims, because the definition of independent claim would not permit a
product claim to further limit a process claim. For example, consider hypothetical
claims 7-9. Claim 7 is a process claim and claims 8 and 9 are product-by-process
claims. Claim 8 is dependent on claim 7 and is improper for failing to further de
fine the synthetic process. However, claim 9 is independent and does not refer
back to another claim. For this reason, claim 9 would be a proper product-by
process claim in view of the Federal Circuit's policy and demonstrates that the pro
posed rule in this article is not overly rigid.
D. Claim Referencing in Multiple Dependent Claims
A claim that refers back, in the alternative, to more than one preceding inde
211
While USC
pendent or dependent claims is called a multiple dependent claim.
paragraph
fifth
the
claims,
dependent
defines
that
provision
statutory
4
is
the
112,
claims:
of USC 112 provides a similar definition for multiple dependent
A claim in multiple dependent form shall contain a reference, in the alternative
only, to more than one claim previously set forth and then specify a further limi
tation of the subject matter claimed. A multiple dependent claim shall not serve
as a basis for any other multiple dependent claim. A multiple dependent claim
shall be construed to incorporate by reference all the limitations of the particular
212
claim in relation to which it is being considered.

The MPEP states that "a multiple dependent claim must be considered in the
213
Therefore, a multiple
same manner as a plurality of single dependent claims."
a further limita
2)
specify
claim;
preceding
to
the
refer
1)
dependent claim must:
tion of the subject matter in the preceding claim; and 3) be construed to incorporate
by reference all of the limitations set forth in the preceding claim. However, the
fifth paragraph of USC 112 adds another requirement: 4) a multiple dependent
claim shall not serve as a basis for any other multiple dependent claim.
The rule proposed in this article would also facilitate consistent and predicta
ble claim constructions of multiple dependent claims. Multiple dependent claim
drafting has been used internationally for decades. When such international patent
applications are subsequently filed in the United States, a question arises: are mul
tiple dependent claims that have a shorthand reference to a preceding claim inde

210 Smithkline Beecham Corp. v. Apotex Corp., 439 F.3d 1312, 1315 (Fed. Cir. 2006).
211
212

MPEP, supranote 4, 608.01(n).
35 U.S.C. 112 (2006); see also 37 C.F.R.
dependent claims).

213

MPEP, supra note 4,

608.01(n).

1.75(c) (2009) (describing dependent and multiple
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pendent or dependent? If the rule proposed in this article were adopted, then the
inquiry would end if the examined claim has a reference to another claim. A claim
referencing another claim is a dependent claim, and if the claim refers to multiple
claims, then the claim must adhere to the requirements of the fifth paragraph of

USC 112.
In practice, it is easy to see that hypothetical claims 6 and 11 refer back to
multiple claims. Claim 6 was discussed in part B, supra. Claim 11 refers back to
claim 6, which is itself a multiple dependent claim. For this reason, the claim is
improper under the fifth paragraph of USC 112, requiring that "a multiple depen
dent claim shall not serve as a basis for any other multiple dependent claim." 2 14
E. Claim Construction and the Doctrine of Claim Differentiation
Courts apply many canons of claim construction, but in Professor Lemley's
opinion: "the doctrine of claim differentiation is the canon that has arguably had the
most significant impact on claim construction." 215 In theory, no two claims in the
same patent should be of identical scope. 216 Claim differentiation, stated most
broadly, is the "'presumption that each claim in a patent has a different scope.',, 217
More specifically, and most relevant to this article, claim differentiation "refers to
the presumption that an independent claim should not be construed as requiring a
limitation added by a dependent claim. . . . Thus, the claim differentiation tool
works best in the relationship between independent and dependent claims." 218

214

35 U.S.C.

215

Mark A. Lemley, The Limits of Claim Differentiation, 22 BERKELEY TECH. L.J. 1389,
1391 (2007)
(explaining that "claim differentiation is based on the presumption that patent applicants almost
always write multiple claims in an effort to get several different tries at capturing their invention
in words."); see also Nexans, Inc. v. General Cable Techs. Corp., 630 F. Supp. 2d 499, 503-05
(E.D. Pa. 2008) (explaining the canons of claim construction and the doctrine of claim differentia
tion). Further, in Nexans, the court explained the following principles: "Claims are often written
in a hierarchy, with independent claims as the broadest claims and a series of dependent claims

112 (2006).

having more narrow scope." Id. at 503 (citing 35 U.S.C.

112 (2006)). "The doctrine of claim

differentiation creates a presumption that, where a dependent claim is more specific than the inde
pendent claim from which it depends, the independent claim must be broader and not limited to
the specifics of the dependent claim." Id. "As a general rule, the presence of a dependent claim
that adds a particular limitation creates a presumption that the limitation in question is not part of

the independent claim." Id. at 504 (citing Wenger Mfg., Inc. v. Coating Mach. Sys., Inc., 239
F.3d 1225, 1233 (Fed. Cir. 2001)). "Moreover, if 'some claims are broad and others narrow, the
narrow claim limitations cannot be read into the broad whether to avoid invalidity or to escape in

216

fringement."' Id. (quoting Uniroyal, Inc. v. Rudkin-Wiley Corp., 837 F.2d 1044, 1054-55 (Fed.
Cir. 1988)).
See 37 C.F.R. 1.75(b) (2009) ("More than one claim may be presented provided they differ sub

stantially from each other and are not unduly multiplied.").
217 Curtiss-Wright Flow Control Corp. v. Velan Inc., 438 F.3d 1374, 1380 (Fed. Cir. 2006) (quoting
218

Versa Corp. v. Ag-Bag Int'l Ltd., 392 F.3d 1325, 1330 (Fed. Cir. 2004)).
Id. (citation omitted).
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In effect, claim differentiation generally results in broad construction of pa
tent claims, and may at times expand the scope of a claim beyond what the patent
supports. Lemley investigated the use of claim differentiation in federal courts and
discovered that the doctrine sometimes "lead courts astray."219 For example, Lem
ley discusses the Federal Circuit's interpretation in Phillips v. A WH, where "the
court interpreted a claim to encompass an embodiment of an invention that would
not achieve the purpose of the invention." 22 0 In order to guide courts from inappro
priate claim constructions based on claim differentiation, Lemley proposed several
guidelines.
The first guideline suggests that "courts should not use the doctrine unless the
claims in question are in an independent-dependent relationship."22 1 He explained
that interpreting an independent claim in a manner that results in an identical con
struction as for a dependent claim defeats the purpose of having a dependent
claim.222 In Liebel-Flarsheim Co. v. Medrad, Inc., the Federal Circuit explained,
"the presence of a dependent claim that adds a particular limitation raises a pre
22 3
sumption that the limitation in question is not found in the independent claim."
This presumption parallels the statutory requirements of USC 112, 4. However,
without a definition for independent claim, informed minds may disagree as to
whether a claim is independent or dependent.
The rule proposed in this article buttresses Lemley's guideline and the judicial
presumptions of claim differentiation because it eliminates de facto independent
claims. As a result, the determination of whether a claim is dependent or indepen
dent is simplified, and the courts will be more likely to construe claims in an inde
pendent-dependent relationship with differing scope without the concern that the
claims are arguably both independent.
VI. Conclusion
This article investigated the confusion that arises when claims are drafted
with shorthand references, and reviewed the history and jurisprudence of USC 112,
4. It was determined that the patent system has allowed claim drafters to use de
facto independent claims-claims that refer back to a preceding claim like a depen
dent claim, but are construed as independent claims-and that such claims have re
sulted in inconsistent claim constructions by patent examiners and judges.
As a means to end the ambiguity that arises with the use of de facto indepen
dent claims, this article proposed a formal definition for independent claim that will

219

Lemley, supra note 215, at 1393.

220 Id.
221

Id. at 1396.

222

Id.

223

Liebel-Flarsheim Co. v. Medrad, Inc., 358 F.3d 898, 910 (Fed. Cir. 2004).
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assist in the claim construction of all claim formats. The definition does not exalt
form over substance, but it does exalt form over convenience. It is proposed that
formalism in claim drafting will facilitate consistent and predictable claim interpre
tations during patent prosecution and litigation, and will protect multi-billion dollar
investments like Lipitor®.

State Bar Section News

Letter from the Chair
By Shannon W. Bates
The 2010-2011 activites are well underway for the Intellectual Property Law
Section of the State Bar of Texas.
Under the leadership of Vice Chair Scott Breedlove, we enjoyed a very
successful and well attended 24nd Annual Advanced Intellectual Property Law
Course on March 3-4, 2011 in Dallas. This program was preceeded by an
Agreements Workshop on March 2, 2011, led by Course Director Thom Tarnay.
Still to come this year, the Section is offering a one-day CLE program on
Friday June 24, 2011 at the State Bar Annual Meeting in San Antonio. Our Chair
Elect, Steve Malin, is the Course Director, and he is coordinating our Section's
CLE program and events.
Following shortly thereafter, the Section is sponsoring an Advanced Patent
Litigation Course on July 14-15, 2011 at the Hyatt Hill Country Resort in San
Antonio. This year, the program is being co-chaired by Sanford Warren and Craig
Lundell. This is shaping up to be another outstanding CLE program.
Another initiative being undertaken by the Section this year is to improve and
enhance our website, which will be overseen by our Website Officer Van Lindberg.
One of the best means of communicating to our members is through our Section
newsletter, and our Newsletter Officer Kristin Jordan Harkins is leading the effort
to bring you relevant articles covering current topics and practice points.
Committees are the foundation of our Section, and our committees include:
Alternative Dispute Resolution, Antitrust, Copyright, Diversity Task Force,
Electronic & Computer Law, Ethics and Unauthorized Practice, International Law,
Inventors' Recognition, Litigation, Membership, Newsletter, Opinions, Patent
Legislation/PTO Practice, Pro Bono Task Force, Public Relations, Section Website,
Trademark Legislation/PTO Practice and Unfair Competition and Trade Secrets.
We have also added a new Women in IP Task Force this year.
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I encourage you to join a committee or two and get involved.
any of the committee chairs or me to join a committee.

[VOL. 19:307

Please contact

On behalf of our Council, we invite you to join us at an upcoming CLE event and
enjoy the other benefits of membership of the Section, including this outstanding
Texas Intellectual Property Law Journal. If you have any suggestions for
improving the Section or how we can better serve our members, please contact me
or any other officer or Council member.
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